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Abstract

The authors identify a phenomenon in Federal Circuit decision-making that might fairly be termed
“judicia hyperactivity.” Judicial hyperactivity describes what happens when the court from time to
time loses track of the important distinction between trial and appellate roles and engagesin aform
of decision-making at odds with traditional notions of appellate review. The authors explain how to
recognize judicial hyperactivity and discuss several recent examples of the practice, including
instances where Federal Circuit panels have apparently taken up the roles normally assigned to
patent examiners, to advocates and to judicial fact-finders. The authors argue that, although the
court may view judicial hyperactivity as efficient or expedient in a particular case, the practice
should be avoided because it will ultimately have a pernicious effect, undermining confidence in the
judiciary and the predictability of the judicial process.
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1. Introduction

The United States Court of Appeals for the Federal Circuit is an intermediate federal appellate
court, not atrial court.” Charged by statute with reviewing decisions of lower courts and
administrative agencies,” it has no origina jurisdiction. Unfortunately, the court from time to time
appearsto lose track of the important distinction between trial and appellate roles and engagesin
what might be termed “judicia hyperactivity”—a form of decision-making at odds with
traditional notions of appellate review. In this article, we explain how to recognize judicial
hyperactivity and discuss several recent examples of the practice. We argue that, although the
court may view judicial hyperactivity as efficient or expedient in a particular case, the practice
will ultimately have a pernicious effect, undermining confidence in the judiciary and the
predictability of the judicial process.

Asan initial matter, we should hasten to distinguish “judicial hyperactivity” from its better
known sibling, “judicial activism.” The latter term refers to atribunal going beyond the
substantive statutory or common law to reach ideol ogically-motivated outcomes (whether to
engage in abit of social engineering or to give shape to aradical new jurisprudence). Readers
familiar with this more traditional usage will recognize that the very term “judicial activism” is



drenched in political overtones. The New Dealersreviled the conservative majority of the
Supreme Court for itsjudicial activism in striking down liberal New Deal legidlation in the
1930s.’ Today, the phrase is likely to be used both by conservativesin attacking liberal judges
and—more and more—by liberals attacking conservative judges.” These pgorative uses of the
term often carry an implied disagreement with the outcome of the allegedly judicia activist
decisions. Critics of a more purist bent, however, may employ the term to criticize the court’s

policy focusitself, decrying the court’s “activism” in usurping the legislature’ srole in setting
policy without regard to the particular policy outcomes.’

Whilejudicial hyperactivity does not necessarily aim to reshape the substantive law in ways
some view as improper, it does share with its more politicized sibling a fundamental focus on the
proper role of the judiciary. Inidentifying judicial hyperactivity, however, our focusis not on the
rules that govern society, but on those that direct the decision-making process itself. Unlike
criticswho level the charge of “judicia activism” when they believe that a court has improperly
usurped the policy-making role of the legislature, we are concerned with what happens when an
intermediate appel late court usurps elements of the decision-making process that are supposed to
be the province of the lower courts, administrative bodies, or even litigants.

The line between “ statutory interpretation” or common law legal evolution and policy-driven
judicial activism may at times be a hard one to draw. Thus, the charge of “judicial activism” is
often a highly subjective one. The line between proper appellate review and improper judicia
hyperactivity, by contrast, is considerably clearer and more easily administered. The proper role
of an appellate court isto decide appeals from other tribunals, either lower courts or
administrative agencies.” In deciding those appeals, the appellate court usually should consider
only the evidence before the lower court or administrative agency.’ The appellate court should not
find facts; instead, it should review the fact-finding of the lower tribunal.” The appellate court
should decide the appeal based on the decision below and on the arguments presented by the
parties. It isusually easy enough to see when a court has gone beyond the factual record
presented to the trier of fact below and the issues briefed by the litigants before it to engagein
fact-finding, evidentiary weighing, and advocacy of its own.

Judicial hyperactivity isnot asrare asit is unfortunate. The Federal Circuit is a court of
specialized and limited jurisdiction.” Not surprisingly, obvious opportunities for judicial activism
present themselves comparatively rarely on the docket of Federal Circuit patent cases.” But the
same specialized jurisdiction that hel ps insul ate the judges of the Federa Circuit from the
temptation to engage in judicial activism may motivate them to indulge in judicia hyperactivity.
The familiarity and expertise of the Federal Circuit judges with issues common to the court’s
specialized jurisdiction may lead them more readily to usurp the fact-finding role.” Almost since
its inception, the Federal Circuit has been dogged with criticism for straying from the path
carefully delineated for appellate tribunals.” Disappointed litigants and commentators alike have



criticized the court for fact-finding and other forms of hyperactive judging.” Increasingly, the bar
IS expressing concern over the court’ s decision-making procedures and its apparent willingness to
take over the roles of patent examiner, advocate and trier of fact.” Aswe will show, from time to
time the Federal Circuit has, with legitimate cause, expanded the scope of itsjurisdiction
consciously and explicitly. The expansion we discussin this article, however, is of afar less overt
(if perhaps not less deliberate) sort. Bearing in mind that not all expansion of Federal Circuit
jurisdiction is necessarily judicial hyperactivity, we turn now to examine each of the concerns
noted above.

1. The Federal Circuit As Patent Examiner

The Federal Circuit’srecent opinion in In re Cortright” has fueled anew the bar’s concern over
the Federal Circuit’s penchant for stepping out of its appellate role. The case came to the court as
agarden-variety appeal by a patent applicant from the decision of the Board of Patent Appeals
and Interferences (“Board”). The Board had affirmed a patent examiner’ s rejection of patent
claims directed to a method of treating baldness by rubbing the scalp with “Bag Balm,” a product
used by dairy farmers to soften cow udders.” The Board had concluded that the patent application
did not enable the claimed invention because the treatment was not shown to “restore hair
growth,” as specified in the claims.” On appeal, the Federal Circuit reversed the Board' s decision,
holding that the Board had incorrectly interpreted the claim limitation “restore hair growth” to
require that the treatment return the user’ s hair to its origina state.” The court ruled that the
Board had erred in failing to interpret the claim limitation as one of ordinary skill in the art would
have done.”

But here’ s the rub: to establish how one of ordinary skill in the art would interpret the “restore
hair growth” limitation, the court looked to the use of that term in three patents that were not
cited or considered by the patent examiner, Board, Patent and Trademark Office (“PTO”)
Solicitor, or patent applicant.” Apparently, the court conducted its own patent and literature
search in order to identify publications that supported its interpretation of the claim limitation.”
Patent and literature searching, needless to say, is usually the province of the applicant or the
patent examiner, not an appel late court.

The reaction to Cortright was a mix of bemusement and concern. One publication, in awry
understatement, |abeled the Cortright opinion a“surprising appellate court approach to claim
construction.”” The less sanguine—among whom, no doubt, one could find much of the PTO’s
staff and the patent bar—were slack-jawed over the obvious implication of the Cortright opinion:
“that acourt is as free to examine previous patents in construing claims as it is to examine court
opinionsin construing statutes.””

In response to the panel decision in Cortright, the PTO Solicitor filed a petition for panel



rehearing. The Solicitor offered a number of grounds for reconsideration. First, noting that the
panel had considered atotal of thirteen patents and two newspaper articles that were not before
the Board, he argued that the panel decision violated the statute requiring the court to review the
Board’ s decisions “ on the record before the Patent and Trademark Office.”” Second, in arelated
argument, the Solicitor noted that the panel decision was contrary to numerous cases in which the
Federal Circuit and its predecessor, the Court of Customs and Patent Appeals, had refused to
consider patents not considered by the Board, even when urged to do so by one of the parties.”
Third, and more fundamentally, the Solicitor relied upon “the well-established general rule
prohibiting an appellate court’ s reliance on materials outside the record.”” “ Simply put,” the
Solicitor argued, “an appellate tribunal cannot so fundamentally change the record on appeal to
reverse an administrative agency.””

The Solicitor’s brief acknowledged that the rule against going outside of the record made in the
lower court or other tribunal is not absolute, but argued that neither of the two recognized
exceptions to the general rule applied in this case. The first exception allows an appellate court to
take judicial notice of materials outside the record under Federal Rule of Evidence 201.” “Judicial
notice is an evidentiary procedure for recognizing without proof the existence and truth of certain
facts which are regarded as a matter of common knowledge or which could be instantly and
unguestionably demonstrated.”” The Federal Circuit has often taken judicial notice of law,”
publicly available documents,” dictionary and other reference work definitions,” and facts.” But,
the Solicitor argued, the judicial notice exception did not apply in Cortright for several reasons.
the panel nowhere said that it was taking judicial notice of the extra-record patents and articles;”
the court has in the past refused to take judicial notice of patents raised for the first time on
appeal;” judicial notice would extend only to undisputed information about the patents and
articles, not to the disputed meaning of aclaim term;” and the PTO was not given an opportunity
“to be heard as to the propriety of taking judicial notice and the tenor of the matter noticed” as
required by Rule 201(e).”

The second exception allows an appellate court to rely on extra-record materials “in the interests
of justice.”” But, as the Solicitor argued in Cortright, this exception applies only in extraordinary
cases that involve misrepresentation, wrongdoing or omission, facts not involved in Cortright.”
Although the patent applicant argued that the “interests of justice” were implicated,” it was
undisputed that the applicant had not cited or argued these patents or articles to the examiner,
Board or Federal Circuit. Nor did the applicant suggest the existence of misrepresentation,
wrongdoing or omission, or any other reason why the extra-record materials should be considered
“in the interests of justice.””

Thisisnot to say that no argument could be made for the Federal court’s hyperactivity in
Cortright. The court reached out to the extra-record materialsin order to arrive at a patent claim
construction. Because the public will rely on the court’s claim construction, there is arguably a



public interest in ensuring that the construction be correct. The defect in this argument isthat if
the Federal Circuit had allowed the rejection of the claims to stand, the applicant would have
been forced to return to the PTO to negotiate claim language on which he and the PTO could
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agree.

In any event, the Cortright panel denied rehearing without issuing an opinion.” Consequently, the
PTO and bar are left to wonder why the court did what it did, and to what extent the Federal
Circuit now feels free, sua sponte, to consider not only new issues arising out of factsin the
record of the proceedings below (but never briefed by either side), but also materials outside the
record altogether, asit did in Cortright.” Given the large number of sources to which the court
could in theory turn for new evidence, only one thing is now certain: to find out whether the
Federal Circuit will undertake the effort to create a new record on appeal in any specific case, one
must pursue an appeal.

1. The Federal Circuit As Advocate

As agenera rule, an appellate court will not consider an argument for the first time on appeal .”
The Federa Circuit has been as eloquent as any court in articulating the rule and describing its
basis.

A party’s argument should not be a moving target. The argument at the trial and appellate
level should be consistent, thereby ensuring a clear presentation of the issue to be resolved,
an adequate opportunity for response and evidentiary development by the opposing party,
and arecord reviewable by the appellate court that is properly crystallized around and
responsive to the asserted argument.”

This rule arises from concerns for fundamental fairness long recognized by the United States
Supreme Court.” Refusing to consider new arguments on appeal ensures that “* parties may have
the opportunity to offer all the evidence they believe relevant to theissues. . . [and] in order that
litigants may not be surprised on appeal by final decision there of issues upon which they have
had no opportunity to introduce evidence.”””

The Federa Circuit has also emphasized that appellate courts normally limit themselves to issues
that the parties have preserved below and raised on appeal.” Application of thisrule “freestrial
courts to focus on the factual and legal issues the parties identify as being in dispute, without
having to worry that a misstep on an issue not disputed or objected to by the parties will result in
areversal.”” Thisrule also |ets “ appellate courts focus on issues that the trial courts have
expressly ruled on and that the parties have briefed on appeal, rather than having to venture
opinions regarding issues that have never been briefed, argued, or even adverted to in the course
of the proceedings.””



The Federal Circuit, however, has recently given short shrift to the general rule against
considering arguments for the first time on appeal, instead grounding an increasing number of its
dispositions on arguments raised by a party for the first time on appeal or, sometimes, arguments
not made on appeal by either party. For example, in one recent case, Rodime PLC v. Seagate
Technology, Inc.,” the Federal Circuit reversed a grant of summary judgment of patent
noninfringement because the district court had erred in concluding that the patent claim limitation
at issue was a “means-plus-function” limitation governed by 35 U.S.C. § 112 1 6.” Significantly,
neither the patentee nor the accused infringer argued to the Federal Circuit that the subject
limitation was anything other than a means plus function limitation. Sua sponte, the Federal
Circuit reversed the district court on an issue that no one raised on appeal.”

The Federal Circuit explained its action by noting that:

Before the district court, Rodime argued that the “positioning means’ element did not invoke
8112, 16. ... On appeal, however, Rodime appears to have conceded this threshold

issue. . . . That conversion, however, does not relieve this court of its responsibility to
interpret the claims as a matter of law.

To be sure, the Federal Circuit is not bound by the parties’ stipulations of law.” And, of course,
the court does have the power to consider new arguments on appeal.” But it has stated repeatedly
that it isreluctant to do so, and that it will do so only in certain narrowly defined circumstances,
such as “when necessary to avoid manifest injustice,”” when the issue is one of pure law” (as
contrasted with claim construction, for example, which is a question of law based on underlying
factual findings), or when the argument goes to jurisdiction.”

Aswith Cortright, the Federal Circuit’s hyperactivity in Rodime could arguably find justification
in the importance of claim construction—an issue of law—to the public at large. The Federal
Circuit’s claim construction would likely follow the patent and be relied on by the public. The
importance of this public notice function indubitably gave rise to the Federal Circuit’s sense of
“responsibility to interpret the claims as a matter of law.””

This“responsibility,” however, is apparently not absolute. In asimilar case that pre-dated
Rodime, the Federal Circuit noted that neither party had raised a particular claim construction
issue but refrained from addressing that issue other than to note: “ Because that question was not
presented, and because the claimed invention as argued would have been obvious at the time it
was made to those skilled in the art, we need not and do not decide the question here.”” In
another pre-Rodime opinion, this one per curiam, the court noted that “where, as here, the parties
agree to a particular construction of the claims which is adopted by the district court, and neither
party disputes that construction on appeal, this court declines to raise an issue sua sponte which
the parties have not presented on appeal.”” In a concurrence, however, one panel member opined



that because claim construction is an issue of law the court has an obligation to review it.” In
another concurrence to the same opinion, the other two panel members rejected this assertion.”
Likewise, in asimilar case that post-dated Rodime,” the court noted its concern with the claim
construction but stated that “where, as here, the parties agree to a claim construction that is
adopted by the district court, and neither party disputes that construction on appeal, we decline to
raise an issue sua sponte that the parties have not presented.””

Now the bar is left to wonder why and when the court will consider arguments raised for the first
time on appeal and arguments not made by either party but concocted by the court itself. Once
again, the only way to find out is to take an appeal .”

1. The Federal Circuit As Fact-Finder

As an appellate court, the Federal Circuit’sroleis not to hear evidence de novo.” Fairness to the
litigants weighs against reconsideration of the facts at the appellate level.” Appellate fact-finding
would undermine the lower tribunal’ s legitimacy, increase the number of appeals by encouraging
litigants to retry cases at the appellate level, and needlessly reallocate judicial authority.”

Not long after it was first constituted, the Federal Circuit was criticized for fact-finding. That
criticism came both from the bar” and from within the court itself.” In response to these
complaints, the Supreme Court sent a case back to the Federal Circuit, publicly questioning
whether the panel had engaged in impermissible fact-finding:”

Petitioner contends that the Federal Circuit ignored Federal Rule of Civil Procedure 52(a) in
substituting its view of factual issuesfor that of the District Court. . . . Petitioner’s clams are
not insubstantial. . . . The Federal Circuit . . . did not mention Rule 52(a), did not explicitly
apply the clearly-erroneous standard to any of the District Court’s findings on obviousness,
and did not explain why, if it was of that view, Rule 52(a) had no applicability to thisissue.”

Chastened by this public rebuke, the Federal Circuit studiously avoided at least overt fact-finding
for years. It would appear, however, that the court might now be backsliding,” most often by
reaching out to make factual findings as an alternative to remanding a case to be considered anew
in the district court. Aswe will discuss, thisis problematic enough when the court engages in fact-
finding on the basis of arguments presented and considered below and urged again by one of the
parties on appeal. We shall also explore a particularly troubling case in which the Federal Circuit
not only engaged in fact-finding but did so pursuant to a claim construction never urged by either
party to the appeal.

1. The Temptation to Find Facts Rather than Remand



While this article does not purport to offer a comprehensive review of all instances of judicial
hyperactivity in the Federal Circuit, the cases we have reviewed suggest that the Federal Circuit
is particularly tempted to engage in appellate fact-finding when deciding whether to remand after
areversal of atrial court’s decision, and when reviewing a grant of summary judgment where
there was no cross motion for summary judgment. We shall consider these two situations in turn.

1. Remand for new findings

While the occasional dissent charges the panel majority with appellate fact-finding in other
contexts,” fact-finding is particularly dangerous when the court relies on its own findings of fact
to avoid remand. If an appellate court determines that the lower tribunal failed to make a
necessary finding or sets aside the lower tribunal’ s fact-findings, then the appellate court
generally should remand to the lower tribunal to make the necessary findings.” It is not the role of
the appellate court to make factual findings on its own.”

There is one exception—or, more precisely, one refinement—to the general rule favoring
remand: remand is not necessary in cases where “the record permits only one resolution of the
factual issue.”” Strictly speaking, this determination is not fact-finding at all. Courts may decide
cases as a matter of law where the undisputed facts admit of only one conclusion.” In arriving at
such a conclusion, the court—be it atrial court or an appellate court—is not engaged in fact-
finding.”

Picking up on this “exception,” the Federal Circuit has suggested on several occasionsthat it is
free to decide a case, instead of remanding, where the record is clear and the facts
uncontradicted.” Even where the evidence is disputed, the Federal Circuit feels free to decide the
case when “the court could only make one finding of fact or decide the fact in only one way.””
But whether the record is clear and whether afact could be decided in only one way are often
subjects of dispute, and the “clear record” exception to remand “leaves much room for abuse.
The Federal Circuit’ sinterpretation of what findings are clear on the record, some fear, could
expand and contract at the court’swhim.”
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The Federa Circuit is particularly tempted to avoid remand in cases where it rejects the lower
tribunal’ s foundational decision on claim interpretation or literal infringement. For example, in
Pall Corp. v. Hemasure, Inc.,” the court reversed the district court’s grant of summary judgment
of literal infringement and, even though the district court had not reached the issue, went on to
enter judgment of noninfringement, in effect granting the defendant’ s cross-motion for summary
judgment.” Because there was no dispute as to the structure of the accused device, and because
the parties argued infringement under the doctrine of equivalents on summary judgment, the
Federal Circuit resolved the issue, finding no infringement under the doctrine of equivalents.”
This resolution was not unreasonable under these limited circumstances. Thiswillingnessto



address issues on which the lower tribunal has not passed, however, can quickly go too far.

For example, in one early case the Federal Circuit avoided remand because “the record is
relatively short and the legal and factual issues are uncomplicated and not difficult to resolve.
Clearly, this goes too far and reeks of impermissible fact-finding. That afactual issueis
uncomplicated or not difficult to resolve does not mean that that issue could be decided in only
one way.

77 90

In amore recent case,” which the court remanded for a finding on infringement after reversing the
district court’s claim interpretation, Judge Lourie dissented, arguing that under the proper claim
interpretation, the accused device “clearly” did not meet the disputed claim limitation, either
literally or under the doctrine of equivalents.” But even if the technical subject matter were, as
Judge Lourie stated, “readily understandable,”” the factual finding of infringement is best made

in the first instance by the trial court because at least one of the litigants might well disagree with
the appellate court’ s “understanding” of the facts, regardless of how “readily understandable’ the
technical subject matter.”

1. Sua sponte grant of summary judgment

Appellate courts are also tempted to exhibit judicial hyperactivity when reviewing a grant of
summary judgment where there was no cross motion for summary judgment. Reversal of the
grant of summary judgment should be accompanied by a remand for the district court to proceed
with the case. Sometimes, however, an appellate court comes to believe that its reversal of the
grant of summary judgment warrants more than a mere remand. Judicial hyperactivity results
when that belief istrandated into action.

The Federal Circuit has engaged in such hyperactivity. For instance, in Chiuminatta Concrete
Concepts, Inc. v. Cardinal Industries, Inc.,” the Federal Circuit considered a district court’s grant
of summary judgment of literal infringement, along with the patentee’ s argument that even if the
Federal Circuit disagreed with the grant of summary judgment of literal infringement, it could
still affirm the judgment on the ground of infringement under the doctrine of equivalents.” The
Federal Circuit did disagree with the district court on literal infringement and was willing to
consider the doctrine of equivalents even though the district court had not reached it, but the court
did not agree that the evidence on summary judgment showed infringement under the doctrine of
equivalents.” Rather than simply reversing the district court’s grant of summary judgment,
however, the Federal Circuit went on to direct the district court to enter summary judgment of
noninfringement.” This result was surprising for several reasons, not the least of which was that
the accused infringer had never even moved for summary judgment of noninfringement.

The Chiuminatta opinion justified the Federal Circuit’s sua sponte grant of summary judgment by



citing a Ninth Circuit case for the proposition that “a court may sua sponte grant summary
judgment to the nonmoving party where the moving party cannot prove its case on the undisputed
facts.”” The problem with the Federal Circuit’s reliance on this precedent is two-fold. First, the
Ninth Circuit was addressing a sua sponte grant of summary judgment by atrial court, not an
appellate court. The Ninth Circuit authority does not support an appellate court’ s sua sponte grant
of summary judgment.

Second, even as to the trial court’ s ability to grant summary judgment sua sponte, the Federal
Circuit grossly mischaracterized Ninth Circuit law. Under Ninth Circuit law, atrial court may
grant summary judgment sua sponte against a nonmoving party only if that party was “given
reasonabl e notice that the sufficiency of his or her claim will bein issue.” “Reasonable notice
implies adequate time to devel op the facts on which the litigant will depend to oppose summary
judgment.”* On appeal, however, the record is—or should be—fixed by the record that was
before the district court.” Unless the appellate court is willing to take on the entirely improper
role of receiving from the moving party additional evidence to oppose summary judgment, the
moving party cannot be afforded the required notice. A court should grant summary judgment sua
sponte only if it has given the moving party reasonable notice and an opportunity to submit
evidence to oppose the grant. An appellate court simply cannot do that.

It is easy to understand the Federal Circuit’s motivation to grant summary judgment sua sponte in
Chiuminatta. By explaining that the determination of no literal infringement precluded a finding
of infringement under the doctrine of equivalents, the Federal Circuit saved the trial court the
effort of determining that result for itself.” The Chiuminatta patentee had argued for summary
judgment of infringement under the doctrine of equivalents and, the Federal Circuit decided,
failed to present evidence on which areasonable jury could find for it on that issue. The patentee
had its one bite at the apple; fairness—it might be said—dictates that it not be given another.

Appealing as this argument may be, however, the Federal Circuit should not be able to grant
summary judgment sua sponte where the trial court could not. Because the Federal Circuit cannot
to give meaningful notice to the movant, its sua sponte grant of summary judgment will strike the
movant as at least unfair and possibly as adenial of due process.” The availability of that
outcome will spur disappointed nonmovants to appeal, seeking the grant of a summary judgment
for which they never asked. As aresult, appeals will increase while confidence in the court

decreases.
1. Exxon v. Lubrizol: the Federal Circuit Succumbs to a Double Temptation
The damage of appellate fact-finding increases as the Federal Circuit, appearing increasingly

comfortable with its de facto role as the final arbiter of patent law and procedure, becomes more
willing to adopt claim constructions that were not advocated by the parties or adopted by the trial



court. An example of thisform of judicial hyperactivity is Exxon Chemical Patentsv. Lubrizol
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Corp.,” where the Federal Circuit rejected thetrial court’sinterpretation of the patent claims, as
well as those of both parties.” Accordingly, the Federal Circuit vacated the trial court’s judgment
in favor of the patentee. The court went on to state that “[w]hen we determine on appeal, asa
matter of law, that atrial judge has misinterpreted a patent claim, we independently construe the
claim to determine its correct meaning, and then determine if the facts presented at trial can

support the appealed judgment.”™

The Federal Circuit explained that if the facts presented at trial cannot support the judgment
under the Federal Circuit’s claim construction, “we reverse the judgment below without remand
for asecond trial on the correct law.”™ That is what the court did, relying on Boyle v. United
Technologies Corp.,” a case in which the Supreme Court held that a circuit court could reverse
without remand if the evidence presented at trial would not support the jury verdict for the
plaintiff under the properly formulated defense.™ The Boyle Court considered it irrelevant that the
defendant had not objected to a jury instruction that supported the verdict and that the circuit
court had adopted the formulation of the defense for the first time in that very case.™ The Court
remanded to ensure that the circuit court had not improperly assessed on its own whether the
defense had been established but had properly decided that no reasonable jury could, under the
properly formulated defense and the facts presented, have found for the plaintiff.” The Boyle

holding, therefore, supports the Federal Circuit’s reversal without remand in Exxon.

The troubling aspect of the Federal Circuit’s opinion is the threshold determination to adopt a
claim construction advanced by neither of the parties at trial.”™ As the dissent in Exxon argued, “
[b]y advocating a different interpretation of the claim sua sponte, the majority required Exxon to
litigate during trial not only its opponent’ s position but also the unknowable position of the
appellate court.”™ Consequently, argued the dissent, the defendant won on a claim interpretation
that it could never have raised on appeal because that interpretation was not argued in the motions
for judgment as a matter of law.™ Further, by applying its own interpretation to the facts, the
Federal Circuit intruded on the role of the jury. As one commentator suggests, “[I]f the [Federal
Circuit] persistsin applying its own interpretation of the claims to the facts without a new trial,

there truly is no remaining purpose for ajury in this process.”™

Of course, the extent to which the Exxon court’s claim construction differed from those of the
parties was the subject of disagreement, with the panel majority asserting that its interpretation
was “but a dight variance from that urged” by one of the parties.” The further the position
adopted by the Federal Circuit from those advanced by the parties at trial, the more incongruous
reversal without remand seems.™ The more willing the Federal Circuit isto hold that no
reasonable jury could find facts to support the Federal Circuit’s claim construction—without ever
giving ajury (reasonable or not) a chance to do so—the more the court appears to assume the

jury’sfact-finding role. Indeed, some Federal Circuit opinions read almost like trial court



opinions, weighing conflicting evidence as if the court were a* super-juror,” with only anod to
the standard that no reasonable jury could find one way or the other.™

The Federal Circuit’ s temptation to resolve cases instead of sending them back to the trial court
for factual findings is understandable. Resolution by the appellate court avoids “ unnecessary
remand, for the perfunctory task of making fact-findings that are clear on the record.””
Otherwise, “protracted litigation and unnecessary delay and expense would occur.” ™

Although judicial economy is both alaudable goal and a powerful argument, appellate fact-
finding will lead to more protracted litigation, not less. If the Federal Circuit were freeto find its
own facts in considering arguments not raised or resolved below, the appellant would be
encouraged to “shotgun” its appea—that is, to raise as many issues as it possibly can in the space
allowed, hoping that at least one will appeal to a hyperactivist panel. Encouraging this
“scattershot” approach would reward belated legal creativity at the expense of the appellee,
whose job should be nothing more than defending the decision reached below. Opening the door
to new arguments on appeal ensures that neither party would be able to predict the facts,
arguments or issues that would form the basis for the appellate court’ s decision. Inevitably, this
uncertainty would result in an increase in appeals, an effect directly opposite to the judicial
economy that motivates Federal Circuit fact-finding.”

1. The Expanding Role of the Federal Circuit

Aswe have shown, the Federal Circuit is exhibiting symptoms of judicial hyperactivity.
Nevertheless, it would be unfair (and incorrect) to suggest that the Federal Circuit aloneis
responsible for itsjudicial hyperactivity, or that every case in which the court’ sjurisdictionis
expanded necessarily presents a case of judicial hyperactivity.

Part of the responsibility rests on the Supreme Court. For example, by confirming that claim
construction is an issue of law for the court to decide, the Supreme Court’ s ruling in Markman v.
Westview Instruments™ plainly hastened the Federal Circuit’s move toward greater involvement
as an appellate tribunal in the sorts of de novo review that have tempted the court to take on the
role of advocate. In the first year or so after the Markman decision, it appeared that the Federal
Circuit was reversing and remanding to the lower courts over athird of the claim constructionsit
reviewed.” While some observers have attributed this high rate of reversals to district court
judges’ unfamiliarity with complex technical issues and their apparent unwillingness to properly

construe patent claims,” others have criticized the Federal Circuit’s close review under the de
novo standard as a “ constitutionally troubling” effort to limit the role of juriesin patent cases.”

To be sure, “[c]haracterization of an issue of law application as fact or law for purposes of
identifying aformalized standard of review depends on the perceived need for review, not on the
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actual status of theissue.”™ In other words:

findings of fact may be defined as the class of decisions we choose to leave to the trier of fact
subject only to limited review, while conclusions of law are the class of decisions which
reviewers chose [sic] to make for themsel ves without deference to the judgment of the trial
forum.”

Because the Federal Circuit’s labeling of issues as fact or law is the exercise of its appellate
judicia power, albeit in away that some would criticize, these decisions do not raise concerns of
judicia hyperactivity unless the Federal Circuit declares something a question of fact, then
resolves the factual dispute instead of remanding for fact-finding below. Judicial expansion
involving only the labeling of issuesis therefore beyond the scope of this article.

Also beyond the scope of this article is the extent of review of fact-finding that the court engages
in under the Rule 52(a) clearly erroneous standard of review,” which by its nature is subject to
adaptation “to the shifting needs of different cases, different laws, and different times.”™ We
pause only to note that the Federal Circuit’s expertise in patent law weighs heavily on the level of
review of factual findings under Rule 52(a). We are certainly not the first to recognize that “[d]
ifferent kinds of fact-finding choices give rise to more or less penetrating review according to the
relative capacities of district courts and appellate courts in many dimensions.”™ It is beyond
dispute that the judges of the Federal Circuit often can bring to bear special technical expertise
that makes their review of factual findings “more’ rather than “less penetrating.” Indeed, the
notion that Rule 52(a) actually forces appellate courts to defer to the district court’s fact-finding,
or that the Seventh Amendment forces appellate courts to defer to jury fact-findings, may be

considerably inflated.”

Moreover, while we might agree with those who have seen a creeping tendency in Federal Circuit
cases to expand the scope of the court’ s substantive and procedural jurisdiction,™ that too is not
the sort of activism that fits neatly within the rubric of cases we have discussed here. The precise
contours of the substantive and procedural laws to be applied by the court will depend upon the
circuit out of which the appeal arises, and the line between issues that “arise under the patent
laws’ and those that do not can be hard to administer.” This urge to expand the scope of subject
matter areas to which the court applies its own law, rather than regional law, is not an example of
judicial hyperactivity as we perceive it. Formal reallocation of the decision-making authority
from the regional circuit courts to the Federal Circuit, although of concern to many, is more akin

to traditional judicial activism.
1. Conclusion

The United States Court of Appeals for the Federal Circuit is an intermediate appellate court, not
atrial court or an administrative agency. It has no business conducting patent searches or



otherwise examining patent applications. Its judges are not appointed to create new arguments
raised by neither of the partiesin order to justify reversing alower court or an administrative
agency. It isnot the Federal Circuit’sjob to find facts. To the extent it engages in these activities,
the Federal Circuit dramatically reduces certainty and predictability in patent appeals.” Thisin
turn will cause the number of appeals to continue to increase as disappointed litigants are
encouraged to roll the dice™ in hope that the Federal Circuit will conduct its own patent search or
examine the patent application afresh, think up some new arguments that had not occurred to

counsel, or find facts not found by the lower tribunal.

In connection with its patent jurisprudence, the Federal Circuit is—most deservedly—a highly
respected court, performing adifficult task in avery important arena of the law. The unique and
specialized jurisdiction and expertise of the Federal Circuit, however, may be one of the factors
contributing to the court’ s hyperactivist tendencies. Other contributing factors may include the
public interest in claim construction and the desire for judicial economy. Understandable though
the temptation in particular cases may be, fact-finding, creating new records on appeal, and
raising new arguments increase unpredictability and uncertainty, erode confidence in the courts,
and ultimately encourage more unmeritorious appeals. It isfor this reason that the Federal
Circuit, like any other appellate court, should strive to confine its decision-making procedures to
those traditionally associated with an appellate court, and leave patent searching, innovative
advocacy and fact-finding to others.
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