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I. INTRODUCTION

Facebook’s motion presents the purely legal question of whether claims 1, 21 and 23 of 

the ’761 patent (hereafter “the system claims”)1 improperly claim both a system and a method 

step involving its use, rendering them invalid under IPXL Holdings, L.L.C. v. Amazon.com, Inc., 

430 F.3d 1377 (Fed. Cir. 2005) (“IPXL”).  There is no genuine issue of material fact that could 

preclude summary judgment because the only “fact” material to this motion is the undisputed 

language of these claims, all of which recite a system and a method step in which the user 

“accesses” or “employs” the data in a second context or user workspace.  Because these claims 

cover both a system and a method step involving its use, they are impermissible hybrid claims.

II. ARGUMENT

A. Leader’s “Engine” Analogy Supports the Invalidity of the Claims

Leader’s primary argument is that the method step in the system claims is merely “a 

functional limitation” that describes a “capability” of the claimed system.  Leader attempts to 

supports this argument by comparing the system claims to an imaginary claim directed to “an 

engine that starts when a user turns a key.”  D.I. 652 at 2.  “It does not matter,” Leader claims, 

“whether a user actually turns the key, infringement is found as long as the engine is designed in 

such a way that it starts when a key is turned.”  Id.  This analogy fails under scrutiny.  The 

asserted system claims plainly and affirmatively recite an act the user performs – not merely how 

the claimed system would respond “when” that step is performed.  Using Leader’s engine 

example, a hypothetical claim that provides a closer analogy for the system claims would read: 

“an engine, wherein the user turns a key to start the engine.”  Such a claim would fail under 

IPXL because it improperly claims both an apparatus (an engine) and the affirmative step in 

                                                
1  Claims 1 and 23 of the ’761 patent are apparatus claims that cover a system “that facilitates 
management of data.”  Claim 21 covers a computer-readable medium for storing executable 
instructions for a method of managing data.  Because the legal indefiniteness issues as to claims 
1, 21 and 23 are identical, for ease of reference and consistency, references to “the system 
claims” in this reply brief are intended to refer collectively to claims 1, 21 and 23.
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which the user turns a key to start it.  The system claims of the ’761 patent are, in this respect, no 

different because they cover both (1) a system for facilitating management of data and (2) the use 

of that system through the user-performed act of accessing or employing the data from the 

second context or user workspace.  The Court should therefore declare the asserted system 

claims, and all asserted claims that depend from them, indefinite and therefore invalid.

B. The Method Step In The System Claims Is Not A “Functional Limitation”

Leader describes a functional limitation as “an attempt to define something by what it 

does rather than by what it is,” D.I. 652 at 10 (quoting Ricoh Co. v. Katun Corp., 486 F. Supp. 2d 

395, 402 (D.N.J. 2007)), but the method step in the system claims is not a functional limitation 

under this definition.  The method step neither defines what the claimed system “is” nor “what it 

does.”  It instead describes the performance of an actual step in which “the user accesses” or “the 

user employs” data from the second context or user workspace.  

The cases cited in Leader’s opposition all involve claim language that recites a capability 

or function of a claimed apparatus.  The rationale behind these cases is that a limitation merely 

stating a capability or function does not require any step to be actually performed, and therefore, 

does not run afoul of IPXL.  See, e.g., Microprocessor Enhancement Corp. v. Texas Instruments 

Inc., 520 F.3d 1367, 1375 (Fed. Cir. 2008).  This reasoning might have been relevant if the 

asserted claims were drafted to recite a system “wherein the user can access the data from the 

second context,” but they were not.  These system claims plainly require a separate act in which 

the user “accesses” or “employs” data.  The use of active, present tense verbs clearly identifies 

an action that the user performs, not an action to which the system is capable of responding.

Leader’s contention that the method step is “a functional limitation” is also inconsistent 

with the prosecution history.  Claim 21 recites a computer-readable medium with instructions for 

“dynamically associating the data and the application . . . such that the user employs the 

application and data.”  That claim limitation originally said, “such that the user can employ the 
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application and data,” but Leader struck “can employ” during prosecution and replaced it with 

“employs,” explaining that its amendments were made “to more clearly recite the invention.”  

Declaration of Mark R. Weinstein (“Weinstein Decl.”) Ex. A at 9 (showing amendments to claim 

40, issuing as claim 21); id. at 12.  This amendment not only demonstrates that Leader knew how 

to draft a functional claim limitation, but chose to abandon it in favor of claim language 

requiring actual action by the user.2

Claim 22 (which Leader did not assert) provides further evidence that the lack of 

functional language in the system claims was a deliberate choice by Leader.  Claim 22 recites “a 

system that facilitates management of data” with means-plus-function elements that mirror the 

functions in claims 1, 21 and 23.  But claim 22 concludes with the step of updating the metadata 

“such that the user can employ the application and data from the second user workspace,” which 

stands in contrast the to the asserted system claims that say that “the user accesses” or “the user 

employs” the data or the application.  These differences confirm that had Leader intended to 

merely claim a system for giving the user the capability to access or employ the data from a 

second context or workspace, it certainly knew how to do so.  

C. Leader’s Attempt to Treat “Wherein” As “When” Fails – Again

Leader’s contention that the method step in the system claims is merely functional rests 

on the now-familiar argument that it abandoned at trial – that the word “wherein” means “when.”  

In at least ten places in its opposition brief discussing the language of the system claims, Leader 

conspicuously substitutes “wherein” with “when.”  See, e.g., D.I. 652 at 2 (“An infringing 

tracking component is one that is built with this functionality, i.e., the ability to dynamically 

                                                
2   Another example also appears in claim 21 within the claim element immediately following the 
“user employs” method step.  That element, “indexing the data created in the user workspace 
such that a plurality of different users can access the data via the metadata,” was added in the 
very same amendment in which Leader changed “the user can employ” to “the user employs.”  
Weinstein Decl. Ex. A at 9.  The addition of functional language to claim 21, immediately after 
an explicit method step, provides further evidence that the method step is not a “functional 
limitation” as Leader contends.
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update metadata when a user accesses data from a second context.”).3  Leader does not articulate 

any rationale for these repeated substitutions, nor can it.

“Wherein” does not mean “when.”  The Court construed “wherein” to mean “in which.”  

D.I. 601, Jury Instruction 3.4, at 24.  As the Court will recall, Facebook urged the Court to 

construe “wherein” because Leader had improperly argued throughout trial that “wherein” meant 

“when.”  D.I. 596 at 4-6; see also Weinstein Decl. Ex. B at 1613:24-1618:12.  Facebook argued 

that “wherein” should be construed as “in which,” and should specifically exclude “when” to 

preclude Leader from continuing to make that improper argument.  Id.  The Court specifically 

asked Leader: “is it enough for me to construe wherein as in which and not go the extra mile and 

say not when?”  Id. at 1634:22-1635:2.  Leader’s counsel represented to the Court that such a 

clarification was unnecessary, and reassured the Court that:  “I’m not going to argue when.  I’m 

arguing which.  That’s been our position throughout this entire case.  It is in which.”  Id. at 

1635:24-1636:3 (emphasis added).  Despite this unequivocal representation, Leader is again 

arguing that “wherein” means “when.”  Leader’s attempt to rewrite its claims to say something 

they do not should be rejected – again.  See Helmsderfer v. Bobrick Washroom Equip., Inc., 527 

                                                
3   See also Leader’s Opposition, D.I. 652 at 2 (“[T]he tracking component of the ‘761 Patent is 
one that dynamically updates metadata when a user accesses data from a second context.”); id. at 
3 (“The tracking component tracks a user as they move between contexts and dynamically 
updates the metadata when a user accesses data from a different context.”); id. at 9 (“In other 
words, the tracking component of Claim 1 has the capability of updating the metadata when a 
user accesses data from a second context with information about the second context.”); id. (claim 
23 “requires the capability of storing change information as part of the metadata when a user 
accesses data from another workspace.”); id. at 13 (“Instead, as written, these claims provide 
functional language that describe two particular types of tracking components, one that 
dynamically updates metadata when a user accesses data from a second context and the other 
which dynamically stores change information when a user accesses data from a second user 
workspace.”); id. (“Claim 21 describes a computer program that dynamically associates data 
when a user employs data from a second workspace.”); id. at 15 (“the claims of the ’761 Patent 
describe ‘the capability of the [tracking component],’ i.e., the ability to dynamically update 
metadata when a user accesses data from a second context.”); id. at 19 (“Facebook makes a 
system that contains a context component that captures context information and stores the 
context information in metadata and a tracking component that tracks users and dynamically 
updates the metadata when a user accesses data from a second context.”) (emphasis added).
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F.3d 1379, 1383 (Fed. Cir. 2008) (“Courts cannot rewrite claim language.”); Rembrandt Data 

Techs., LP v. AOL, LLC, 673 F. Supp. 2d 420, 426 (E.D. Va. 2009) (“Courts must construe the 

claim as written, not as the patentees wish they had written it.”) (quotations omitted).

But even if Leader were entitled to ignore the plain language of the system claims and the 

Court’s claim construction ruling, the intrinsic evidence plainly demonstrates that “wherein” and 

“when” have different meanings.  Claim 24, for example, depends from claim 23 and reads: “The 

system of claim 23, wherein the tracking component automatically creates the metadata when

the user accesses the first user workspace.”  This claim plainly uses “wherein” as “in which,” a 

grammatical connector between the preamble of claim 24 and the additional limitation that 

follows.  The claim continues by using the phrase, “when the user accesses,” which is the exact 

meaning Leader attributes – incorrectly – to the “wherein” clause in claim 23.  This claim 

language unambiguously demonstrates that Leader knew the differences between “wherein” and 

“when,” and intentionally used them separately to convey different meanings. 

The fact that the “wherein” clause adds a method step and is not merely functional 

language is supported by the fact that the claim in IPXL was found invalid despite the fact that 

the offending language was part of a wherein clause.  430 F.3d at 1384 (“The system . . . 

wherein . . . the user uses the input means . . .”); see also D.I. 384, Ex. A, ’761 patent, claim 1 

(“A computer-implemented system . . . wherein the user accesses the data . . .”).  In each case, a 

“wherein” clause in a system claim requires the user to perform an affirmative act, resulting in a 

mixture of statutory classes that fails under IPXL.  See Ariba, Inc. v. Emptoris, Inc., Civ. A. No. 

9:07-CV-90, 2008 WL 3482521, at *7-8 (E.D. Tex. Aug. 7, 2008) (providing another example of 

a system claim invalidated under IPXL where the offending method step was in a “wherein” 

clause).  

D. Leader’s Distortion of the Prosecution History Is Without Merit

Leader also argues that Facebook’s motion should be denied because “it was the 
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Examiner who wrote the disputed claim language,” D.I. 652 at 8, but this contention is irrelevant 

and factually incorrect.  As explained above, the method step in claim 21 (“the user employs the 

application and data”) was drafted solely by Leader in an amendment to its claims many months 

before the Examiner’s Amendment.  The Examiner’s Amendment adopted this preexisting 

language when it added a substantially similar limitation to claims 1 and 23.  There is no 

evidence to support Leader’s speculation that the method step in claims 1 and 23 was drafted or 

even suggested by the Examiner.  

The amendments that resulted in the “wherein” clauses in claims 1 and 23 were discussed 

during an interview between Leader’s representative and the Examiner that took place two weeks 

before the Notice of Allowability.  See Weinstein Decl. Ex. C (“Applicant and Examiner 

discussed amending [the pending claims] to overcome the prior art by an Examiner’s 

Amendment (attached)”).  This interview came after “multiple interviews” between Leader and 

the patent examiner earlier in 2006, and the prosecution history contains no record of the 

substance of those interviews.  See id. Ex. D at 10 (thanking patent examiner for the “courtesies 

extended during multiple interviews regarding prosecution of the subject application.”).   There 

is nothing in the prosecution record to indicate who originally suggested the method step in 

claims 1 and 23 – but considering that claim 21 already included substantially the same method 

step, the more plausible explanation is that existing language was simply adapted to make claims 

1 and 23 consistent with claim 21.

In any event, Leader’s attempt to shift the blame to the Examiner for the offending claim 

language is legally irrelevant.  Leader does not claim that the Examiner’s Amendment or 

anything in the prosecution history relating to it sheds light on the meaning of the method step in 

the system claims.  The only relevant question here is whether the asserted system claims include 

a method step, not how that step came into existence.  See Rembrandt, 673 F. Supp. 2d at 426-27 

(invalidating apparatus claim under IPXL notwithstanding that all parties agreed that the method 
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step was the result of a drafting error).  

Finally, Leader’s suggestion that the asserted system claims are not invalid because the 

patent examiner allowed them is similarly unavailing.  See D.I. 652 at 7-8.  The same can be said 

of any claim that is challenged on the grounds of indefiniteness in court – every claim found 

indefinite by a district court was necessarily a claim previously allowed by a patent examiner.  

The apparatus claim invalidated in IPXL, for example, was obviously found patentable by an 

examiner, as it resulted in the infringement suit that produced the Federal Circuit’s opinion.  In 

the present case, the fact that the patent examiner allowed the system claims has no bearing on 

whether those claims are indefinite under 35 U.S.C. § 112 ¶ 2 and IPXL.  There is no evidence 

that the examiner ever considered the indefiniteness issue presented in this motion.

E. Leader’s Attempt to Distinguish IPXL Is Unavailing

Leader next argues that IPXL is distinguishable because its holding “is limited to a user 

using components of a system.”  D.I. 652 at 14.  Leader reasons that the asserted system claims 

do not implicate IPXL because they do not use the words, “the user uses the network-based 

system” or “the user uses the computer-implemented system.”  D.I. 652 at 13.  Leader’s attempt 

to limit or distinguish IPXL fails for two reasons.  

First, the IPXL decision establishes the broader proposition that a single claim reciting 

“the combination of two separate statutory classes of invention,” e.g., an apparatus claim that 

includes a method step, is invalid.  430 F.3d at 1384 (citing Ex parte Lyell, 17 U.S.P.Q.2d 1548, 

1550 (1990)).  Any claim that results in such a combination is invalid no matter the specific 

language the patentee used to express it.  A system claim containing a method step is invalid 

under IPXL regardless of whether the offending method step recites what Leader calls “a user 

using components of a system” D.I. 652 at 14, or a user using the system as a whole.  In fact, 

IPXL does not even require that the method step involve user action at all – a method step 

performed by the system itself, requiring no user involvement, invalidates a system claim.  See, 
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e.g., Rembrandt, 673 F. Supp. 2d at 426-27 (invalidating apparatus claim under IPXL Holdings

because of method step performed by the claimed data transmitting device); HTC Corp. v. 

IPCom GMBH & Co., KG, Civ. A. No. 08-1897 (RMC), ___ F. Supp. 2d ____, 2010 WL 

3338536, at *25-26 (D.D.C. Aug. 25, 2010) (invalidating claim under IPXL Holdings because 

“[t]he claim describes the apparatus as actually performing the method steps; it does not merely 

define the apparatus as a structure has certain means enabling it to perform certain steps.”).  

There is no support for Leader’s contention that IPXL is “limited to a user using components of a 

system,” or for Leader’s attempt to limit it to claims employing certain magic words.

Second, even if Leader’s restrictive interpretation had merit, IPXL would still apply to the 

asserted system claims.  This is because the “user” recited in those claims is obviously a user of 

the claimed system that “facilitates the management of data.”  When a system user “accesses” or 

“employs” the data from the system’s second context or user workspace, that user is 

unquestionably using the claimed system in performing that act.

F. Leader’s “Evidence” Of Definiteness Raises No Issue of Material Fact

Leader also argues that claims 1, 21 and 23 are not indefinite because these claims, 

according to Leader, can be understood by those of skill in the art.  Leader points to the fact that 

Facebook’s invalidity expert, Dr. Saul Greenberg, “was able to prepare an invalidity expert 

report applying several pieces of prior art to the claims.”  D.I. 652 at 11.  This argument misses 

the point.  The asserted system claims are indefinite because there is a fundamental flaw in the 

structure of the claims and irreconcilable confusion as to what they cover – not because 

individual words or phrases are unclear in isolation.  Because these claims merge apparatus 

components and method steps, a competitor cannot determine if those claims are infringed by the 

mere manufacture, use or sale of the claimed system, or only if a user actually accesses or 

employs the data from the second context or user workspace.  No expert offered an opinion on 

this issue during expert discovery, nor would such an opinion have served any purpose – the 
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applicability of IPXL presents a purely legal question of claim interpretation for which expert 

testimony would not be helpful.  And that legal question is entirely separate from (and irrelevant 

to) the prior art invalidity issues that Dr. Greenberg and Leader’s invalidity expert testified about 

at trial because it has no bearing on whether the claim elements can be mapped to the prior art.4

Leader’s related complaint that Facebook’s motion does not provide sufficient evidence 

or argument on indefiniteness likewise fails.  Leader does not suggest what additional evidence 

or argument Facebook could have presented, nor could it.  For example, the motion for summary 

judgment filed by Amazon.com in the IPXL case that resulted in the Federal Circuit’s opinion 

devoted only two pages to the indefiniteness issue and relied on nothing beyond the language of 

the claim.  See Weinstein Decl. Ex. E at 37-38.  That motion was sufficient to result in the grant 

of summary judgment by the district court, affirmed by the Federal Circuit, so there is no basis 

for Leader to claim that Facebook has not met its burden under Fed. R. Civ. P. 56 through the 

more extensive motion filed with this Court.  

G. Leader’s “Waiver” Arguments Are Without Merit

Finally, Leader argues that Facebook “waived” its indefiniteness arguments by offering 

proposed constructions for terms in the ’761 patent.  Leader complains that because Facebook 

                                                
4   Leader filed a declaration from its invalidity expert, Dr. Herbsleb, containing previously-
undisclosed opinions relating to indefiniteness.  See D.I. 653, ¶¶ 3-6.  Dr. Herbsleb never 
provided an opinion on indefiniteness in his expert report.  See Weinstein Decl. Ex. F.  His new 
declaration should therefore be stricken as a violation of the Court’s scheduling order and the 
expert disclosure requirements of Fed. R. Civ. P. 26(a)(2).  Even if considered, however, Dr. 
Herbsleb’s declaration would raise no genuine issue of material fact for two reasons.  First, the 
indefiniteness question presented by this motion is a pure question of claim construction, i.e., 
whether the system claims require the performance of a method step.  Nothing in Dr. Herbsleb’s 
declaration can change the claim language.  Second, Dr. Herbsleb’s declaration does not address 
whether the system claims include a method step.  The declaration merely includes the naked 
conclusion that Dr. Herbsleb was “able to determine that a person of ordinary skill in the art 
would be able to understand the scope and bounds of the claims of the ‘761 Patent.”  D.I. 653, ¶ 
3.  This conclusory assertion raises no genuine issue of material fact to prevent summary 
judgment.  See Sitrick v. Dreamworks, LLC, 516 F.3d 993, 1001 (Fed. Cir. 2008) (“Conclusory 
expert assertions cannot raise triable issues of material fact on summary judgment.”).
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offered constructions for “wherein” and the phrases “accesses the data” and “employs the 

application and data,” Facebook “cannot now argue the terms are insolubly ambiguous and 

incapable of being understood by one of skill in the art.”  D.I. 652 at 19.  Leader’s position is 

without legal basis.  See, e.g., Harrah’s Entm’t, Inc. v. Station Casinos, Inc., 321 F. Supp. 2d 

1173, 1176 (D. Nev. 2004) (defendant’s submission of proposed construction for claim terms did 

not waive argument that that those terms were indefinite).  

Leader’s waiver arguments fundamentally misunderstand the nature of the indefiniteness 

issue in this motion.  Facebook is not arguing that individual terms or phrases in the method 

steps are “insolubly ambiguous” when viewed in isolation.  Rather, as the Federal Circuit made 

clear in IPXL, the fatal lack of clarity in claims of this kind is created by their impermissible 

mixing of system and method limitations, which renders them indefinite.  403 F.3d at 1384.  The 

fact that Facebook offered constructions for some of those terms and phrases has nothing to do 

with whether they render the system claims “hybrid” claims invalid under IPXL.

III. CONCLUSION

For the reasons stated above, Facebook respectfully requests that the Court grant 

summary judgment of invalidity as to claims 1, 4, 7, 21, 23, 25, 31 and 32 of the ’761 patent.

Dated: September 30, 2010
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IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELAWARE 

LEADER TECHNOLOGIES, INC., a 
Delaware corporation, 

Plaintiff-Counterdefendant, 

v. 

F ACEBOOK, INC., a Delaware corporation, 

Defendant -Counterclaimant. 

Civil Action No. 08-862-JJF/LPS 

DECLARATION OF MARK R. WEINSTEIN IN SUPPORT OF REPLY 
MEMORANDUM IN SUPPORT OF FACEBOOK, INC.'S 

MOTION FOR SUMMARY JUDGMENT OF INVALIDITY OF 
CLAIMS 1,4, 7, 21, 23, 25,31 AND 32 OF U.S. PATENT NO. 7,139,761 

I, Mark R. Weinstein, declare: 

1. I am an attorney with Cooley LLP, of counsel in this action for defendant 

Facebook, Inc. ("Facebook"). I Inake this declaration in support of the Reply Memorandum in 

Support of Facebook, Inc.'s Motion for Summary Judgment of Invalidity of Clailns 1, 4, 7, 21, 

23,25,31 and 32 of U.S. Patent No. 7,139,761. 

2. Attached hereto as Exhibit A is a true and correct copy of a document entitled 

"Reply to Office Action Dated June 3, 2005," which states on its face that it was filed with the 

U.S. Patent and Trademark Office ("PTO") on November 3, 2005. 

3. Attached hereto as Exhibit B is a true and correct copy of excerpts of the 

transcript of proceedings before this Court on July 2010. 

4. Attached hereto as Exhibit C is a true and correct copy of a doculnent entitled 

"Interview Summary" reflecting the summary of an interview of August 15, 2006, filed with the 

PTO on August 30, 2006. 
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5. Attached as Exhibit D is a true and correct copy of the June 21 

"Supplemental Reply to a Reply to the Final Office Action Dated January 5, 2006 That 

Accompanied the RCE," which was filed with the PTO on June 21, 2006. 

6. Attached hereto as Exhibit E is a true and correct copy of the "MemorandUln in 

Support of Defendant Amazon.com, Inc.' s Motion for Summary Judgment of Nonlnfringement 

and Invalidity," filed on June 2004 in IPXL Holdings, LLC v. Amazon. com, Inc., No. 

CV -04-70 (LMB), United States District Court for the Eastern District of Virginia. 

7. Attached hereto as Exhibit F is are true and correct copies of the Disclosure of 

Expert Testimony for JaInes Herbsleb, Ph.D. pursuant to Fed. R. Civ. P. 26(a)(2), dated April 8, 

2010, and Disclosure of Expert Testimony for James Herbsleb, Ph.D. pursuant to Fed. R. Civ. P. 

26(a)(2), dated April 2010, which was served by Leader in this action. 

I declare under penalty of perjury that the foregoing is true and correct. Executed on 

September 30, 2010 in Palo Alto, California. 

Mark R. Weinstein 
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AMENDMENTS TO THE SPECIFICATION 

(I) Please change the CROSS-REFERENCE TO RELATED 

APPLICATIONS statement according to following amendments: 

LEADPI02USA 

CROSS-REFERENCE TO RELATED APPLICATIONS 

This application claims the benefit of priority lifIder 3S U.S.C. § 119(e) from U.S. 

Provisional Patent application Serial No. 60/432,255 entitled "METHOD FOR 

DYNAMIC ASSOCIATION OF ELECTRONICALLY STORED INFORMATION 

WITH ITERATIVE WORKFLOW CHANGES", filed December II, 2002; and is related 

to co-pending U.S. Patent Application Serial Ser. No. rr 11 (Atty OJ,t . No. 

U iADP WIUSA) 101731,906 entitled "CONTEXT INSTANTIA TED APPLICATION 

PROTOCOL" filed on December 10, 2003. 
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AMENDMENTS TO THE CLAIMS 

This listing of claims will replace all prior versions and listings of claims in the 

application: 

I. (Currently Amended) A computer-implemented system that facilitates the 

management of data, comprising a unified computer-implemented horizontal data 

management tool for at least many-te-many ~ functionality, the tool facilitating data 

communications, data organization. data processing, and data storage. the data 

management tool facilitates collaboration among a plurality of users across a plurality of 

projects. and dynamically assigns at least one communications tool to at least one of the 

plurality of projects. 

2. (Original) The system of claim 1, the data management system structures data 

according to a user who generated the data. 

3. (Currently Amended) The system of claim 1, the data management system 

structures data according to!! [(the]] context in which the data ~ [[was]] generated. 

4. (Currently Amended) The system of claim I , the data management tool 

provides links to enterprise leadership priorities. 

5. (Currently Amended) The system of claim I , the data management tool 

performs communications tasks concurrently SI;I9SlaAlially siFfll;lit8fleol;lsl)' with 

reminding a user of associated work priorities. 

6. (Currently Amended) The system of claim 1, the data management tool 

automatically stores contextual information relating to an item of communication and 

utilizes the [[that]] contextual information in performance of communication tasks, 

3 
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7. (Currently Amended) The system of claim I, the data management tool 

integrates three [[two]] or more different applications into a common application 

environment, the different applications comprising telephony, unified messaging, 

decision support, document management, portals, chat, collaboration. search, vote, 

relationship management, calendar, personal information management, profiling, 

directory management, executive information systems, dashboards, cockpits, tasking, 

meeting and, web and video conferencing. 

8. (Currently Amended) The system of claim I, the data management tool 

provides a structure that defines relationships between and among complex collections of 

data. 

9. (Currently Amended) The system of claim 1, the data management tool 

automates workflow between and among multiple entities. 

10. (Currently Amended) The system of claim I, the data management tool 

facilitates data storage using at least one of relational and object storage methodologies. 

II . (Canceled) 

12. (Currently Amended) The system of claim 1 [[II]] , the at least one 

communications tool includes one or more of e-mai l, voicemail, fax , teleconferencing, 

instant message, chat, contacts, calendar, task, notes, news, ideas, vote, web and video 

conferencing, and document sharing. 

13. (Currently Amended) The system of claim I, the data management tool 

includes a plurality of applications, wherein at least one of the plurality of applications 

includes file storage pointers that are dynamic, and associated initially with a board 

within which the at least one application is launched. 

4 
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14. (Currently Amended) The system afclaim 13, the file BeeHI storage 

pointers of the board can be acted upon from another board by the least one of the 

plwality of applications SB:ffie apf'liealioFi. 

15. (Original) A computer employing the system of claim 1. 

16. (Currently Amended) A COffiputer reaEiaBle computer-readable medium 

having stored thereon compt:tter eKeeutable computer-executable instructions for carrying 

out the system of claim 1. 

17. (Currently Amended) The system of claim I, the data management tool 

facilitates an encrypted environment wherein at least one of the data communications and 

the data storage is encrypted. 

18. (Currently Amended) A computer-implemented system that facilitates 

[[the]] management of data, comprising: 

a computer-implemented context component that captures context 

information associated with a user-defined topic of a user in a first context; and 

a computer-implemented tracking component that tracks a change of the 

user from the first context to a second context, and automatically associates at least a 

portion of the context information with the second context. 

19. (Currently Amended) The system of claim 18, the context component is 

associated with a board that is a collection of data and application functionality related to 

[[all the user-defined topic. 

20. (Original) The system of claim 18, the context component is associated with a 

web that is a collection of interrelated boards, the web maintains the location of data of 

the respective boards when one or more of the interrelated boards are moved into a 

different board interrelationship, whether within the web or to another web. 

5 
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21. (Original) The system of claim 18, the context information includes a 

relationship between a user and at least one of an application, application data, and user 

environment. 

22. (Original) The system of claim 18, the context component captures context 

information of the first context and context information related to one or more other 

contexts. 

23. (Original) The system of claim 22, the context information of the one or more 

other contexts is at least one of stipulated by the user, and suggested automatically by the 

system based upon various search and association criteria set by the user. 

24. (Original) The system of claim 18, wherein data created in the first context 

can be associated with data created in the second context. 

25. (Original) The system of claim 18, the context information is tagged to data 

when the data is created. 

26. (Currently Amended) A computer-implemented method of facilitating 

data management, comprising computer-executable acts of: 

creating data within a user environment of a computing platform using an 

application, the data in the form of at least files and documents; aREl 

automatically associating with [[to]] a user of the user environment, 

information related to the data, the application and the user environment ([.]]~ 

tracking movement of the user from the user environment of the 

computing platform to a second user environment of the computing platform; and 

associating at least one of the data and the application with the second user 

environment such that the user employs can employ the at least one of the application and 

data from the second environment. 

27. (Canceled) 

6 
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28. (Original) The method of claim 26, further comprising capturing context 

information of the user. 

29. (Original) The method of claim 26, further comprising indexing content of 

the environment such that a plurality of users can access the content from a plurality of 

user environments. 

30. (Canceled) 

31. (Original) The method of claim 26, the least one of the data and the 

application is associated automatically with the second user environment. 

32. (Currently Amended) The method of claim 26, further comprising 

accessing the user environment and the second user environment using a browser. 

33. (Original) The method of claim 26, further comprising communicating with 

the user environment using a TeP/IP communication protocol. 

34. (Original) The method of claim 26, further comprising locating the user 

environment from a remote location using a URL address. 

35. (Original) The method of claim 26. further comprising accessing the user 

environment via a portable wireless device. 

7 
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36. (Currently Amended) A computer.irnplemented method of facilitating 

data management, comprising computer-executable acts of: 

providing a plurality of user environments; 

ordering two or more of the user environments in a number of different 

collections of the user environments; 

providing a plurality of applications that [[to]] generate and process data 

in the user environments, the data of a user environment is associated with the user 

[[that]] environment; and 

traversing the collections of the user environments with one or more of the 

applications to locate the data associated therewith. 

37. (Original) The method of claim 36, the step of traversing is performed using a 

websJice that includes traversal infonnation for locating the data associated with a given 

user environment. 

38. (Original) The method of claim 37, the traversal information includes at least 

a collection ID, a user environment 10, and a routing path to the location of the 

environment data. 

39. (Original) The method of claim 36, the collections. user environments, and 

associated data carry both hierarchical and non-hierarchical associations simultaneously 

within the applications. 

8 
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40. (Currently Amended) A computer-readable medium having computer-

executable instructions for performing a method of facilitating data management, the 

method comprising: 

creating data within a user workspace eFl'lireflfflent of a computing 

platform using an application; 

automatically associating with [[to]] a user of the user workspace 

enVif8ftffleFlt, information related to the data, the application and the user workspace 

eFlvirenment; 

tracking movement of the user from the user workspace environment to a 

second user workspace eRviroAffl:eFlt of the computing platform; &ft8. 

associating at least one of the data and the application with the second user 

workspace eOVir81l:fF1eRt such that the user employs ean employ the application and data 

from the second user workspace enVirOftA'leRt~[[ . ]] and 

indexing the data of the user workspace such that a plurality of different 

users can access the data from a plurality of different user workspaces. 

41. (Currently Amended) A computer-implemented system that facilitates 

[[theJJ management of data, comprising: 

computer-implemented means for creating data within a user workspace of 

a server eRviroRfFleflt using an application; 

computer-implemented means for associating with [[to]] a user of the user 

workspace eRviroftA'leRt, information related to the data, the application and the user 

workspace eR""iroRffleRt; 

computer-implemented means for tracking movement of the user from the 

user workspace eRviFOf'lmeRt to a second user workspace eRvironmeRt of the server; and 

computer-implemented means for associating at least ORe of the data and 

the application with the second user workspace of the server eRvironment such that the 

user can employ the application and data from the second user workspace eR""iroRrneRt. 

9 
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42. (Currently Amended) A graphical user interface that facilitates [(the]1 data 

management efdata in a many-la-many methodology, the user interface facilitating at 

least data communications, data organization, data processing, and data storage, the 

interface comprising: 

an input component that processes for reeeiviAg data management 

information of server-based user contexts, the data management information associated 

with, 

and 

capturing context information associated with a user in a first context 

of the server-based user contexts; 

tracking a change of the user from the first context to a second context 

of the server-based user contexts; and 

automatically associating at least a portion of the context information 

with the second context; 

a presentation component that presents fer f3reseAtiRg a portion of the data 

management information to facilitate user interaction therewith. 

43. (Original) The interface of claim 42, the data management information 

includes a context interface for configuring a user context, a web, and a board. 

44. (Currently Amended) The interface of claim 42, the data management 

information includes an interface for accessing an application that facilitates messaging 

and chat. and at least two or more eRe of telephony, HAif.ieEl messaging, decision support, 

document management, portals, eftet.; collaboration, search, vote, relationship 

management, calendar, personal information management, profiling, directory 

management, executive information systems, dashboards, cockpits, tasking, meeting and, 

web and video conferencing. 

IO 
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should be withdrawn for independent claims I, 18, 26, 36 and 41 and the claims that 

depend therefrom. 

V. Rejection o{Claims 1-44 Under 35 U.S.C. §102(e) 

Claims 1-44 are rejected under 35 U.S.C. §102(e) as being anticipated by Samuel J. 

McKelvie el al. (Pub. No. 2003/0217096 A I) hereinafter referred to as "McKelvie el al." 

Applicants' representative respectfully requests that Examiner withdraw the 

rejection for at least the following reasons. 

For a prior art reference to anticipate, 35 U.S.C. §I02 
requires that "each and every element as set forth in the 
claim is found, either expressly or inherently described, 
in a single prior art reference." In re Robertson, 169 
FJd 743, 745, 49 USPQ2d 1949, 1950 (Fed. Cir. 1999) 
(quoting Verdegaal Bros., Inc. v. Union Oil Co., 814 
F.2d 628, 631, 2 USPQ2d 1051 , 1053 (Fed. Cir. 1987)). 

McKelvie et ,01. teaches a network-based messaging system that comprises 

multiple agents to communicate messages between mUltiple users in real time using, for 

example, an XML document synchronization model. Each agent has properties defined 

in XML and can subscribe to properties of other agents. Each agent can notify other 

agents which subscribe to it of changes to its properties. The agents communicate using 

an XML or alternative extensible data interchange protocol. The agents include device 

agents to represent each of multiple user devices, which may include computers on a 

wireline network and mobile devices on a wireless network. The agents also include 

persona agents to represent each user. The persona agents collect infonnation about the 

properties of other agents and publish the information to other, subscribing agents. Each 

persona agent comprises properties to maintain state information for each device used by 

the corresponding user. Most of the agents reside in a centralized agent system. 

In contrast, the subject invention is much more than a messaging architecture as 

disclosed in McKelvie et at. The instant invention comprises a data management tool 

that is a unified, horizontal system for communications, organization, information 

processing, and data storage. The tool is a common workflow layer that is automated 

14 
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with a scalable. relational database. The tool includes a relational database engine that 

facilitates many-la-many relationships among data elements, in addition la, one-la-many 

and many-la-many relationships . The novel architecture operates where the highest 

contextual assumption is that there exists an entity that consists of one or more users, and 

first assumes that files are associated with the user. Thus, data generated by applications 

is associated with an individual, group of individuals, and topical content, and not simply 

with a folder, as in traditional systems. When a user logs in to the system that employs 

the tool, the user enters into a personal workspace environment. This workspace is called 

a board, and is associated with a user context. From within this board, the tool makes 

accessible to the user a suite of applications for creating and manipulating data. Any user 

operating within any board has access to the suite of applications associated with that 

board, and can obtain access to any data in any form (e.g., documents and files) created 

by the applications and to which he or she has permission. Moreover, thereafter, the user 

can then move to shared workspaces (or boards), or other workspaccs and access the 

same data or different data. 

As amended, claim I recites, in part, ..... a unified computer-implemented 

horizontal data management tool for at least many-to-many user functionality, the tool 

facilitating data communications, data organization, data processing, and data storage, the 

tool facilitates collaboration among a plurality of users across a plurality of projects, 

the tool dynamically assigns at least one communications tool to at least one of the 

plurality o/projects." McKelvie et af. does not teach the recited limitations. 

Moreover, McKelvie el al. fails to teach limitations recited in claims that depend 

from claim I. For example, in amended claim 7, the tool .... . integrates three or more 

different applications into a common application environment." Additionally, the 

" .. . different applications comprising telephony, unified messaging, decision support, 

document management, portals, chat, collaboration, search, vote, relationship 

management, calendar, personal information management, profiling, directory 

management, executive information systems, dashboards, cockpits, tasking, meeting and, 

web and video conferencing." McKelvie et al. does not teach or suggest the integration 

of three or more applications into a common application environment. 

15 
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In dependent claim 13 . McKelvie et al. does not teach or suggest "the tool 

includes a plurality of applications, wherein at least one of the pluraJity of applications 

includes fill! storage pointers that are dynamic, and associated ini/ially with a board 

within which the at least one application is launched." McKelvie el a/. neither teaches 

dynamicfile storage pointers nor the concept of a board. 

The Examiner references Figure 3 as purporting to meet the limitations recited in 

claim 14. Claim 14 also recites the concept of" ... slorage pointers that can be acted 

upon/rom another board by the same application ." Applicants' representative 

respectfully requests that the Examiner point out with specificity how Figure 3 anticipates 

the claimed limitations. 

Accordingly, it is respectfully requested by Applicants' representative that claim 

1 and dependent claims 2-10, and 12-17 be allowed. 

As amended, independent claim 18 recites a computer-implemented context 

component that captures context information associated with a user-defined topic of a 

user in aftrst context, and a computer-implemented tracking component that tracks a 

change of the user from tltefirst context to a second context, and automatically 

associates at least a portion of the context information with the second context. 

McKelvie et al. does not teach or suggest such recited limitations. 

Moreover, McKelvie et al. does not teach or suggest the concepts ofa board, a 

web, and/or collections of boards and webs as recited in the claims and described in the 

description. Accordingly, it is requested that claim 18 and the claims 19-25 that depend 

therefrom be allowed. 

Amended independent claim 26 recites, in part " ... creating data within a user 

environment of a computing platform using an application, the data in the form of at 

leastfiles and documents ... " and "tracking movement of the user from the user 

environment of the computing platform to a second user environment of the computing 

platform." McKelvie et al. does not teach or suggest tracking movement of the user 

between environments of the same computing platfonn. Moreover, as recited in 

additional limitations, McKelvie et al. does not teach or suggest "associating at least one 

of the data and the application with the second user environment such that the user 

employs the at least one of the application and data from the second environment." 

16 
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Accordingly, Applicant's representative requests that this claim and claims 28, 29 

and 31-35 that depend therefrom be allowed. 

With respect to independent claim 36, the subject claim recites in part an act of 

"ordering two or more oltlle user environments in a number of different collections of 

the user environments ... " McKelvie eJ al. does not teach or suggest an act of ordering. 

Additionally. McKelvie et al. does not teach the concept of "collections" as described in 

the subject description. The Examiner references paragraph [00401 in support of this 

rejection. However, nothing in this paragraph teaches anything related to at least an act 

of ordering as recited in the claim 36. Additionally, in claim 38 recites a "collection ID" , 

McKelvie et al. does not teach or suggest use ofa collection ID. Accordingly, claim 36 

and claims 37-39 that depend therefrom should be allowed. 

Amended independent claim 40 recites in part, "creating data within a user 

workspace of a computing platform .. ... and" .. . tracking movement of the w'er from the 

user workspace to a second user workspace oft/re computing platform." McKelvie el 

al. does not teach or suggest such limitations. Additionally, further recited limitations 

include "associating tire data and the application with the second user workspace such 

that the user employs the application and data from the second user workspace 

environment ... " and "indexing the data of the user workspace such that a plurality of 

different users can access tlte data from a plurality of different user workspaces." 

McKelvie el al. neither teaches nor suggests such limitations. Thus, it is respectfully 

requested that the rejection for this claim be withdrawn. 

Amended independent claim 41 recites, in part, " ... creating data within a user 

workspace ofa server using an application", " ... tracking movement of the user from the 

user workspace to a second user workspace of the server", and " .. . associating the data 

and the application with the second user workspace of the server such that the user can 

employ the application and data from the second user workspace." McKelvie el af. 

neither teaches nor suggests such limitations. Accordingly, this claim should be allowed. 

Independent claim 42, as amended, recites in part "a graphical user interface .. . 

comprising ... an input component that processes data management infonnation of server

based user contexts ... " McKelvie el al. does not teach or suggest server-based user 

context. Additionally, McKelvie et af. does not teach "tracking Q change of the user 

17 
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1                Let's hear from Mr. Andre, and

2   then I want to give Facebook some time.

3                MR. ANDRE:  Your Honor, on the

4   contributory infringement, it's a pretty

5   standard instruction.  I don't see anything

6   extraordinary about the points, puts out the

7   elements as set forth, looks like Facebook wants

8   to insert the statute into the instruction to

9   some degree, and I don't think that's necessary

10   or appropriate at this point.

11                I don't see the big issue here

12   because the Thrasher case has come out and

13   determined that any type of contributory

14   infringement to the patent requires a product in

15   the stream of commerce, and then you have three

16   elements set for most part.

17                THE COURT:  Let me turn it over to

18   Facebook at this point.  Feel free to address

19   any of the issues that have been raised or

20   others if you think there are others that are

21   important, and basically we have up to

22   twenty minutes because I do want to leave the

23   last five minutes to hear from Leader.

24                MR. WEINSTEIN:  There's only two
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1   issues to address.  The most critical ones on

2   jury instruction, 3.4.

3                Your Honor, I'd like to hand up a

4   portion of some of the transcript from the trial

5   to illustrate why we need an instruction that

6   "wherein" does not mean when.

7                THE COURT:  You've already cited

8   pretty extensively in your support, which we

9   looked at, so in the spirit of compromise,

10   construing at this late moment the term

11   "wherein" to mean in which, which has been

12   agreed to by Leader, is not satisfactory to you?

13                MR. WEINSTEIN:  It isn't, Your

14   Honor.  The problem with in which, Your Honor,

15   they're going to make the exact, same argument

16   what I heard today, is they think this is a

17   factual issue to go to the jury.

18                When I read the '02 Micro case

19   last night, I was haunted how similar that case

20   is to this.  There was a claim term only if like

21   there.  This case, they presented witnesses and

22   cross-examined witnesses on what do you think

23   this term means.

24                What ultimately came down and the
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1   Court decided, he was going to send it to the

2   jury.  The federal circuit said when the parties

3   present a fundamental dispute regarding the

4   scope of a claim term, it is the Court's duty to

5   resolve it.

6                The fundamental dispute is

7   regarding does "wherein" mean when, or does the

8   claim require a dynamic element, which means you

9   look to the proceeding claim element?  That's a

10   dispute Your Honor needs to resolve as a matter

11   of law.

12                THE COURT:  Help me, though, why I

13   haven't resolve it by construing "wherein" to

14   mean in which, and you all make your arguments

15   or don't.  You're stuck with the Court's claim

16   construction as a matter of law.  The jury is

17   told they have to follow my claim construction.

18   How is that any different than all the other

19   claim construction issues?

20                MR. WEINSTEIN:  Ultimately let's

21   say the construction comes in in which you can

22   say at which point.  There's lots of different

23   definitions.  Ultimately wherein is a connecter

24   between two clauses.
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1                The question is, does it connote a

2   temporal sequence like something happens when

3   the user accesses the data from the second

4   context?  That's the argument.

5                They're taking the update of

6   method to metadata can happen when the user

7   accesses data.  That's a claim construction

8   question.  We think it's been resolved by Judge

9   Farnan's order.

10                THE COURT:  Where is it resolved

11   in his order?

12                MR. WEINSTEIN:  It's resolved in

13   his order.

14                THE COURT:  Why do I even need to

15   define wherein if dynamically has done it?

16                MR. WEINSTEIN:  The only reason we

17   need to define it, Leader is making these

18   arguments.  They're putting prosecution history

19   evidence before witnesses and arguing the

20   meaning of claim terms, which is the exclusive

21   province of Your Honor.  There's going to be

22   arguments in closing as to what ultimately the

23   legal implication of wherein is.  That's

24   something that should not go to the jury.
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1                THE COURT:  And your paragraph on

2   prosecution history that you propose, that does

3   not take care of your problem if I were to keep

4   that in as well as your wherein construction?

5                MR. WEINSTEIN:  The wherein

6   construction would not do it.  The prosecution

7   history would help, but ultimately, Your Honor

8   has to decide whether or not the claims are

9   satisfied with dynamically updating the metadata

10   when user accesses.

11                If that issue is not resolved,

12   ultimately instituting "wherein" as some

13   connecter is not going to stop the arguments

14   from being made that are legal in nature.

15                THE COURT:  If I were to add line

16   five, which claims which would I put the term

17   "wherein" means in which.  Perhaps, not when.

18   In which claims, what number claims, would I

19   write in?

20                MR. WEINSTEIN:  Your Honor, the

21   claims that have the wherein clause are one,

22   nine, and four also, and --

23                MR. HANNAH:  All the dependent

24   claims have wherein as well.
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1                MR. WEINSTEIN:  I don't think

2   that's right, but I know seven has wherein in

3   it.

4                The claims where it really matters

5   is one, nine, and twenty-three.

6                Twenty-one, very interestingly,

7   Your Honor doesn't use the word "wherein."  It

8   uses the term "such that," and that is something

9   that we agreed to, is to construe "wherein" to

10   mean "such that," which is consistent with

11   what's in claim twenty-one.  That's another

12   synonym that we think is clearer.

13                THE COURT:  Okay.  Certainly this

14   is an important issue.  I agree with that, but I

15   assume there's probably another you want to

16   address.

17                MR. WEINSTEIN:  On Mr. Lamb's

18   testimony, the only thing we wanted was to say

19   two points.

20                One is, a written correction to

21   the deposition does not erase the witness's

22   prior answer, and the jury is free to consider

23   the changes in any way they see fit, the same

24   way they would judge any issue of credibility.
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1   parties agree to was a commercial success

2   stipulation, but they have not reached agreement

3   on that as well.  So those are the -- we can get

4   those to you as soon -- we'll keep working this

5   weekend an hopefully get them to you --

6                THE COURT:  Right.  So on all of

7   those issues, the limiting instructions and

8   which I think are limited to nine topics that

9   you just mentioned.

10                MR. ANDRE:  Yeah.

11                THE COURT:  I do want to see what

12   the parties propose, what their positions are,

13   and let's say by noon tomorrow.  We're going to

14   follow this weekend the procedures we did last

15   week where I send -- if it's not under seal, go

16   ahead and do ECF.  We can pull it off of ECF.

17                But if any portion of it is under

18   seal, email it to Mr. Golden and he'll get it to

19   the rest of us.

20                MR. ANDRE:  Mr. Rovner will take

21   care of the rest.

22                THE COURT:  Before you sit down,

23   whoever wants to address it on the 3.4 on this,

24   you know, is it enough for me to construe
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1   wherein as in which and not go the extra mile

2   and say not when?

3                Mr. Weinstein, not that I don't

4   enjoy all my time with you, but I don't want to

5   sign up automatically for redoing this trial.

6                MR. ANDRE:  Your Honor, the issue

7   of claim construction should have been brought

8   up a long time ago, if they want to bring it up.

9                The fact of the matter, experts

10   have been interpreting this how they've been

11   interpreting it.  The expert on the stand, Dr.

12   Greenberg, has interpreted is as a consequence.

13   That's how he termed wherein.

14                Dr. Vigna determined it as in

15   which.  I don't think, you know, if you say not

16   when is a negative limitation.

17                THE COURT:  Let's be clear.  If I

18   don't say not when, you're going to argue when.

19   They're going to argue not when.

20                MR. ANDRE:  Well --

21                THE COURT:  And you don't think

22   that means we're all going to get reversed the

23   minute we get to the Federal Circuit?

24                MR. ANDRE:  Well, I'm not going to
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1   argue when.  I'm arguing which.

2                That's been our position

3   throughout this entire case.  It is in which.

4   That's the dictionary's definition of the word.

5                So we think, as Mr. Hannah said,

6   the dynamically is a functional language, not

7   pure grammatical and temporal in that way.  So

8   we're very confident that that's not going to be

9   an issue.

10                But if they start arguing, you

11   know, not thereafter, or as a consequence or

12   something along those lines like they had been,

13   their other expert, Dr. Kearns, did the same

14   thing.  I asked him, I said, You mean

15   thereafter?

16                He said, Yeah, afterwards.  So

17   everybody has had a different definition.  If

18   you want to give a proper definition, give the

19   proper definition.

20                If you want to interpret, say what

21   it's not, we should also put some other things

22   what it's not as well as what your experts have

23   proposed.  If you want to say it's not when,

24   then it should not say it's not thereafter or
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5              CERTIFICATE OF REPORTER

6

7          I, Heather M. Triozzi, Registered
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11 true and accurate transcript of my stenographic notes
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A complete wriltlln statement as 10 the sutlstal'lCEt of any face.lo-face. video conference. or telephone interview with regard 10 an application musl be made of record In the 
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37 CFR §1 .2 Business to be tl"Clnsacted in writing. 
All business with the Palenl orTl"Cldemark OffICe should be l13nsacted in writing. The personal attendance of applicants Of Itlelr attorneys or agents at tha Palent and 
Tl3demark OffICe is unnecessary. The action of the Palenl and Trademark Office will be based exdut.ively on the written record in the Office. No attention will be paid to . 
any atkJged oral promise. stlputation, Of understandiJ"lg In relation 10 whidllt!ere is disagreement or doubt. 

The action of the Patent and TrademarX Office cannot be based exclusively on the wrillen reCOfd in the Office il that record Is Itse" 
incomplete through the lailure to record the substance 01 interviews. 

It is the responsibility of the applicanl or the attorney or agent to make the substance 01 an Interview of recoro In the application file. unless 
the examiner indicates he or she will do so. It Is the examiner's responsibility to see that such a record is made and to correct material inaccuraCies 
which bear directly on the question 01 patentability. 

Examiners must complete an Interview Summary Fonn for each Interview held where a matter of substance has been discussed during the 
interview by checking the appropriate boxes and filling in the blankS. Discussions regarding only procedural matters, directed solely to restricHon 
requirements for which interview recordation Is otherwise provided for in Section 812.01 of the Manual of Patent Examining Proce{fure, or pointing 
out typographical errors or unreadable script In Office acUons or the like, are excluded from the interview recordation procedUres below. Where the 
substance of an interview is completely recorded In an Examiners Amendment, no separate Interview Summary Record is required. 

The Interview Summary Form shall be given an appropriate Paper No., placed In the right hand portion of the file, and listed on the 
'Contents" section of the file wrapper. In a personal interview, a duplicate of the Form is given to the applicant (or attomey or agent) at the 
condusion of the Interview. In the case 01 a telephone or video-conference Interview, the copy is mailed to the applicant's correspondence address 
either with 0( prior to the next official communication. If additional COITespoodence from the examiner is not likely before an allowance or if other 
Circumstances dictate, the Form should be mailed promptly after the IntelView rather than with the next offiCial communication. 

The Form provirles for recordation of the following inloanation: 
- Application Number (Series Code and Serial Number) 

Name of applicant 
Name of examiner 
Date of Interview 
Type of interview (telephonic, vldeo-eonference, or personal) 
Name of partiCipant(s) (applicant, attorney or agent, examiner, other PTO personnel, etc.) 
An Indication whether or not an exhibit was shown or a demonstration conducted 
An Identification of the speCific prior art disCtlssed 
An indication whether an agreement was reached and if so, a description of the general nature of the agreement (may be by 
attachment of a copy of amendments or claims agreed as being allowable). Note: Agreement as to allowabilily is tentative and does 
not restrict further action by the examiner to the contrary. 
The signature 01 the examiner who conducted the Interview (II Form Is not an attachment to a signed Office action) 

It is desirable that the examiner orally remind the applicant of his or her obligation to record the substance of the interview 01 each case. It 
should be noted, however, that the Interview Summary Form will not normally be considered a complete and proper recordation of the interview 
unless it includes, 0( is supplemented by the applicant or the examiner to indude, all of the applicable Items required below concerning the 
substance of the Interview. 

A complete and proper recordation of the substance of any intelView should Include at least the following applicable items: 
1) A brief description of the nature of any exhibit shown or' any demonstration conducted, 
2) an identification 01 the daims discussed, 
3) an identification of the specific prior art discussed, 
4) an identificatlon of the prinCipal proposed amendments of a substantive nature discussed, unless these are already described on the 

Interview Summary Form completed by the Examiner, 
5) a brief identification of the general thrust of the principal arguments presented to the examiner, 

(The identification 01 arguments need not be lengthy or elaborate. A verbatim or highly detalled description of the arguments Is not 
required. The Identification of the arguments is suffiCient If the general nature or thrust of the prinCipal arguments made to the 
examiner can be understood in the context of the application file. Of course, th8 applicant may desire to emphasize and fully 
describe those arguments which he or she feels were or might be persuasive to the examiner.) 

6) a general indication of any other pertinent matters disCtlssed, and 
7) if appropriate, the general results or outcome 01 the IntelView unless already described In the IntelView Summary Form completed by 

the examiner. 

Examiners are expected to carefully review the applicant's record of \tie substance 01 an Interview. If the recoro Is not complete and 
accurate, the examiner will give the applicant an e:dendable one month time period to correct the record. 

examiner to Check for Accuracy 

If the claims are allowable for other reasons of record, the examiner should send a letter setting forth the examiner's version of the 
statement attributed to him or her. If the record Is complete and accurate, the examiner should place the Indication, "IntelView Record OK" on the 
paper recording the substance of the interview along with the date and the examiner's initials. 
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for cap 

AMENDMENTS TO 1'HE CLAIMS 

listing of claims will replace all prior versions and listings of claims in the 

1-17 (Cancelled) 

A computer-implemented network-based system 

s management of data, comprising; 

a computer-implemented context component of the network-based system 

g context infonnation associated with user-defined tepie data created by ~ 

interaction f a user in a first context of the network-based system, the context 

component dynamically storing asseeiatiftg the context information in metadata 

"th the user-defined data ·AB metaEiatEL ihat-is the user-defined data and 

red on a storage component of the network-based system; and 

a computer-implemented tracking component of the network-based system 

a change of the user from the first context to a second context of the 

d system and automatically updating the stored metadata based on the 

£lcbru8~n~g~e ~~~i:M: asseeiales at least a "BRief!; efthe eaft~ iRfermatien v/ith tfte seeeM 

19. CUITently Amended) The system of claim 18, the contextcomponentis 

"th a workspace, 'Which is a collection of data and application functionality 

related to e user-defined tepte data. 

20. reviously Presented) The system of claim 18. the context component is 

'th a web, which web is a collection of interrelated workspaces, the web 

maintains location of data of the respective interrelated workspaces when one or more 

of the inte lated workspaces are moved into a different workspace interrelationship. 

2 
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21. Previously Presented) 1be system of claim 18. the context infonnation 

includes a r lationship between the user and at least one of an application, application 

data, and 

viously Presented) The system of claim 18t the context component 

captures text information of the first context and context information related to at 

reviously Presented) The system of claim 22. the context infonnation of 

ne other context is at least one of stipulated by the user and suggested 

ly by the system based upon search and association criteria set by the user. 

eviously Presented) The system of claim 18, wherein data created in the 

first con is associated with data created in the second context. 

The system of claim 18, the context infonnation is 

tagged to ~~=~~::I:: data via the 6&ta: metadata when the User-defined data is 

created. 
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26. A computer-implemented method of managing data. 

comprising omputer-execut:able acts of: 

creating data within a user environment of a web-based computing 

platform vi a user using an application, the 

data in the 

stored on a ra e com onent of the web-based computing platform. the m.etadata 

includes . tion related to ~ [[a]] user eft;he USei' eflweflmeat. te the data, t& the 

application and m the user environment; 

1:racking movement of the user from the user environment of the web

based com uting platfonn to a second user environment of the web-based computing 

platform; 

updating asseeiBtiBg ia the stored metadata Yillh an association of at least 

one of the :ta and the application with the second user environment such that the user 

employs th at least one ofllie application.and the data from the second environment, 

27. Canceled) 

28. Original) The method of claim 26, further comprising capturing context 

informatio of the user. 

29. reviously Presented) The method of claim 26. further comprising 

indexing c ntent of the user environment such that a plurality of users can access the 

content fro an associated plurality of user environments. 

30. (Canceled) 

31. (Original) The method of claim 26, the least one of the data and the 

applicatio is associated automatically with the second user environment. 

4 
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accessing 

reviously Presented) The method of claim 26, further comprising 

user environment and the second user environment using a browser. 

33, Original) The method of claim 26, further comprising communicating with 

the user en . roornent using a TCP/IP communication protocol. 

34. Original) The method of claim 26, further comprising locating the user 

environme t from a remote location using a URL address. 

35. Original) The method of claim 26, further comprising accessing the'user 

environm t via a portable wireless device. 

36. Cmrently Amended) A computer-implemented method of managing data, 

comprising computer-executable acts of: 

generating previ~iag a plurality of user environments in a web-based 

system; 

ordering two or more of the plurality ofuser environments according to 

different angements of the user environments; 

providing a plurality of applications for generating and processing data in 

the user en ironments, the data of a user environment is associated with the user 

enviromne t in metadata that corteSJ2onds to the data; 

orderi 

therewith. 

storing in a storage component ordering information related to the 

r more of the I Ii of user 

traversing the different arrangements of the user environments with one 01' 

applications based on the ordering infonnation to locate the data associated 

37. (Currently Amended) The method of claim 36. the act 5tep of traversing is 

performed sing a webslice that includes traversal information for locating the data 

associated ·th a given user environment. 

5 
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38. Original) The method of claim 37, the traversal information includes at least 

a collection ID, a user environment ID, and a routing path to the location of the 

The I?ethod of claim 36, the different arrangements, 

ents, and associated data carry both hierarchical and non-hierarchical 

associatio simultaneously within the plurality of applications. 

A computer-readable medium for storing htl'JiBg 

ecutable instructions for peFfef'B'Hftg a method of managing data, the method 

creating data related to user interaction of a user within a user workspace 

ed computing platform using an application; 

dynamically associating metadata with the data, the data and metadata 

stored on e web-based computing platfo~ the meta.data includes information related 

ser of the user workspace, to th~ data, to the application and to the user 

tracking movement of the user from the user workspace to a second User 

fthe web-based computing platform; 

dynamically associating the data and the application with the second user 

the metadata such that the U&er employs the application and data from the 

workspace; and 

indexing the data created in the user workspace such that a plurality of 

different u ers can access the data via the metadata from a corresponding plurality of 

different 

6 
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41. Currently Amended) 

manageme t of data, comprising: 

A computer-implemented system that facilitates 

computer-implemented means for creating data by interaction of a user 

workspace of a server using an application; 

computer-implemented means for associating metadata with the data, the 

metadata st red in association with the data on storage means of the server, the metadata 

includes in ormation related to a user of the user workspace. to the data, to the 

application and to the user workspace; 

computer-implemented means for tracking movement of the user from the 

user works ace to a second user workspace of the server; and 

computer-implemented means for associating the data and the application 

with the nd user workspace efthe sePler in the metadata such that the user can 

application and data from the second user workspace. 

s 42-44 (Cancelled) 

A computer-implemented system that facilitates 

a computer-implemented context component of a web-based server ~lslem 

a first user workspace of the web-based server s~ stem, assigning one or more 

to the fIrSt user workspace. capturing context data associated with user 

interaction of a user while in the first user workspace. and for storing the context data as 

metadata a storage component of the web-based server s, stem, which metadata is 

y associated with data created in the fust user workspace; and 

a computer-implemented tracking component of the web-based server 

s,:stem for tracking change information associated with a change in access of the user 

from the ti user workspace to a second user workspace, and dynamically storing the 

change i rmation on the storage component as part of the metadata. 

7 
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46. viously Presented) The system of claim 45, wherein the tracking 

component automatically creates the metadata ~ben the user accesses the first user 

workspace. 

47. eviously Presented) The system of claim 45, wherein the context 

component captures relationship data associated with a relationship between the first user 

workspace at least one other user workspace. 

48. The system of claim 45, wherein an application 

associated ·th the flrst user workspace is automatically accessible via the second user 

en the user moves from the first user workspace to the second user 

workspace 

49. (Previously Presented) The system of claim 45. wherein context data 

relating to item of communication is automatically stored and used in performance of 

communi tion tasks. 

SO. (Canceled) 

51. (previously Presented) The system of claim 45, wherein the context 

componen captures data and application functionality related to a user-defined topic of 

the first us workspace,and includes the data and application functionality in the 

metadata. 

52. (Currently Amended) The system of claim 45, wherein when the data 

e first user workspace is accessed from [[a]] the second user workspace. in 

response which the context component adds infonnation to the metadata about the 

workspace. 
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viously Presented) The system of claim 4S, wherein the first user 

associated with a plurality of different applications, the plurality of different 

applicatio comprising telephony. unified messaging, decision support, document 

t, portals, chat, collaboration, search, vote, relationship management, 

calendar, p rsonal information management, profiling, directory management, executive 

informatio systems, dashboards, cockpits, tasking, meeting and, web and video 

54. Currently Amended) The system of claim 45, wherein the RtrtBef 

eeJlIlprHH~fa storage component stores S)'IMI:'B fer stefiag the data and the metadata 

at least one of a relational and an object storage methodology. 

The system of claim 45, wherein storing of the 

56. (Previously Presented) The system of claim 45, wherein the :first user 

workspace provides access to at least one communications 1001, which includes e-mail, 

voicemail, fax, teleconferencing, instant message, chat, contacts, calendar. task, notes, 

vote, web and video conferencing. and document sharing functionality. 

The system of claim 45. wherein one or more 

applicatio includes file storage pointers that are dynamic and associated with the first 

userwor 

S8 (Canceled) 

59 (Previously Presented) The system of claim 45, wherein the context 

compan facilitates encryption of the data generated in the first user workspace. 

9 

PAGE 9112" RCVD AT 81211200111:42:14 AM [Eastern Daylight Time]" SVR:USPTO-EJ'XRP'.JI10· DNIS:2738300· CSID:3302783135 "DURATION (mIlMlS):D4-38 

P·9 



Case 1:08-cv-00862-LPS   Document 667-4    Filed 09/30/10   Page 11 of 13

This Page is Inserted by IFW Indexing and Scanning 
Operations and is not part of the Official Record 

BEST AVAILABLE IMAGES 

Defective images within this document are accurate representations of the original 
documents submitted by the applicant. 

Defects in the images include but are not limited to the items checked: 

o BLACK BORDERS 

o IMAGE CUT OFF AT TOP, BOTTOM OR SIDES 

o FADED TEXT OR DRAWING 

o BLURRED OR ILLEGIBLE TEXT OR DRAWING 

o SKEWED/SLANTED IMAGES 

o COLOR OR BLACK AND WHITE PHOTOGRAPHS 
.'" 

o GRA~A:LE DOCUMENTS 

~~~S OR MARKS ON ORIGINAL DOCUMENT 

o REFERENCE(S) OR EXHIBIT(S) SUBMITTED ARE POOR QUALITY 

o OTHER: ------------------------------------------
IMAGES ARE BEST AVAILABLE COPY. 
As rescanning these documents will not correct the image 
problems checked, please do not report these problems to 
the IFW Image Problem Mailbox. 



Case 1:08-cv-00862-LPS   Document 667-4    Filed 09/30/10   Page 12 of 13
· Ju~ 21 2006 12:49AM LAW OFFICE OF E JORGENSON 3302783135 

10n32,744 LEADP102USA 

REMARKS 

A 'cants' representative thanks the Examiner for courtesies extended during 

multiple int 'ews regarding prosecution of the subject application. 

Thi Reply is supplemental to a Reply to a Final Rejection filed in conjunction 

with an RC , Additionally, it is intended that amendments to the specification submitted 

in the previ us Reply be entered. 

Cl s 18-26,28,29,31-41, and 45-59 are currently pending in the subject 

application and are presently under consideration. A new listing of the claims is provided 

at pages 2- of the Reply. Claims 50 and 58 have been cancelled without prejudice. 

Claims 1-1 ,27,30, and 42-44 were cancelled in a previous Reply. Applicants' 

represents ve reserves the right to prosecute the canceled claims in a later application. 

I. 

18,19, 25, 26~ 36-37, 39-41, 45,52,54 and 55 have been amended to 

recite the invention. 

rable reconsideration of the subject patent application is respectfully 

view of the comments and amendments herein. 

40 41 and 45 U der 35 U.s.C. 10 

In onversation with the Examiner, independent claims 18,26,36,40,41, and 45 

stand rejec ed under 3S U.S.C. § 1 0 1 because the claimed invention lacks patentable 

utility. W' wal of this rejection is requested for at least the following reasons. The 

claims, as ended, produce a useful, concrete and tangible result. 
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~ s~etry with its prohibited attempt to stretch the claims of the ’055 patent beyond

t_h_eir clear meaning, as detailed in Am .~.on’s claim construction, brief, IPX-L attempts to apply

claims coveri.ng only financial transactions that can be performed on an electronic fund transfer

system ("EFT") to a feature for ordering books and other products using the Interact. Amazon is

not an EFT system; it does not execute financial-transactions or perform, any other activity on an

EFT system. Amazon is an Intemet retailer--consumers go to Amazon.corn to order books and

other goods using the Intemet. One way consumers can order goods is to use Amazon’s 1-

Click® feature (the only aspect of Amazon that IPXL accuses of infringement). The 1-Click®

Fea~re does not execute financial transactions on an EFT system--Amazon contracts with third

party financial institutions tO process and settle the payments for the goods that Amazon

customers have ordered. This Court should grant summary judgment that the 1-Click® Feature

does not literally infringe the. asserted claims of the ’055 patent.1 See Laitram Corp. v. Rexnord,

Inc., 939 F.2d 1533, 1535 (Fed. Cir. 1991) ("To establish infringement, every l~.tation set forth

in a patent claim must be found in an accused product or process exactly or by a substantial

equivalent.").

With respect to the invalidity of the ’055 patent, this Court’s task is simple; IPXL’s

ēxpert disputes the presence of only the "single screen" limitation in the Coutts prior art patent-

if ..Amazon shows the Court the presence of a "single screen" in Courts, every one of the asserted

claims falls. If Amazon shows .the "single screen" limitation in Tarb0x and Kelly, claims 1 and 9

are invalid in view of thoseprior art patents. Finally, Claim 25 is statutorily ~in~a!id.

1 IPXL has not accused Amazon’s system of infringement under the doctrine ,of equivalents.
See May 28, 2004 Supplemental Answers to Amazon.corn, Inc.’s First Set of:Interrogatories
to Plaintiff IPXL Holdings, LLC at 7, attached as Exhibit 4; Felten Infringement Report at 4,
attached as Ex. 3; :~une 16, 2004 Deposition. of Edward W, Fe!ten at 1741:8-176:11, attached
as Ex. 5, and is precluded from doing so now. Therefore, Amazon¯-need only show that there
is no literal inMngement .for summary judgment to be granted.
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not an EFT system; it does not execute financial transactions or p~rform any other activity on an 
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1 IPXL has not accused Amazon's system of infringement under the doctrine ,of equivalents. 
See May 28,2004 Supplemental Answers to Amazon.com, Inc.'s First Set of Interrogatories 
to Plaintiff IPXL Holdings, LLC at 7, attached as Exhibit 4; Felten Infringement Report at 4, 
attached as Ex. 3; June 16, 2004 Deposition of Edward W. Felten at 174:8-176:11, attached 
as Ex;. 5, and is precluded from doing so now. Therefore, Amazon need only show that there 
is no literal infringement for summary judgment to be granted. 



UNDISPUTED FACTS

I. ~HE~ASSERTED.CLAI~S OF THE ~055 PATENT

The ’055 ..patent is ~titled "Electronic Fund Transfer or Transaction System" See Ex. 1,
’055 patent.

The patent, has 1 independent claim and 31 claims that are dependent from Claim 1. See
Ex. 1, ’05.5 patent.

IPXL a~serts that .Amazon infringes independent Claim 1 and dependent claims 2, 9, 15,
and. 25.2 See Ex. 2; Ex. 3.

Claim 1, the independent claim, refers to "a system for processing financial transactions,"
which the patent specification makes plain "relates generally to electrOniC transaction
network sys~tems and more particularly to electronic fund transfer systems such as
automated, teller machines." See Ex. 1, ’055 patent at 1:11-14.

The system of Claim 1 is designed to execute "a variety of activities that are or may be
performed using an EFT ["electronic fund transfer"] system." See Ex. 1, ’055 patent,
Abstract, 5:38-39.

!!. AMAZON, COM AND AMAZON’S 1.CLICK® FEATURE

This section describes Amazon’s retail 1,Click® feature, the only aspect of Amazon’s

systems that .is .accused in the expert report on infringement proffered by IPXL’s expert, Dr.

Eel_ward Felten (the "1.Click® Feature"). See Fe!ten In~ngement Report at 13~22, attached as

E;~hibit 3.

Amazon’s 1-Click® Feature Is Part Of A System For Placing Orders For
Books And Other Goods On The Internet.

An~_ _az0n’s !,Click® Feature is part of a system for placing, orders for books and other
goods on .the Internet. Li~ke any traditional catalogue,order Company, Amazon only seeks
payment for ordered goods if the order is fulfilled, and goods are sent tO the customer.
Declaration of Douglas Heimburger ("Heimburger Decl."), ¶¶ 2-~3, attached as Ex. 13.

Using 1-Click®, an Amazon user can order an item once she has found the item. on
Amaz0n’s website, and has enabled the 1-Ciick® Feature. See Ex. 9.

To begin the ordering process,, a user must be on the Amazon.corn website, which can be
reached via the Intemet by typing in the URL "ww~.amazon.com," See Ex. 7.

2 The claim language for each asserted claim is set out in the attached Exhibit 6.
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10.

11.

12.

13.

14.

A user’s personal computer communicates with Amazon’s servers through the Intemet.
hformation is transferred back and forth betwe.en the user’s computer’, and Amaz0n’s
servers u~ing the HTTP protocol. HT.TP is a "stateless," or connection!ess protocol that
breaks mesaages down into a number of packets t, hat are route.d through the ,Internet by a
process called packet-switching, which allows packets to be transmitted along different
paths and arrive at .various timesmnot necessarily in the s~e order as they were. sent.
See Declaration. of Gene Pope ("Pope Decl."), ¶¶ 11-12, attached as Ex. 21.

Unless the item appears on the "Welcome" page for that user, the user must normally
navigate through web pages to find the item. For example, the user may enter search
terms, into the keyword search box and click "Go!" to be taken to a search results page.
See Ex. C to June 2, 2004 Expert Repo.rt of Donal O’Mah0ny, Ph.D.,. Regarding. the
Noninfringement By Amazon of United States Patent No. 6,149,055 ("O’Mahony
Report"), attached a~ Ex. 8.

The user c_an then select one of the results from the search results page by clicking a link
for that item. Altemativ.ely, the user can use links;on the "Welcome!’ page to browse lists
of items. All of th.ese actions will take the user to new web pages. Men a user finds
interesting item, she can click a link for that item, and be taken to theproduct detail page
for that item. See Ex. D to O’Mahony Report, attached as Ex. 8; see also Ex. 9.

This product detail :page-contains more information about the item, including an estimate
of how long it will take for the item to be available for shipment. If the user wants to
order the item, she can place the order by either ~pushing the "l-Click@" button on ,this
web page,. Or by selecting the "Add to Cart" option, which will add the order to the user’s
virtual "shopping cart" and allow the user to either continue browsing for items on the
website, to leave the website entirely, or to proceed to checkout. Pushing the 1-Click@
button to order a retail item from Amazon’s inventory merely creates an order (or
modifies an existing order by adding an item to: it). In addition, after clicking the 1-
Click@ button, the user is taken to a new page. See Ex. K to O’Mahony Report, attached
as Ex. 8; see also Ex, 9.

After the user orders with 1-Click@ the order is ~not immediately acted upon, however.
Instead, it is put in a :holding state for at least 90 minutes. During the 90 minute holding
period the user may.add to, modify, or cancel the order freely. For example, the user can
review or edit her 1-Click@ orders, change address, ship method, payment, item
qumtities,, add gift-wrap, or apply a gift ce~ificate or promotional �~deto. her order---all
of which will change the .amo ~tmt the user will: owe if the order is fulfi!ied. See Ex. K to
O’MahQny Report~ attached as Ex. 8; Ex. 12.

I.f the user m~es any changes to the order, then the 90,minute holding period starts
anew. An order can be in a holding state for an unlimited amount of time, and no
financial transaction, will occur. A user can also cancel each item selected using the 1-
Click@button and end. up with nothing in her order. If the user does this, then no
payment is ever made or processed. See April 27, 2004 Deposition of Jermifer E. Loflin,
at 236:4-18, attached as Ex. 10.
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9. A user's pers.onal c.omputer c.ommunicates with Amaz.on's servers thr.ough the Internet. 
Ip.fotni~ti(jn is transferred back and f.orth between the user's c.omputer' and Amazon's 
servers u~ing the HTTP pr.ot.oc.ol. HJ:TP is a "stllteless," .or c.onnecti.onless pr.ot.oc.ol that 
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See Declarati.on .of Gene P.ope ("P.ope Decl. "), ~~. 11-12, attached as Ex. 21. 

10. Unless the item appears .on the "Welc.ome" page f.or that user, the user must n.ormally 
navigate thr.ough web pages t.o find the item. For example, the user may enter search 
terms int.o the keyw.ord search b.ox and click "G.o!" t.o be taken t.o a search results page. 
See Ex. C t.o JUBe 2, 2004 Expert Rep.ort .of D.onal O'Mah.ony, Ph.D." Regarding the 
N.oninfringement By Amaz.on .of United States Patent N.o. 6,149,055 ("O'Mah.ony 
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11. The user can then select .one .of the results fr.om the search results page by clicking a link 
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.of items. All.of th~se acti.ons will take the l:lser t.o new web pages. When a user finds 
interesting item, ~heCah click a link f.or that item, and be taken t.o the product detail page 
f.or that item. See Ex. D t.o O'Mah.ony Rep.ort, attached as Ex. 8; see also Ex. 9. 

12. This pr.oduct detail pagec.ontain~ m.ore inf.ormatiqn ab.out the item, including an estimate 
.of h.ow l.ong it will take f.or the item t.o be available f.or shipment. If the user wants t.o 
.order the item, she can place the .order by either ,pushing the "l .. Click®" butt.on .on ,this 
web page, or by selecting the "Add t.o Cart" .opti.on, which will add the .orqer t.o the user's 
virtual "sh.opping cart" and all.ow the user t.o either c.ontinue br.owsing f.or items .on the 
website, t.o leave the website entirely, .or t.o pr.oceed t.o checkout. Pllshing the 1-Click® 
butt.on t.o .order a retail item fr.om Amaz.on's ip.vent.ory merely creates an .order (.or 
m.odifies an existing .order by adding an item t.o it). In additi.on, after clicking the 1-
Click®butt.on, the user is taken t.o a new page. S(!e Ex. K t.o O'Mah.ony Report, attached 
as Ex. 8; see also Ex. 9. 

13. After the u~er .orders with 1-Click® the .order is n.ot immediately acted up.on, h.owever. 
Instead, it is put in a h.olding state f.or at least 90 minuteS. During the 90 minute h.olding 
peri.oq the user may add t.o, m.odify, .or cancel the prder freely. F.or example, the user can 
review .or edit her 1-Click® .orders, change address, ship meth.od, payment, item 
quantities, add gift-wfllP, .or apply a gift certifi9ate .or pr.om.otiqnal cQdetq her .order-all 
.of which will change the run.ount the user will .owe if the .order is fulfilled. See Ex. K t.o 
o 'Mahony Rep.ort, attached as Ex. 8; Ex. 12. 

14. If the user m~es any changes t.o the .order, then the 90-minute h.olding peri.od starts 
anew. An .order can be in a h.olding state f.or an unlimited am.ount .of time, and n.o 
financial transacti.on will .occur. A user can als.o cancel each item selected using the 1-
Click® butt.on anq end up with n.othing in her .order. If the user does this, then n.o 
payment is ever made.or pr.ocessed. See Apri127, 2004 Depositi.on.of Jennifer E. Loflin, 
at 236:4-18, attached as Ex. 10. 
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15.

16.

17.

18.

19.

20¸,

¸1.

22.

23,

24.

Additionally, if a user orders an item using 1-Click@, and within 90 minutes of that
order, attempts to order that s~e item using t-Click®, the item is only ordered once.
The .user’s clicking on the 1-Click@ button multiple times will be effectively ignored.
See .October ! 2, 2001 D.eposition of Peri Ha~man at 93: 8-16, attached :as Ex. 11.

Even after the 90~mi.n.ute window has expired, upuntil the point that the order enters the
~’shipping soon" sta~s, the order can still be modified, combined with other confirmed
orders, or cancelled See Ex. 12. Thus, in the case of out of stock items or pre-ordered
items, for ex~ple~ a user may actually have weeks or months to add to, cancel, or
modify a l:,Click® order.

It is only after the order is finalized and shipped that Amazon seeks payment for the
goods. See Heimbu~ger Decl., ¶ 2, attached as Ex. I3.

Am~on does not seek payment until goods are about to be shipped because until
shipping, the :amount(s) to be charged to the customer is (are) not certain. Further,
because A~azon seeks payment only when an item is ~about to be shipped, and because
the items making up an .order may ship separately from one another, Amazon may end up
seeking n~erous sep~ate payments associated with a single order. Id.

Thus, there is no d~re¢t or constant correlation between the :n-.umber of times an Amazon
user pushes .the !,Click@ button and the number .of payments, if any, that Amazon will
eventua!ly seek, Id:

In his exPert report, Dr. Felten ordered two Scp~ate items d~ng his visit to
Amazon,corn, both of which he counted as separate ’;.financial V~sactions." Yet his
credit card bill reflects only a single transfer of funds from his b~ to Amazon’s b .ank.
Felten Infringement Report at 15, 19, attached as Ex. 3; Felten, 008) attached as Ex. 28.

Because ~az0n is a retailer and not a bank, it does not itself process and settle the
payments ifor the goods it has shipped. See Heimburger Decl. ¶ 2, attached as Ex. 13.

Instead, ~azon collects the credit card/debit card information and related order
information that it receives and sends it in batches to third,party payment processors
a~ting .as acquiring .banks, and those payment processors present the information to and
settle the .payment with the credit card/debit card.associations. The payment processors
thereafter remit the: ~nds, less any applicable fees~ to one of.Amazon~s depository b~s.
Heimburger :Decl. ¶15, attached as Ex. 13.

Ap~ from :sending the appropriate information to its designated: payment processors,
Aragon isn0t involved.in the payment processing in any way, and would not, in fact, be
able to be inVoNed since it is not an acquiring bank. Id.

The "recommendations,’ displayed after a user clicks the 1-Click@. button are not based
on any stored data.:f0r that user. Instead, .part of the HTTP request that is sent when a
user clicks the 1.Cljek®. button tells the system to look up and display a list of similar
items. The list is based on the most popular items among other customers who also
ordered the referentitem.
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15. Additio:t1ally, if a user orders an item using l-Click®, and within 90 minutes of that 
order, atte:rnpts to Qrder that S(l,I11e item u.~ing l-Click@, the item i~ Qllly ordt;:rt;:d once. 
Theus~r's clicking on the l-CJic;k® button multiple ti:rn~s will be effec;tively ignored. 
See October 12,2001 Deposition of Pen lIartman at 93:8-16, attached as Ex. 11. 

16. Even after the 90~mil}ute window has t;:xpired, up·until the point that th,e order enters the 
"shipping soon" status, the order can still be mo~ified, combined with other confirmed 
o:rders, Qr canct:Ued. See Ex. 12. Thus, in the Clise of out of stock items or pre,.ordered 
items, for eXcnnple, a user may aChlally have weeks or mpnths to add to, cancel, or 
modify a l .. Click® order. 

17. It is only after the order is finalized and shipped that Amazon seeks Piiyment for the 
go.ods. S~e lIt:imQurgt:r Decl., ~ 2, attacht:cl as Ex. 13. 

18. Am~on does not seek payment until goods are about to be shipped because until 
shipping, th,eamo.unt(s) to be charged to the customer is (are) not certain. Further, 
because Amazon see.ks payment only when an itt:m is about to be shipped, and because 
the items making up an order may ship separately from one ano.ther, Amazon may end up 
seeking nUl11erOllS sep~ate paymellts associateq with a single order. Id. 

19. Thus, there is no ciir.t;:c;t or constant cOITt:lation between the :fllllnber of times an Amazon 
user pushes the I,.Click® button and the number ,of payments, if any, that Amazon will 
eventually seek, Id. 

20. In his expert report, Dr. Felten ordt:n:::d two s.epaJ:'ate itt:m~ during his visit to. 
Amazon.com, both of which he counted as separate "'financial transactions." Yet his 
credit card bill rt:f1ects only a sillgle transft:r of funds from his bank to. Amazon's b~. 
Felten Infring~m~nt Report at 15, 19, attached liS Ex. 3; Felten 008, l:I-ttached as Ex. 28. 

21. Becl:l-use AmazQu is a retailt:r and not a bank, it does not itself 'proct:ss and settle the 
pl:l-yments for the go.o.ds it has shipped. See H~imburger Decl. ~ 2, attached as Ex. 13. 

22. Instead,. Anlaz()n COllects the credit card/debit card inf'qrmation and related order 
infonnationthat it receives and sends it in batches to. third-party payment processors 
acting as acquiring banks, and those paymt:nt processors present the info.rmation to and 
settle tht: payment with the credit card/debit card associations. The paym~nt pro.cessors 
thereafierremit the ~nds, less any applicable fees, to. one ofAmazou's deposito.ry banks. 
Heimburger Dec1.~5, attached as Ex. 13. . 

23. Apart from sending the apprQpril:l-te informatio.n to its designated p;:t.yment processors, 
Amazon iSlipt involv~d inthe payment proc~ssing in any way, and would. not, in fact, be 
able to be ihyolvedsince it is not an acquiring bank. Id. 

24. The "reco.mmendations" displayed aft~ra user clicks the l-Click®. buttoll are not based 
on any stored datiiforthat u~er. It1stea.d, part of the HTTP reql:l~st th,at is sent wht:n a 
user clicks the l-C1.ick®. button tells the syst~m to look up and display a list of similar 
items. The list is based o.n the most pOPlllar items among otherc.ustomers who also 
ordered the referentitem. 
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25.

26.

27.

28.

29.

30.

31.

32.

B. ATM Technology in the mid-1990’s

In the 1996 timeframe, branch ATMs were typically connected to a host central controller
through the use of (usually proprietary) communication lines such as telephone lines. In
each case, the ATMs were connected so that information being transmitted between the
ATM and central controller flowed through a single, defined path.

C. The Gatto ’055 Patent

The application that issued as the ’055 patent was filed on June 26, 1996 and is a
continuation in part application of an application filed on April 13, 1995. The ’055
patent issued on November 21, 2000. Ex. 1.

Other than uncorroborated inventor testimony, there is no evidence of record that
supports an invention date of the inventions claimed in Claim 1 prior to the filing date of
the ’055 patent application. See Ex. 29, May 18, 2004 IPXL’s Second Supp. Resp. to
Amazon’s 1st Set of Interrog. at 3; Ex. 14, April 28 Gatto Tr. at 8:25-10:19.

Amazon first became aware of the ’055 patent in March 2002, a-fter receiving a letter
from James Gatto. After becoming aware of the ’055 patent, Amazon obtained and relied
upon opinion of counsel. Ex. 23, April 21 Amazon’s Resp. 1st Set Interrog. at 1-2.

D.    The Prior Art Patents

The application that issued as the Tarbox patent was filed on December 16, 1994 and
issued on January 6, 1998. See Ex. 15, U.S. Patent No. 5,705,798.

Tarbox was cited in an Information Disclosure Statement ("IDS") filed by the applicant,
Mr. James Gatto, on May 4, 2000, more than three months after the PTO mailed a Notice
of Allowability of the ’055 patent application. See Ex. 16, IPXL 00116-00118.

Tarbox was cited to Mr. Gatto in a European Search Report for a related application
dated February 22, 1999, more than a yearprior to being disclosed to the PTO on May 4,
2000. See Ex. 17, IPXL 00119-00121.

The application that issued as the Courts patent was filed on November 15, 1993 and
issued on February 14, 1995. See Ex. 18, U.S. Patent No. 5,389,773.

Courts was cited in an IDS filed on November 22, 1996. See Ex. 19, IPXL 00078-00082.

The Kelly patent issued on May 15, 1984. See Ex. 20, U.S. Patent No. 4,449,186.

LEGAL STANDARDS

A.    Summary Judgment
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25. In the 1996 timeframe, branch ATMs were typically connected to a host central controller 
through the use of (usually proprietary) communication lines such as telephone lines. In 
each case, the ATMs were connected so that information being transmitted between the 
ATM and central controller flowed through a single, defined path. 

c. The Gatto '055 Patent 

26. The application that issued as the '055 patent was filed on June 26, 1996 and is a 
continuation in part application of an application filed on April 13, 1995. The '055 
patent issued on November 21,2000. Ex. 1. 

27. Other than uncorroborated inventor testimony, there is no evidence of record that 
supports an invention date of the inventions claimed in Claim 1 prior to the filing date of 
the '055 patent application. See Ex. 29, May 18, 2004 lPXL's Second Supp. Resp. to 
Amazon's 1st Set of Interrog. at 3; Ex. 14, April 28 Gatto Tr. at 8:25-10:19. 

28. Amazon first became aware of the '055 patent in March 2002, after receiving a letter 
from James Gatto. After becoming aware of the '055 patent, Amazon obtained and relied 
upon opinion of counsel. Ex. 23, April 21 Amazon's Resp. 1 st Set Interrog. at 1-2. 

D. The Prior Art Patents 

29. The application that issued as the Tarbox patent was filed on December 16, 1994 and 
issued on January 6, 1998. See Ex. 15, U.S. Patent No. 5,705,798. 

30. Tarbox was cited in an Information Disclosure Statement ("IDS") filed by the applicant, 
Mr. James Gatto, on May 4, 2000, more than three months after the PTO mailed a Notice 
of Allowability of the '055 patent application. See Ex. 16, lPXL 00116-00118. 

31. Tarbox was cited to Mr. Gatto in a European Search Report for a related application 
dated February 22, 1999, more than a year prior to being disclosed to the PTO on May 4, 
2000. See Ex. 17, lPXL 00119-00121. 

32. The application that issued as the Coutts patent was filed on November 15, 1993 and 
issued on February 14, 1995. See Ex. 18, U.S. Patent No. 5,389,773. 

33. Coutts was cited in an IDS filed on November 22, 1996. See Ex. 19, lPXL 00078-00082. 

34. The Kelly patent issued on May 15, 1984. See Ex. 20, U.S. Patent No. 4,449,186. 

LEGAL STANDARDS 

A. Summary Judgment 
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Summary judgment is appropriate where "there is no genuine issue as to any material

fact" and the moving party is entitled to judgment as a matter of law. Fed. R. Civ. P. 56(c); see

also Celotex Corp. v. Catrett, 477 U.S. 317, 322 (1986); Phillips v. AWH Corp., 363 F.3d 1207,

1211 (Fed. Cir. 2004). This Court must view the evidence in the light most favorable to IPXL,

which must do more than merely raise some doubt as to the existence of a fact for that fact to be

in genuine dispute; it must present evidence sufficient to require submission of the fact to the

jury. Avia Group Int’l, Inc. v. L.A. Gear California, Inc., 853 F.2d 1557, 1560 (Fed. Cir. 1988)

(citing Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 249-50 (1986)).

B.    Noninfringement

To prove infringement, IPXL must prove that each and every limitation of the asserted

claims is found in the accused product. Allen Eng’g Corp. v. Bartell Indus., Inc., 299 F.3d 1336,

1345-46, 1357 (Fed. Cir. 2002) (reversing finding of infringement; court failed to compare each

claim limitation to the corresponding element of the accused products); Desper Prods., Inc. v.

QSound Labs, Inc., 157 F.3d 1325, 1337-38 (Fed. Cir. 1998) (affirming summary judgment of

noninfringement affirmed claim element missing from accused devices). Literal infringement,

which is all that IPXL has alleged, requires that the accused device contain each limitation of the

claim exactly; any deviation precludes a finding of literal infringement. See TeehSearch, L.L.C.

v. Intel Corp., 286 F.3d 1360, 1371 (Fed. Cir. 2002).

C.    Invalidity

Anticipation is found where each and every element of a claim is found, either expressly

or inherently, in a single prior art reference. See Dayeo Prods. Inc. v. Total Containment, Inc.,

329 F.3d 1358, 1368 (Fed. Cir. 2003) ("the dispositive question regarding anticipation [i]s

whether one skilled in the art would reasonably understand or infer from the [prior art

reference’s] teaching that every claim element was disclosed in that single reference"). A patent
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is presumed valid, and Amazon must prove invalidity by clear and convincing evidence. See

University of Rochester v. G.D. Searle & Co., Inc., 358 F.3d 916, 920 (Fed. Cir. 2004) The clear

and convincing standard does not shift depending on whether a piece of prior art was cited

during prosecution of a patent at issue. See Abbott Labs. v. Syntron Bioresearch Inc., 334 F.3d

1343, 1357 (Fed. Cir. 2003) ("presumption of validity remains the same whether or not the art

relied upon at trial was before the examiner"). Where a party shows by clear and convincing

evidence that the asserted claims are invalid as anticipated in view of particular prior art

references, the fact that those prior art references was disclosed to the PTO does not prevent a

finding of invalidity. See e.g., Udin v. J.Kaufman Iron Works, Inc., 342 F. Supp. 1090, 1100-01

(S.D.N.Y. 1972)

III. ARGUMENT

No reasonable jury could find that Amazon’s 1-Click® Feature, a feature for placing

orders for goods over the Internet, contains each and every element of the asserted claims of the

Specifically’055 patent, which relate to the electronic execution of financial transactions.

Amazon’s 1-Click® Feature:

¯ is not an "electronic financial transaction system";
¯ does not execute "financial transactions"’
¯ allows no selection of"transaction types’"
¯ does not present a "plurality of transaction parameters’"
¯ does not contain "a terminal device selectively connectable to the central controller

through the communications network"’
¯ does not contain "means for storing user-defined transaction information, the

transaction information comprising at least one of user-defined transactions and user-
defined transaction parameters"’

¯ does not "display on a single screen stored transaction information"’
¯ does not "enabl[e] a user to use the displayed transaction information to execute a

financial transaction or to enter selections to specify one or more transaction
parameters"’

¯ does not "predict[] transaction information that a user of the terminal will desire
based on stored data for that user"; and
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does not contain "means for identifying a user prior to enabling the user to execute a
transaction."

Amazon’s 1-Click@ Feature is missing virtually every limitation of the claims of the ’055

patent; this Court must grant summary judgment if it finds even a single limitation missing. The

asserted claims are also invalid in view of Courts, Tarbox, and Kelly, and Claim 25 is statutorily

invalid.

IV. AMAZON’S 1-CLICK® FEATURE DOES NOT LITERALLY MEET THE
LIMITATIONS OF CLAIM 1 OF THE ’055 PATENT.

Amazon’s 1-Click@ Feature fails to meet each and every limitation of Claim 1, applying

either Amazon’s or IPXL’s proposed constructions of this claim.

A. Amazon’s 1-Click Feature Is Not "An Electronic Financial Transaction
System For Executing Financial Transactions."

1. Amazon’s 1-Click@ Feature is Not an "Electronic Financial
Transaction System."

Amazon’s 1-Click@ Feature is not an "electronic financial transaction system," nor is it

part of any such system. The ’055 patent explicitly defines the term "transaction" as "intended

to broadly describe a wide variety of activities that are or may be performed using an EFT3

system." Ex. 1, ’055 patent, 5:37-39. Thus, since the term "transaction" as used in the patent

means one of the activities that can be performed using an "EFT ("electronic fund transfer")

System," the "electronic financial transaction system" of Claim 1 must be such an EFT

(electronic funds transfer) system.

There is no genuine dispute of material fact that Amazon’s 1-Click@ Feature is not either

by itself, or in conjunction with any other Amazon system, an EFT system. The meaning of the

The ’055 patent explicitly defines "EFT" to mean "electronic fund transfer." Ex. 1, ’055
patent, Abstract.
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• does not contain "means for identifying a user prior to enabling the user to execute a 
transaction. " 

Amazon's l-Click® Feature is missing virtually every limitation of the claims of the '055 

patent; this Court must grant summary judgment if it finds even a single limitation missing. The 

asserted claims are also invalid in view of Coutts, Tarbox, and Kelly, and Claim 25 is statutorily 

invalid. 

IV. AMAZON'S I-CLICK® FEATURE DOES NOT LITERALLY MEET THE 
LIMITATIONS OF CLAIM 1 OF THE '055 PATENT. 

Amazon's I-Click® Feature fails to meet each and every limitation of Claim 1, applying 

either Amazon's or IPXL's proposed constructions of this claim. 

A. Amazon's I-Click Feature Is Not "An Electronic Financial Transaction 
System For Executing Financial Transactions." 

1. Amazon's l-Click® Feature is Not an "Electronic Financial 
Transaction System." 

Amazon's l-Click® Feature is not an "electronic financial transaction system," nor is it 

part of any such system. The '055 patent explicitly defines the tenn "transaction" as "intended 

to broadly describe a wide variety of activities that are or may be performed using an EFT3 

system." Ex. 1, '055 patent, 5:37-39. Thus, since the term "transaction" as used in the patent 

means one of the activities that can be perfonned using an "EFT ("electronic fund transfer") 

System," the "electronic financial transaction system" of Claim 1 must be such an EFT 

(electronic funds transfer) system. 

There is no genuine dispute of material fact that Amazon's l-Click® Feature is not either 

by itself, or in conjunction with any other Amazon system, an EFT system. The meaning of the 

3 The '055 patent explicitly defines "EFT" to mean "electronic fund transfer." Ex. 1, '055 
patent, Abstract. 
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term EFT system is well-known (and defined by federal law), as explained in Amazon’s claim

construction brief. The Electronic Fund Transfer Act, 15 U.S.C. 1693a, defines EFT as follows:

(6) the term "electronic fund transfer" means any transfer of funds,
other than a transaction originated by check, dratl, or similar paper
instrument, which is initiated through an electronic terminal,
telephonic instrument, or computer or magnetic tape so as to order,
instruct, or authorize a financial institution to debit or credit an
account. Such term includes, but is not limited to, point-of-sale
transfers, automated teller machine transactions, direct deposits or
withdrawals of funds, and transfers initiated by telephone.

Amazon’s 1-Click® Feature is not such an EFT system. Amazon’s 1-Click® Feature is a

feature for placing orders for goods. Amazon’s 1-Click® Feature does not provide for the

"transfer of funds.., which is initiated through an electronic terminal.., or computer.., so as

to order, instruct, or authorize a financial institution to debit or credit an account." In fact,

Amazon is even further removed from EFT systems than are "brick and mortar" retail stores,

which may well have point-of-sale ("POS") terminals in the store that customers can use to pay

for purchases. Amazon has nothing like that, but instead passes on payment requests to its third-

party payment processors, similar to a mail order house. Heimburger Decl. ¶¶ 2, 4, attached as

Ex. 13.

Further, unlike EFT systems, which immediately execute EFTs according to a user’s

instructions, as set forth in its Conditions of Use, no matter what order a customer places using

1-Click®, Amazon may not accept the user’s order; it often refuses to accept orders where there

is a suspicion of credit card fraud, or a history of fraudulent transactions by the customer placing

the order. See Loflin Deposition at 77:23-78:12, attached as Ex. 10. Moreover, even if Amazon

wants to accept an order, there are times (e.g., when an item is out of stock and cannot be

obtained) when Amazon simply cannot fulfill the order, in which case Amazon never requests

payment for that order. Thus, a 1-Click® order does not obligate Amazon to request that the

9
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customer’s credit card be charged for an order; Amazon never makes such a request if it either

will not or cannot fulfill the order.

Tiffs is a far cry from the obligations that attach to financial institutions and financial

services companies executing EFTs under the EFT Act. In Amazon’s case, customers use 1-

Click® to place orders that Amazon can choose to fulfill or not with no legal consequence to

Amazon. In the case of an EFT system, if a customer uses the EFT system to instruct a financial

institution to transfer funds, the fund transfer is executed--the EFT has no choice, and may be

held liable under 15 U.S.C. § 1693h if it does not promptly effect the instructed fund transfer.

2. Amazon’s 1-Click® Feature Is Not a System for "Exeenting Financial
Transactions."

Amazon’s 1-Click® feature is used only to order goods, not for "executing financial

transactions." The differences between 1-Click® orders and EFT executions are manifest.

Using 1-Click®, an Amazon customer can order an item. No fund transfer, or financial

transaction, is executed by clicking the 1-Click®, however. Instead, pushing the 1-Click®

button creates a new order or modifies an existing order for products, which is put in a holding

state for at least 90 minutes. See supra II.A., ¶ 13-14. During that 90-minute holding period the

customer may add to, modify, or cancel the order; each change starts the 90-minute holding

period starts anew. Further, if a user orders the same item using 1-Click® within that 90-minute

holding period, the item is only ordered once. That is, the user’s clicking on the 1-Click® button

multiple times will be effectively ignored. Additionally, the order can continue to be changed or

cancelled up until the point that the order enters the "shipping soon" status. See supra II.A., ¶

15-16.

Once the order is finalized and the goods making up the order are shipped, Amazon’s

system is done processing the order. Then and only then do fund transfers occur. In an entirely

10

Case 1:08-cv-00862-LPS   Document 667-5    Filed 09/30/10   Page 17 of 47

customer's credit card be charged for an order; Amazon never makes such a request if it either 

will not or cannot fulfill the order. 

This is a far cry from the obligations that attach to financial institutions and financial 

services companies executing EFTs under the EFT Act. In Amazon's case, customers use 1-

Click® to place orders that Amazon can choose to fulfill or not with no legal consequence to 

Amazon. In the case of an EFT system, if a customer uses the EFT system to instruct a financial 

institution to transfer funds, the fund transfer is executed-the EFT has no choice, and may be 

held liable under 15 U.S.C. § 1693h ifit does not promptly effect the instructed fund transfer. 

2. Amazon's l-Click® Feature Is Not a System for "Executing Financial 
Transactions. " 

Amazon's l-Click® feature is used only to order goods, not for "executing financial 

transactions." The differences between 1-Click® orders and EFT executions are manifest. 

Using 1-Click®, an Amazon customer can order an item. No fund transfer, or financial 

transaction, is executed by clicking the 1-Click®, however. Instead, pushing the 1-Click® 

button creates a new order or modifies an existing order for products, which is put in a holding 

state/or at least 90 minutes. See supra I1.A., ~ 13-14. During that 90-minute holding period the 

customer may add to, modify, or cancel the order; each change starts the 90-minute holding 

period starts anew. Further, if a user orders the same item using 1-Click® within that 90-minute 

holding period, the item is only ordered once. That is, the user's clicking on the 1-Click® button 

multiple times will be effectively ignored. Additionally, the order can continue to be changed or 

cancelled up until the point that the order enters the "shipping soon" status. See supra II.A., ~ 

15-16. 

Once the order is finalized and the goods making up the order are shipped, Amazon's 

system is done processing the order. Then and only then do fund transfers occur. In an entirely 

10 



separate transaction, Amazon sends credit card information and amounts to be charged in batches

to one of its several third-party payment processors, who actually execute financial transactions

to charge customers’~ cards. See supra II.A., ¶ 21-23. Moreover, because Amazon only seeks

payment once the item is shipped, and because the items making up an order may ship separately

from one another, there may end up being numerous charges associated with a single order. See

supra II.A., ¶ 18. Thus, there is no direct or constant correlation between the number of times a

consumer uses 1-Click® and the number of financial transactions, if any, that eventually will be

carried out. Heimburger Decl. ¶ 5, attached as Ex. 13.

For the same reasons, the 1-Click® Featttre does not infringe even this Court adopts

IPXL’s definition. IPXL defines this claim term as "any financial transaction performed

electronically" and gives a list of examples of financial transactions. Each of the examples given

by IPXL are for electronic fund transfers, none relate to placing orders. Even the example that

IPXL relies on extensively--paying for the purchase of goods or servicesqproves Amazon’s

poi.nt. It could not be more clear that selecting or ordering goods as part of a purchase is separate

and apart fi’om paying for the purchase of the goods. 1-Click® is used to select the goods for

purchase. Paying for the purchase of the goods is handled by a third party if and when Amazon

fills the order and ships the goods, which may happen days, if not weeks, after the order is

placed, or never at all.

In sum, Amazon’s 1-Click® Feature is not a system for executing financial transactions,

nor does it allow users to execute financial transactions. Amazon does not meet this claim

limitation and this Court should grant summary judgment of noninfringement.

B. Amazon’s 1-Click® Featnre Does Not Meet the Limitation "The
Transactions Being Characterized By a Transaction Type and a Plurality of
Transaction Parameters."

1. There Are No Types of Transaction.
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l.Click@ ordering does not allow the execution of different types of financial

transactions. Under both Amazon’s and IPXL’s constructions, not only does 1-Click@ ordering

not havet a plurality of transaction typesi but the one function performed--placing orders--is not

and does~ not involve a transaction type.4

¯ Under Amazon’s definition, a "~ansaction type" is "an account balance inquiry or kind or

type of asset transfer that is selected ias part of a financial transaction." IPXL’s definition

specifies that a "transaction type" can be "any type of financial transaction," and as discussed

above, PXL’s definition of "financial transaction" is a series of examples, each of which

examph involves the transfer of funds {or balance inquiry). Obviously the mere clicking on the

1-Click@ button to place an order does.’ not involve a balance inquiry or funds transfer, as has

been ex’~lained above, but instead sirnply places conditional order (since it may be freely

cancelle~ or modified in at least the ne.xt 90 minutes).

construe :ion there are no "transaction types."

Click@

limits

See infra II.A., ¶ 13-14. Under either

2. There Is No "Plurality of Transaction Parameters."

this Court adopts Amazon’s ~.construction of "transaction parameters," Amazon’s 1-

Feature does not meet this li .mitation for additional reasons. Amazon’s construction

a~ "transaction parameter" to "information necessary to define a given financial

,transacti

system,

associat,

card inf

paramet~ers from which to select.

on." "Financial transactions" are activities performed by an electronic fund transfer

including fund transfers or blalance inquixies. Thus, the only transaction parameter

.~d with an order placed as a result of clicking Amazon’s 1-Click@ button is the credit

~rmation that will be used if the order is fulfilled; there is no "plurality" of transaction

Other types of customer information such as product choice,

4 SeeEx. 31.
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limits d "transaction parameter" to "information necessary to define a given financial 
I 

transact~on." "Financial transactions" are activities performed by an electronic fund transfer 

system, lincluding fund transfers or b~alance inquiries. Thus, the only transaction parameter 

associat~d with an order placed as a r{(sult of clicking Amazon's 1-Click® button is the credit 

card infirmation that will be used if tl1e order is fulfilled; there is no "plurality" of transaction 
I 

parametFrs from which to select. Oth{(r types of customer information such as product choice, 
I 
i 

i 

4 See ~x. 31. 
I 
I 
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shipping address, and speed of shipping are not associated with a fund transfer and are not

transaction parameters. Amazon does not meet this claim limitation and this Court should

independently grant summary judgment of noninfringement.

C. Amazon’s 1-Click@ Feature Does Not Meet the Limitation "A Terminal
Device Selectively Connectable to the Central Controller Through The
Communications Network."

If this Court adopts Amazon’s construction,5 Amazon’s 1-Click@ Feature does not meet

this limitation. Amazon’s definition requires a single defined, dedicated, path is maintained for

the duration of the transmission. This is not the case with the Internet, which is a connectionless

system without such a single defined, dedicated, path of communication. See Declaration of

Gene Pope, ¶¶ 11-12, attached as Ex. 21.

The Interact is a public medium created by the combined systems of many public and

private entities. See generally Reno v. ACLU, 521 U.S. 844, 849-854 (1997) (description of the

Interact). Unlike an ATM network, in which data flows only through a private, single-path,

network data transmitted via the Internet travels along diverse and changing paths unknown to

the user and owned by many different entities. See Lichstein Decl., ~ 2-4, attached as Ex. 30;

Pope Deck ¶¶ 11-13, attached as Ex. 21. Customers placing orders on Amazon’s website clearly

do not have a single defined, dedicated, path to Amazon’s central controller that is maintained

for the duration of the transmission. Rather, HTTP protocol is a "stateless," or connectionless,

protocol system; the path changes from one second to the ne£t, with packet-switched data

transmitted back and forth along numerous different routes, resulting in the data sometimes

arriving at the destination computer out of order. See id. In addition, both the PC and the host

server communicating via the Internet are "intelligent" when it comes to addressing where the

See Ex. 31.
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packet-switched data they are sending should go. See O’Mahony Report at 12, attached as Ex. 8.

This is completely different from the world of ATM systems at the time of the ’055 patent

invention. In ATM systems, only the central controller or terminal controller selects which

terminal to connect with the central controller in order to communicate information. See

Lichstein Decl. ¶ 2-31, attached at Ex. 30. The terminals have no independent ability to

determine when they communicate, nor do they exercise control over where their data is sentwit

all passes through a single defined, dedicated, path to the Central Controller. Id. at ¶ 2-5.

Because of the way the Internet functions, Amazon’s system does not infringe, and this Court

should grant summary judgment.

D. Amazon’s 1-Click® Feature Does Not Meet The Limitation "Means For
Storing User-defined Transaction Information, the Transaction Information
Comprising At Least One of User-defined Transactions and User-defined
Transaction Parameters."

1. There is no "Means For Storing User-defined Transaction
Information, the Transaction Information Comprising At Least One
of User-defined Transactions and User-defined Transaction-
Parameters."

If this Court adopts Amazon’s definition of"means for storing user-defined transactions,"

the 1-Click® Feature does not infringe.6 First, as set out in Amazon’s claim construction brief at

17-20, under Amazon’s construction the only means for storing user defined transaction

information that is covered by the claims is a user card. Because no user card is used to order

with 1-Click®, this limitation cannot be infringed under Amazon’s construction.

Second, Amazon further defines this claim limitation as requiring the system to store at

least one user-defined transaction (which is comprised of both a user-defined transaction type

See Ex 31.
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and a plurality of user-defined transaction parameters), and at least one additional user-defined

transaction parameter.

As explained earlier, Amazon does not store transaction types,---and certainly does not

store user defined transaction types. The only function accused by IPXL in Amazon’s system is

the ordering of products using the 1-Click® Feature, see Ex. 3 at 13-22, which involves no

transaction type.

Even if one were to view the ordering of products with 1-Click® to be a "transaction

type," there would still be only a single transaction type. Because a customer ordering with 1-

Click® is simply placing orders for products, Amazon’s system doesn’t have a way to store

different "types" of transactions--there are no other types.

Thus, Amazon does not meet this claim limitation and this Court should grant summary

judgment.

E. Amazon’s 1-Click® Feature Does Not Meet The Limitation "Display on a
Single Screen Stored Transaction Information."

Amazon’s 1-Click® Feature does not meet the "single screen" limitation under either

proposed construction.7 There is no infringement if one applies IPXL’s construction because a

user who ultimately orders using 1-Click must navigate through one or more web pages in order

to find and select the item that she would like to order. See supra, II.A., ¶ 7-10. Indeed,

according to IPXL’s constructions, because IPXL suggests that the name of an item is a

"transaction parameter," then in order to reach the product detail page, where the user may

choose to order the product using the 1-Click® feature, the user must "first endur[e] a series of

transaction entry screens," which does not meet the claim limitation as construed by IPXL.

Amazon’s 1-Click® Feature therefore fails to meet the "single screen" limitation and does not

See Ex 31.
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7 See Ex 31. 
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infringe this claim. This Court should grant summary judgment of noninfringement on this

ground.

Applying Amazon’s proposed construction this limitation is not met because Amazon’s

system does not display stored "transaction information." As explained supra section W.B.1.

Amazon’s system does not storewand therefore cannot display--a transaction type. In addition,

under Amazon’s definition of"transaction parameters," Amazon’s system does not display user-

defined parameters associated with any financial transaction, as explained supra section IV.B.2.

Amazon does not meet this claim limitation and this Court should grant summary judgment.

F. Amazon’s 1.Click@ Feature Does Not Meet The Limitation "Enabling a User
to Use the Displayed Transaction Information to Execute a Financial
Transaction or to Enter Selections to Specify One or More Transaction
Parameters"

Under both parties’ definitions, this claim limitation requires display of transaction

information sufficient to allow the. user to choose between executing a user-defined financial

transaction or specifying one or more transaction parameters.8 Because of this requirement,

Amazon’s 1-Click® Feature does not infringe this limitation.

First, there is no display of transaction information that allows the user to execute a user-

defined financial transaction. As explained above, Amazon’s 1-Click@ Feature does not display

on a single screen transaction information, nor does it display parameters related to a financial

transaction.

In addition, Amazon’s 1-Click@ Feature does not "execute" a financial transaction under

either Amazon’s or ]PXL’s constructions of that term. Amazon defines "execute" as "carry out

fully" or "put completely into effect." IPXL defines "execute" as "to cause to carry out or

perform the transaction ’without the need for further inputs or selections by the user.’"

8 SeeEx. 31.
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Arnazon’s 1-Click® Feature is part of a system for placing orders for goods on the Internet. By

clicking the 1-Click® button, a user submits an order which may or may not result in a financial

transaction somewhere down the line. The user does not (and cannot) complete a financial

transaction by instructing, the EFT system to commence a transfer of funds (or balance query).

Nor does (or can) the user cause to carry out or perform the transaction without the need for

further inputs or selections by the user. As explained above, many things can happen before a

financial transaction takes place, if it takes place at all.

Further, to execute a financial transaction under either Amazon’s or I:PXL’s definition,

the dollar amount of the financial transaction must be known and set. Because a user can add

new 1-Click® orders within 90 minutes of the latest modification to the order, there is no way to

know what the final amount that will be charged to the credit card will be until the order is

fulfilled. And, of course, the order might never be fulfilled if, for instance, Amazon chooses not

to fulfill it or if the product ordered is not available. Additionally, changing the shipping

method, changing item quantities, adding gift wrap, or applying a gift certificate or a

promotional code to the order all will also change the amount to be charged to the credit card if

the order is fulfilled.

If this Court adopts Amazon’s construction, there is no display of transaction information

that allows the user to specify one or more transaction parameters. As explained in detail above,

Amazon’s 1-Click® feature does not display on a single screen transaction information, nor does

it display parameters related to a financial transaction on such a single screen. Hence, there is no

way for a user to use such displayed transaction information to specify one or more transaction

parameters. Using 1-Click® ordering, a user cannot specify any financial transaction parameters

at all. For example, a user cannot directly select the credit card to be used from the "ship to"
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dr0pdown menu. Instead, a user may only select an address from the dropdown menu to which

the product is to be shipped.

For all of these reasons Amazon’s 1-Click® Feature does not meet this limitation, and

this Court should grant summary judgment.

V. AMAZON’S 1-CLICK® FEATURE DOES NOT LITERALLY MEET THE
LIMITATIONS OF CLAIM 2 OF THE ’055 PATENT.

Claim 2 is dependent on Claim 1. Accordingly, it is not infringed if all of the

limitations of Claim 1 are not met. Because 1-Click® does not meet all the limitations of Claim

1, Claim 2 is not infringed. In addition, Amazon’s 1,Click@ Feature does not meet Claim 2’s

added limitation--"predicts transaction information that a user of the terminal will desire based

on stored data for that .user."

A. Amazon’s 1.C!iek® Feature Does Not Meet the Limitation "Predicts
Transaction.Information That a User of the Terminal Will Desire Based. on
Stored Data for that User."

IPXL’s expert, Dr. Felten, offers only one example of infringement of this Claim: "l-

Click® Thank You pages, as illustrated in Appendices 15 and 16,... offer the user 1-Click®

Ordering of items based on stored information about what the user has ordered previously." See

Ex. 3, Felten Report at 20, Appendices 15, 16. Amazon’s 1-Click® Feature does not meet this

limitation under either Amazon’s or IPXL’s construction.

First, under Amazon’s and IPXL’s construction,9 Amazon’s 1.Click® Feature does not

foretell transaction information to display to a user based upon data stored by that user .for

rep_eated use in future tr.ansactions. As discussed above, Amazon’s 1-Click® Feature stores only

one kind of financial transaction parameter -- credit card information. Amazon’s system does

not predict which credit card information to use with which 1-Click® purchase. Instead, this has

9 SeeEx. 31.
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drOpdoWIi menu. Instead, a user may only select an address from the drop down menu to which 
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Click® Thank You pages, as illustrated in Appendices 15 and 16, ... offer the user 1-Click® 

Ordering of items based on stored infoflllation about what the user has ordered previously." See 

Ex. 3, Felten Report ~t 20, Appendices 15, 16. Amazon's 1-Click® Feature does not meet this 

limitation under either Amazon's orIPXL's construction. 

First, under Amazon's and IPXL's construction,9 Amazon's 1-Click® Feature does not 

foretell transaction information to display to a user based upon data stored by that user for 

repeated use in future tr~sactions. As discussed above, Amazon's 1-Click® Feature stores only 

one kind of financial tnlnsa9tion parameter -- credit card information. Amazon's system does 

not predict which credit card information to use with which 1-Click® purchase. Instead, this has 

9 See Ex. 31. 
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been set as a default for each shipping address and no prediction related is needed or done. Ex.

2_6, Felten Tr. at 522:11-20 (defaults not predictions under IPXL’s definition).

Second, even under IPXL’s broader definition, Amazon’s "recommendations" are not

predictions "based at least in part on stored data associated with that user." The

"recommendations" shown in Appendices 15 and 16 to Dr. Felten’s report are not based on

stored under data. Instead, the clicking of the 1-Click® button, while simultaneously

constructing an order and storing it in a holding state, acts like clicking on an "13xplore Similar

Items" link and returns a list of most similar items among other customers who have 1-Clicked

the same item, such as the lists shown in Appendices 15 and 16 to Dr. Felten’s report. This

process involves no use or reference of stored data for the user who has just clicked the 1-Click®

button. See Pope Decl., ¶ 5, attached as Ex. 21.

Finally, for any 1-Click® orders made from the similar items lists shown in Dr. Felten’s

Report, the user not only cannot "enter selections to specify one or more transaction parameters,"

but the drop-down menu that allows a user to select from a plurality of shipping addresses on a

product detail page is not present either. Thus, even under IPXL’s strained claim construction in

which IPXL tries to make the ability to select from a plurality of shipping addresses relevant,

there is no ability to choose from such shipping addresses in ordering from among similar items

lists such as the ones shown in Dr. Felten’s Report. To the extent that gift wrap constitutes a

parameter, it is a parameter of the order and not of a financial transaction. Moreover, clicking

the "Add gilt,wrap/note" box does not actually select the gift wrap parameter associated with the

order. Instead, once a use.r clicks the "Add gift-wrap/note" box, the user is directed to a new

page. It is on this new page that the user is able to enter a gift message and/or select gift wrap.

Thus, Amazon’s 1-Click® Feature cannot infringe Claim 2.
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VI. ~ON’S 1-CLICK® FEATURE DOES NOT LITE~LY MEET THE
LIMITATIONS.OF CLAIM ~9 OF THE ’055 PATENT

Claim 9 is dependent on Claim 1. Accordingly, it is not in ~.~’nged since all of the

li .mi.tatjons of Claim 1 are not present. Amazon’s 1-Click® Feature meet Claim 9’s added

limitation "means for identifying a user prior to enabling-the user to execute a transaction."

A. Amazon’s 1-Click® Feature Does Not Meet The Limitation "Means for
Identifying a User Prior to Enabliag the User to Execute a Transaction."

This element is not infringed under either Amazon’s or IPXL’s definitions because

Amazon’s 1-Click® Feature does not have means for identifying the user prior to enabling the

user to execute a transaction. Instead, Amazon merely infers who the customer placing the 1-

Click® order is by identifying the browser the customer is currently using, Amazon identifies

the browser by placing a unique browser ID in a cookie file on the user’s computer. Thereafter,

each time the browser visits .the Amazon site, it is identified to Amazon. The unique browser ID

can be associated with a plurality of unique customer IDs (because a number of people .may use

the same browser to order with Amazon). When a 1.Click® order is received, Amazon’s system

looks up the unique browser ID and infers that the customer placing the order is the one who

most recently logged on to the system. Amazon knows that this inference may be completely

wrong, but ac~cepts that so as to speed the ordering process and avoid sign-on pages for 1-Click®

ordering. See May 25, 2004 Deposition ofN. Peri Hartman at 1:10-191:6, attached as Ex. 22.

Not only does the Amazon system not have means for identifying a user prior to enabling

the user to place a 1,Click® order, but the structure that Amazon uses to identify the browser is a

cookie an.d neither it, nor its equivalent is disclosed in the ’055 patent. Because Amazon’s 1-

Click® Feature lacks, both. the means and the structure of this limitation, Amazon’s 1-Click®

Feature cannot infringe Claim. 9.
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Claim 9 is dependent on Claim 1. Accordingly, it is not infiinged since all of the 
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can be assodated with aplur~lity of unique customer IDs (because a number of people may use 

the ~lUl1e browser to order with Amazon). When a 1-Click® order is received, Amazon's system 

looks up the unique browser ID and infers that the customer placing the order is the one who 

most recently logged on to the system. Amazon knows that this inference may be completely 

wrong, but accepts that so as to speed the ordering process and avoid sign-on pages for 1-Click® 

ordering. See May 25,2004 Deposition ofN. Peri Hartman at 1:10-191:6, attached as Ex. 22. 

Not only does the Amazon system not have means for identifying a user prior to enabling 

the u~er to place a 1.,.Click® order, but the structure that Amazon U~es to identify the browser is a 

cookie and neither it, nor its equivalent is disclosed in the '055 patent. Because Amazon's 1-

Click® Feature lack:s both the means and the structure of this limitation, Amazon's 1-Click® 

Feature cannot infringe Claim 9. 
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VII. ~ON’S 1-CLICK® FEATURE D.OES NOT LITERALLY MEET THE
LIMITATIONS OF CLAIM 15 OF THE ’055 P.ATENT.

Claim 15 is dependent on Claims 1 and 9. In addition to the above reasons why

Am. azon’s 1-Click® Feature-does not infringe claim 15 for the additional reason that it does not

predict transaction information the user will desire, as explained above in the discussion of

Claim 2.

VIII, ~AZON’S 1-CLICK® FEATURE DOES NOT LITERALLY MEET THE
LIMITATIONS OF CLAIM 25 OF THE ’055 PATENT,

Claim 25 is dependent on Claims 1 and 2. Because all of the limitations of claims 1 and

2 are not met, Claim 25 c,a!m, ot be infringed.

IX. DUE TO THE MANNER IN WHICH 1-CLICK®. ORDERING OCCURS,
AMAZON CANNOT INFRINGE THE ’055 PATENT.

A.    Amazon Does Not Directly Infringe the ’055 Patent For Additional Reasons.

Infringement of a patent under 35 U.S.C. § 271(a) "cannot be interpreted to cover acts

other than an actual making, .using or selling of the patented invention." Lang v. Pacific Marine

and Supply Co., Ltd., 895 F.2d 761,765 (Fed. Cir. 1990). Where, as here, a party does not make,

use, offer to se!.l or sell a system comprising of each of the elements of an asserted claim, it

cannot be held liable aS a direct infringer, under §271(a). See Rotec Industries., Inc. v. Mitsubishi

Corp., 215 F.3d 1246, 1252 n. 2 (Fed. Cir. 2000) ("one may not be held liable under § 271(a) for

’making’ or ’selling’ less than a complete invention").

_Amazon does not make, use, offer to sell or sell any system that comprises all the

elements of Claim 1. First, Amazon does not install or set up the personal computers used by its

customers, or the memory, displays, or input devices associated with these computers. See Ex.

21, Pope Dec. ¶ 5. Rather, these components, are introduced into the accused system by

Amazon’s customers at various times. Amazon therefore does not "make" the entire accused
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VU. Al\1A.ZQN'S l-CLICK® FEATURE DQF.;S NOT LITERALLY ME'ET THE 
LIM:ITATIONS()F CLAIM 15 OF THE '055 PATENT. 

Claim 15 is dep(;l!1dent on Claims 1 and 9. In addition to the above reasons why 

Aroazon's 1-Click® Fe~turedoes not infringe claim 15 for the additional reason that it does not 

predict trans~ction information the user will desire, as explain~d above in the discussion of 

Claim 2. 

VlIl~ A.MAZQN'S l-CLICK® FEATURE DOES NOT LITERALLY MEET THE 
LIMITATiQNS OF CLAIM 25 OF THE '055 PATENT. 

Cla.im 25 is dependent on Claims 1 and 2. Because all of the limit~tions of claims 1 and 

2 are not met, Claim 25 c~ot be infringed. 

IX. DUE TO THE MANNER IN WHICH l-CLICK®ORDERING OCCURS, 
AMAZON CANNOT INFRINGE THE '055 PATENT. 

A. A.mazQn Does Not Directly IQfringethe '055 Patent For Additional Reasons. 

Infringement of a patent under 35 U.S.C. § 271(a) "cannot be interpreted to cover acts 

other tha!1 an actual making, using or selling of the patented invention." Lang v. Pacific Marine 

and Supply Co., Ltd., 895 F.2d 761, 765 (Fed. Cir. 1990). Where, as here, a p~y does not make, 

use, offer to sell or sell a system comprising of each of the elements of an asserted claim, it 

c~ot be held liable as a direct infringer under §271(a). See Rotec Industries., Inc. v. Mitsubishi 

Corp., 215 F.3d 1246, 1252 n. 2 (Fed. Cir. 2000) ("one may not be held liable under § 271 (a) for 

'making' or 'selling' l~ss than a complete invention"). 

Amazon does not make, use, offer to sell or sell any sYSitem that comprises all the 

~lements of Claim 1. First, Amazon does not install or set up the personal computers used by its 

customers, or the memory, displays, or input devic.es associated with these computers. See Ex. 

21, Pope Dec. ~ 5. R~ther, these components are introduced into the accused system by 

Amazon's customers at various times. Amazon therefore does not "make" the entire accused 
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Sys_tem. Second, Amazon does not use or operate its customer’s computers, and in particular,

~azon:does not .interact with or use the input devices used by its customers in any way. See Ex.

21, Pope Dec. ¶ 6. For this reason, Amazon cannot be liable for "using" all of the claimed

elements of the accused system. Third, Amazon does not sell or offer to sell a system that

contains each of the required elements. Rather, Amazon only allows customers to order goods

t~ough its website See Ex. 21 Pope Dec. ¶9. Thus, summary judgment of no direct

infringement should be granted.

B.    Amazon .Cannot Be Liable For Indirect Infringement.

Liability for inducement requires proof "that defendant’s ’actions induced infringing acts

and that [they] knew or should have known [their] actions would induce actual infringement.’"

See e,g. Warner-Lambert Co. v. Apotex Corp., 316 F.3d 1348, 1363 (Fed. Cir. 2003); Manville

S~!es Corp. v. Paramount Sys., Inc., 917 F.2d 544, 553 (Fed. Cir. I990). The Federal Circuit has

specifica!ly held that "’knowledge of the acts alleged to constitute infringement’ is not enough,"

Warner, 316 F.3d at 1363, and rejected "a less stringent test for inducement liability, requiring

t!!at the officer .be aware only of his activities, not necessarily aware that his activities amomated

to infringement," Ferguson Bearegard/Logi¢ Controls v. Mega Sys., 350 F.3d 1327, 1342 ~ed.

Cir. 2003)10. This Court likewise requires "an inducer’s .actual intent to cause the acts which ’he

10 The holding in Hewlett-Packard v. Bausch & Lomb, 909 F.2d 1464, 1469 (Fed. Cir. 1990),
requiring "proof of actual .intent to cause the acts which constitute the infringement," does
not exclude the need for knowledge of actual infringement, and is consistent with the
Manville line of cases. Liability for inducement requires that a defendant both "knew or
should have known [their] actions would induce actual infringement," and had "intent to
cause the acts which constitute the infringement." See Warner, 3t6 F.3d at 1363. While
knowledge .of actual infringement is required, the higher level &intent is needed only for the
underlying acts resulting in infringement. See Moba, B.V.v. Diamond Automation, 325 F.3d
1306, 1318 (Fed. Cir. 2003) ("the only intent required of FPS is the intent to cause the acts
that constitute infringement"). This CO’tat also r~lui~6~ both elements -- "an inducer’s actual
intent to cause the acts which ’he knew or should have known would induce actual
infringements.’" Black & Decker, 953 F. Supp. at 138 (emphasis added).
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~y!?tem. Second, Amazon does not use or operate its customer's computers, and in particular, 

Ama,zondoes not interact with or use the input devic.es used by its customers in any way. See Ex. 

41, Pope Dec. ~ 6. For this reason, Amazon capnot be liable for "using" all of the claimed 

elements of the accused system. Third, Amazon does not sell or offer to sell a system that 

contains each of the require4 elements. Rather, Amazon only allows customers to order goods 

through its websjte. See Ex. 21 Pope Dec. ~ 9. Thus, summary judgment of no direct 

infringement should be granted. 

B. AmazpnCa.nnot Be Liable For Indirect Infringement. 

Liability for inducement requires proof "that defendant's 'actions induced infringing acts 

and that [they] knew or should have known [their] ~ctions would induce actual infringement. '" 

See e.g. Warner-Lambert Co. v. Apotex Corp., 316 F.3d 1348, 1363 (Fed. Cir. 2003); Manville 

Sgles Corp. v. Paramount Sys., Inc., 917 F.2d 544,553 (Fed. Cir. 1990). The Federal Circuit has 

specifically held that "'kpowledge of the acts alleged to constitute infringement' is not enough," 

Warner, 316 F.3d at 1363, and rejected "a less stringent test for inducement liability, requiring 

that the officer be aware only of his activities, not necessarily aware that his activities amounted 

to infringement," Ferguson BearegardlLogic Controls v. Mega Sys., 350 F.3d 1327, 1342 (Fed. 

Cir. 2003)10. This Court likewise requires "an inducer's actual intent to cause the acts which 'he 

10 The holding in Hewlett-Packard v. Bausch &: Lomb, 909 F.2d 1464, 1469 (Fed. Cir. 1990), 
requiring "proof of actUal intent to cause the acts which constitute the infringement," does 
not exclude the need for knowledge of actual infringement, and is consistent with the 
Manville line of cases. Liability for inducement requires that adefend~t both "knew or 
should have known [their] actions would induce actual infringement," and had "intent to 
cause the acts whicl1 constitute the infringement." See Warner, 316 F.3d at 1363. While 
kll(}wli~dgeof acfual infringement is required, the higher level on~tent is nee4ed only for the 
underlying acts resulting in infringement. See Moba, B. V. v, Diamond Automation, 325 F.3d 
1306, 1318 (Fed. Cir. 7.003) ("the only intent required of FPS is the intent to cause the acts 
that constitute infringement"). This CoUrt also require's bothelement~ -- "an inducer's actual 
i"tent to c;ause the acts which 'he knew or should have k"o}Vn would induce actual 
infringements.'" Black &: Decker, 953 F. Supp. at 138 (emphasis' added). 
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k.new or should have known would induce actual infringements.’" Black & Decker lnc. v.

Catalina Lighting, 953 F.Supp. 134, 138, (E.D. Va. 1997).

Amazon did n0t.have knowledge of any alleged infringement prior-to March 2002, when

it first ~v~ made aware of the ’055 Patent. See Ex. 23, Amazon’s April 21 Interrogatory

Responses, at 2. Thus, Amazon cannot be held liable for inducing infringement before March

2002 See Manville, 917 F.2d at 553 (defendant cannot be liable for inducement before it knew

of the patent). After becoming aware of the ’055 Patent, Amazon obtained and relied upon the

opinion of its counsel that the ’055 Patent was invalid and not infringed. See Ex. 23, Amazon’s

April 21 Interrogatory Responses, at 1-2. See Manville, 917 F.2d at 553 (reliance upon opinion

of counsel r~egates knowledge of infringement). Moreover, IPXL has not alleged, or offered

evi~dence, that Amazon had knowledge of infringement. Thus, Amazon should be granted

s~ary jud~ent of no indirect infi-ingement.

X. THE ASSERTED CLAIMS ARE INVALID.

Regardless of the c!a~m construction this Court adopts, no genuine issue Of material fact

exists that all of the asserted claims of the ’055 patent are invalid, and :this Court should therefore

grant summary judgment of invalidity.

A. The. Prior Art l~atents

1. The Coutts patent is. invalidating prior art.

The Coutts patent, "Self-service system having transaction predictive capability and

method of using," describes an ATM system that predicts ’~which service or.services provided by

the system the user is likely to request." See Ex. 18 at Abstract. Coutts discloses that the

pre0ictions are based upon "a stored record in the system, representing previous transactions by

that user," See Id. Coutts also discloses a "’special display for a particular user, the display being

designed to simplify the decisions and selections required to.be made by that .user" to reduce the
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1cn~w or should have known would induce actual infringements. '" Black & Decker Inc. v. 

Catalina Lighting, 953 F.Supp. 134, 138, (B.D. Va. 1997). 

Amazon ciid not have knowledge of any alleged infringement prior to March 2002, when 

it first Was made aware of the '055 Patent. See Ex. 23, ArrHlzon's April 21 Interrogatory 

Responses, at 2. Thus, Amazon cannot be held liable for inducing infringement before March 

2002. S~e Manvi//~, 917 F.2d at 553 (defendant cannot be liable for inducement before it knew 

of the patent). After becoming aware of the '055 Patent, Amazon obtained and relied upon the 

opinion of its counsel that the '055 Patent was invalid and not infringed. See Ex. 23, Amazon's 

April 21 Interrogatory Responses, at 1-2. See Manville, 917 F.2d at 553 (reliance upon opinion 

of counsel negates knowled~e of infringement). Moreover, IPXL has not alleged, or offered 

evidence, that Amazon had knowledge of infringement. Thus, Amazon should be granted 

swnmary judgment of no indirect infringement. 

X. THE ASSERTED CLAIMS ARE INVALID. 

Regardless of the cl~jm construction this Court acl9pts, no genuine issue of ma,terial fact 

e"ists that all of the asserted claims of the '055 patent are invalid, and this Court should therefore 

grant summary judgment of invalidity. 

A. The Prior Art Patents 

1. The Coutts patent is invalidating prior art. 

The Courts patent, "Self-service system having transaction predictive capability and 

method of using," describes an ATM system that predicts "which service or services provided by 

the system the user is likely to request." See Ex. 18 at Abstract. Coutts discloses that the 

pr~dictions are based upon "a stored record in the system, representing previous transactions by 

that user." See Id. Coutts also discloses a "special "display for a partic;ular user, the display being 

designed to simplify the decisions and selections required tobe made by that user" to reduce the 
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;tem and method for processing a customized financial

.method for conducting financial transactions using a

~saction instructions and a transaction terminal, such as

patent and issued to another.

The Coutts patent is prior art mtder 35 U.S.C. §102 (a), (b) and (e). The Coutts patent

issued on Febru~y 14, 1995, prior to t earliest invention date of the invention claimed in the

’055 patent, June 26, 1996. There is no ~vidence of record that raises a genuine issue of material

1 was invented prior to the filing date of the ’055 patent

art under 35 U.S,C. § 1.02(a)because it issued before the

~utts issued more than one year before the June 26, 1996

filing date of the ’055 patent, it is also prior art under § 102(b).~2 Courts is also prior art under

35 U.S.C. § 102(e) because the Coutts ap ~lication was filed prior to the invention date of¯the ’055
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nttmber of decisions and selections a ser must make to complete a transaction. See [d. at 

The Coutts patent is prior art unqer 35 U.S.C. §102 (a), (b) and (e). The Coutts patent 

isstted on February 14, 1995, prior to tJe earliest invention date of the invention claimed in the 

'OSS patent, June 26, 1996. There is no lVidence of record that raises a genuine issue of material 

fact that the invention claimed in Claim 1 was invented prior to the filirJ,g date of the '055 patent 

,!-pplic;ation.l1 Therefore, Coutts is prior art under 35 U.S;C. §102(a) because itissued before the 

invention of the '055 patent. Because Coutts issued more than one year before the June 26, 1996 

filing date of the '055 patent, it is also Jrior art under § 102(b).12 Coutts is also prior art under 

35 U .. S.C. §102(e) bec.allSe the Coutts aPrllication was filed prior to the invention date of the '055 

patent and issued to another. 

2. The T~rbox pater is invalidating prior art. 

The Tarbox patent,entitled, "SYjtem and method for processing a customized financial 

tnmsa~tion cc:n-d" teaches a system and met~od . for CO~ducting finandal .transacti.onS using a 

financIal card that storeS pre-selected transactIOn mstructIOns and a transactIOn tenmnal, such as 

11 The only evidence IPXL could possibly rely upon to establish an earlier date is the 
uncorroborated ,tdstimony of its invert~r. Ex. 14, ~pril 28 ~a~Q Tr. a~ 8:25-10:19 .. As a 
matter of law, the un90rroporated t~tImony of anmventor IS msufficient to establIsh an 
inv. ent.ion. d. ate .. See Price v. Symsek, 988 F.2d 1187, 1194 (Fed. Ci.r. 1.993) (recognizing that 
it is well-established that a party c1ai ing his own prior inventorship must proffer evidence 
corroborating his testip:1ony); Singh r Brake, 222 F.3d 1362, 1367 (Fed Cir. 2000) ("This 
~le a~dres~es the c~nc.ern that a p~y. claimipg i~ventorship mi~t be tempted to de~cri~e 
hjs actIOns In an unjustIfiably self-serlllg manner m order to obtam a patent or to mamtam 
an existing p'!-tent."). Accordingly, DO re,!-sonahle jl.U)' could find an invention date earlier 
than that of the filing date of the '055 patent. 

12 In fact, even if given the benefit of 1he priori~y date of its parent application's filing date 
(April 13, 1995), Coutts would stU be prior art under 102(a) because Coutts was filed 
approximately two moIiths prior to th I t priority dClte. 
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an ATM, to run pre-selected and pre-st red financial transactions (such as withdrawals and bill 

pa,yro,ents) when the financial card iSPlj~ed in tht;: tennina,l. See Ex. 15 at Abstract; 1:11-29. 

The application that issued as the '055 patent was ·filed on June 26, 1996 and is a 

contilluation-in-part application of an application filed on April 13, 1995. [d. As discussed 

abQve, IPXL cannot prove an invention h~te earlier than that of the filing date of the '055 patent, 

Ju,ne 23, 1996. Because the application leading to the Tarbox patent was filed approximately 19 

Il10nths prior to the filin&gateofthe '055 patent and issued asa pate.nt, Tarbox is prior art under 

35 U.S.C. §102(e). 

3. The Kelly patent is invalidating prior art. 

The Kelly patellt entitled, "ToucH Panel Passenger Self-Ticketil1g System" issued on May 

15, 1984. See Ex. 20. Kelly describ~' a 'ystem for vending airline tickets to credit card 

pur. Cha .. s. ers .. b. ased .. upon sto.red reservati0r. data for each purchaser. See Ex. 20 at Abstract. For 

the s::une reasons discl!ssed above, KellY,S prior art to the '055 patent under §102(a), (b) and (e). 

B~ The Slngle Screen Limitation 

Claim 1 contains the following limitation, which the parties have referred to as the 

"single screen" limitation: 

Claim 1: ~GSingle Screen" Limitation: the processor c;lusing tl1e display to 
displa.y on-a singlt~screen ~tore4 tra.nsaction i llf9rmation; the iJiput 
mechanism ~nablirig a user to use the displayed transaction information to 
execl.lte a fina.ncia! transaction or to enter seledions to sPecify ope or more 
transa~tiQIJ, parameters. 

~nQer AmazoQ.'s proposed con,~cti~n, the ~ingle scr~~n limitation requires tha~ a 

system dlSpla,y stored user,..defined transa t~()n mfotmatIOn compnsmg a user-defined transactIOn 

type and a plurality of user-defined tranSaction parameters with additional user-defined 

tr;:msa.ctiQn parameters on a single screen from which a user is given both options of executing a 

transactioll and specifyil1g pa,raqIeters. 

25 



IPXL’s proposed construction requires that a system display on a single screen user-

deft_ned transaction, information comprised of any stored information related to..a transaction that

was not preceded by any transaction entry screen(s) from-which a user may either execute a

tr_ansaction, specify parameter(s), or both. In other words, under IPXL’s proposed¯ construction,

the system of Claim 1 may allow a user to only execute a transaction or only specify parameters,

or both and still satisfy this limitation. IPXL’s construction reads out any system that contains

Screen preceding the single, screen irrespective of whether the preceding screen is. navigational,

i.e., al!ow’_mg a user to enter a selection that leads to a single screen that displays the claimed

stored transaction information.

The Prior Art Patents Each Contain the Single Screen Limitation of Claim 1.

either Amazon’s or IPXL’s proposed constructions, Courts and Tarbox each

Cg

Under

c0.n.tain the single screen limitation of Claim 1.

contains the single screen limitation.

Under/PXL’s proposed¯ construction, Kelly

1. Courts Teaches the "Single Screen" Limitation
Amazon’s or IPXL’s Prop0~ed: Constructions.

Under Either

Courts teaches the.display of user-defined transaction information on a single screen that

e~b!es a. user to execute the transaction or enter selections to specify parameters as required

under Amazon’s construction, which necessarily satisfies IPXL’s broader construction. See Ex.

24, Expert-Report of Hemy Lichstein at 28-29. Coutts discloses that a user initiates a transaction

by i.nserting an identification �.ard into a card reader of the ATM. Ex. !8 at Abstract; 3:62,65.

Upon insertion, of the cai’d, an-.authorization process is started andthe user is prompted to enter a

user specific PIN. ld. at 3;65-68. The Coutts system begins the prediction.process at that time.

Id. at 4:1~6; Fig, 3. After the system makes a prediction, "the predictive system 38 determines

what is the most appropriate, menu. interface for the user and causes this menu to be displayed on
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IPXL's proposed conStruction requires that a system display on a single screen user-

de::fined transaction information compri§ed of any stored informatiojI relateq ~o a transaction that 

was not preceded by any tr':IDsaction entry screen(s) from which a user may either execute a 

tnlJ1~action, specify parameter(s), or both. In other: words, under IPXL's proposed construction, 

the:: system of Claim 1 may allow a user to only ex~cute a transaction or only specify parameters, 

or both and still satisfy this limitation. IPXL's construction reads out any system that contains 

~creen preceding the sin~l~ screen irrespective of whether the pr~ceding s<;re~n is navigational, 

i.e., allowing a US~i" to ent,er a selection that leads to a single screen that displays the claimed 

stored transaction information. 

C. Th~ PriQr A.rt Patents Each Co~tain the Single Screen Limit~tion oCClaim 1. 

Under either Amaz.on's or IPXL's proposed cQnstrUctions, Courts and Tarbox each 

contain the single screen limitation of Claim 1. UnderIPXL's proposed construction, Kelly 

contains the single screen limitation. 

1. Cou~ts Teaches the "Single Screen" Limitation Under Either 
Ama~on's or IPXL's Prop9~ed Constructions. 

Courts teaches thedjsplay of user-defined transaction information on a single screen that 

en~1;>les a user to execute the transaction or enter selections to specify parameters as required 

under Amazon's construction, which necessarily satisfies IPXL's broader construction. See Ex. 

24, Expert Report of Henry Lichstein at 28-29. Courts discloses that aus~r initiates a transaction 

by inserting an identification card into a card read~r of the ATM. Ex. 18 at Abstract; 3:62-65. 

Upon insertion of the card, anautJ:IQrization process is started and the user is prompt~d to enter a 

us~r sp~cific PIN. Id. at 3:65-68. The Courts system begins the pr~dictionprocess at that time. 

ld. at 4:1-6; Fig. 3. After the system mak:es a prediction, "the pr~dictive system 38 determines 

what is the most approprjate menu int¥rface for the user and <;auses this menu to be displayed on 

26 



the display screen 18." ld. at 4:15-18; Fig. 3. After the authorization proces‘s is complete (after

the user enters her PIN)~, an interactive process 50 commences which allows users to interact

¯ with¯ the display through input means 16. Id. at 4:44-49; Fig. 3. A user may then execute a

tran_saction predicted by the system from the same screen: "If this particular service is already

one of the options displayed on the screen 18 at the commencement of the interaction process 50,

the user simply actuates one or more of the keys of the input means 16,-as indicated on the screen

¯ 18." Id. at 4:49,53. Courts further discloses that the simplified menu screen that is displayed to

a user on the display 18 following the initiation of a transaction (i.e,, inserting a identification

card) and prediction process could, for example, "consist[] of only four questions, such as: ’Do

you require $20?’, ’Do you require $30?’, ’Do you require a mini-statement?’, ’Do you require

some other transaction?’" Id. at 3:40-50.

There is no genuine dispute that Coutts meets the single .screen limitation as defined by

either Amazon or IPXL. The sum total of ]:PXL’s position regarding Courts is an expert opinion

Contained in six paragraphs, spanning two pages. See Ex. 25, Expert Rebuttal Report of Edward

W, Felten at 16,17, ¶¶58.63. Although Dr. Felten does not contest that Coutts’ the screen

displaying the "simplified menu" identified by Amazon’s expert displays the required, transaction

information on a single screen, he nevertheless states that the "simplified menu" displayed by the

Courts system cannot be the single screen of Claim 1 because the screen is displayed ’~only after

the user has initiated a transaction." See ld. at ¶ 62. Dr. Felten concludes that there is a

~_.~.~s.action entry screen~ associated with initiating,a transaction. See Ex. 26, J: ,une 17, 2004 Felten

Tr. at 487;7,491:20. Dr. Fe!ten’s conclusion is incorrect and unsupported by ~the Courts patent.

Coutts p!ainly tea.ches "a transaction is initiated by a user inserting his identification.card

(block 40) into the slot (not shown), fo~iiag part of the~d reader 20 of the ATM 10 being used
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th~ display screen 18." ld. at 4:15-18; Fig. 3. After the authorization process is complete (after 

the user enters her PIN), an interactive process 50 commences which allows users to interact 

with the display through input Il1eans 16. Id. at 4:44-49; Fig. 3. A user may then execute a 

tran~action predicted by the system from the same screen: "If this pliliiclllar service is already 

one of the options display~d on the screen 18 at the comm~ncemynt of the interaction process 50, 

th~ user simply actuates orte or more ofth~ keys of the input means 16, as indicated on the screen 

18." Id. at 4:49-53. COUtts further discloses that the simplified menu scr<;:ep. that is displayed to 

a user on the display 18 following the initiation of a transaction (i.e., inse_rting a identification 

card) and prediction process could, for example, "consist[] of op.ly four questions, such as: 'Do 

you r~quire $20?', 'Do you require $30?', 'Do you require a mini-statement?', 'Do you require 

some other transaction?'" Id. at 3:40-50. 

There is no genuine dispute that Coutts meets the single screen limitation as defined by 

either Amazon or IPXL. The sum total of IPXL's position regardiI1g Coutts is an expert opinion 

cQntained in six paragraphs spanning two pages. See Ex. 25, Expert Rebuttal Report of Edward 

W. Felten at 16-17, ~r ~ 58,..63. Although Dr. F<;:lten does not cOI1test that Coutts' the screen 

dh;playing the "simplified menu" identified by Amazon's expert displays the required transaction 

il1fonnation on a singh~ screen, he nevertheless states that the "simplified menu" displayed by the 

Coutts system cannot be the single screen of Claim 1 because the screen is displayed '~only after 

the user has initiated a transaction." See Id. at ~ 62. Dr. Felten concludes that there is a 

transaction entry screel1 as_sQciated with initiating;atr@saction. See Ex. 26, JlJ.l1e 17,2004 Felten 

Tr. at 487;7A91 :20. Dr. felten's conclusion is incqrrect and unsupported by the Coutts patent. 

Coutts plaiI1ly teaclles "a transaction is initiated by a USer inserting his identification card 

(block 40) into the slot (p.ot shown)formin~ part ofthecarCl reader 20 of the ATM 10 being used 
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by the user. Ex. 18 at 3:62-65; Abstract. Courts does require a user to enter any transaction

information on screens that appear before the simplified menu screen in order to initiate a

tr~an~acfio.n. Contrary to Dr. Felten’s assertion, there is no screen associated with a user initiating

a ~ansaction. requires entry of transaction information, and Dr. Felten’s erroneous statement

�a._~nnot create a genuine issue of fact.

Dr. Felten’s statement that the simplified menu screen of Coutts is "at most [] the last

sc.reen in a series of multiple screens through which the user is led (on a ’lead,through displayr)

~ order to i.nitiate a transaction" is also wrong. Ex. 25, Felten Rebuttal at ¶ 62. Dr. Felten does

not, because he cannot, provide any citations to the Coutts patents that supports his mistaken

perc~eption. In fact, the Coutts patent states otherwise: transactions may be initiated by merely

inse~ing _an identificati0ncard. Ex. 18 at 3:62,65. Unsupported assertions :that Coutts does not

conto~ the single screen limitation of Claim 1 cannot create a genuine issue of material fact. See

Aria Group, 853 F.2d at !560,

Moreover, under either parties’ construction, the system, of Courts clearly allows users, to

not only execute a fin.ancial transaction displayed on the simplified menu single screen (which

Dr. Felten does not dispute), it also allows users to specify parameters from that same screen.~,3

’That is, after the system predicts a transaction that a user is likely to desire such as a cash.

withdrawal, the system also predicts, "in order of probability, the. most likely amounts expected

to be requested." See Ex, 18 at 4:24-27. Therefore, when a user .is presented with a single screen

displaying a specialized menu with the predicted transaction type (e.g., withdrawal), the user is

also presented with seTera! .different ~amounts that have been predicted (e.g,, $20, $30). A user

Even if Coutts did _not allow users to specify p~ameters from the s~e screen but onl-y to
execute .transactions, ~t still satisfies the single screen limi.tation; ~XL’s consmactions do not
require the ability to do bo~h.
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py the user. Ex. 18 at 3:62-65; Abstract. Coutts does require a user to enter any transaction 

infonnation on screens that appear before the silllplified menu scr~en in ord~r to initiate a 

tr~n~acti911. Contrary to Dr. Felten's a~st::rtion, tht;:re is no screen aS$oci~ted with a user initiating 

a tr::ms~ction requires yntry of transaction information, and Dr. Felten's erroneous statement 

C~mnQt crelite a genuipe issue of fact. 

Dr. Felten's statement that the simplified menu screen of Coutts is "at most [] the last 

screen in a series of multiple screens through which the user is led (on a 'lead-through display!) 

in order to initiate a transaction" is also wrong. Ex. 25, Felten Rebuttal at, 62. Dr. Felten does 

not, because he cannot, provide any citations to the Coutts patents that supports his mistaken 

perception. In fact, the Coutts patent states otherwise: transactions may be initiC\ted by merely 

inlieqing an identific~tioncard. Ex. 18 at 3:62-65. Unsupported assertions that Coutts doe~ not 

contain the single screen limitation of Claim 1 cann.ot create a genuine i&sue of material fact. See 

A,via Group, 853 F.2d at 1560. 

Moreover, ~nder either parties' construction, the system of Coutts c1e~ly allows users to 

not only execute a fin~cial transaction displayed on the simplified menu single Screen (which 

Dr. Felten does not dispute), it also allows users to specify parameters from that same screen.l3 

That is, lifter the system predicts a transaction that a user is likely to de&ire such as a cas}l 

withdrawal, the system also pn~dicts, "in order of probability, the most likely amounts expected 

to be reqtlested." See Ex~ 18 at 4:24-27. Therefore, when a user is presented with a single screen 

displaying a specialized menu with the predicted tr~saction type (e.g., withdrawal), the user is 

also presented with several differentam9unts that have been predicted (e.g., $20, $30). A user 

13 Even if Coutts did lJ,ot allow users to ~pecify P~ameters from th~ same screen but only to 
execute ttaIlsactions, H still satisfies the single screen limitation; :lPXL's constructions do not 
require the ability to do both. 
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.may then_ use the input mechanism to select and execute a specific transaction, by selecting "Do

you require $20?" (that is,. withdrawal type of transaction for $20), or use the input mechanism to

8pe.cify ~ different amount by selecting "Do you require $30?" (that is., a wi~thdrawal~ type of

transaction in the amount of $30 instead for $20). Therefore, a user is given the option of

specifying a parameter ($30 rather than $20) for a particular transaction (withdrawal) and also

e;~ec.u}ing a transaction from one screen. Ex. 24, Lichstein Report at 28,29. Dr. Felten’s focus

on the "Do you require some other transaction" option and the additional screens required to

effectuate that transaction, Ex. 26, Felten Tr. at 479:24-481:24, is irrelevant as the limitations are

met without resort, to that., feature.14 Thus, under either parties’ constructions,-Coutts satisfies the

sin$|e ~screen limitation.

2. Tarbox Teaches the "Single Screen" Limitation Under Either
Amazon’s or IPXL’s Proposed Constructions~

Tarb0x teaches, an ATM system that enable~ users to pre-defir~e ~d pro,select- financial

transactio_ns such as cash withdrawals and bill .payments and store them on a personal financial

card for .future use. See Ex..15 at Abstract; 3:7-t8. Tarbox teaches that a user .inserts-the

financial cud of the invention into an ATM, the system reads .the instructions, stored on the card,

determines what (pro-selected) transactions are available to the user and displays only those

transaction optionsto the user. See Ex. 15 at Abstract; 2:56,63. The user maythen select one of

the finan¢ia! transaction options displayed to execute the selected transaction. See Id. at

Abstrac_t; 3:25.30. The system disclosed in Tarb0x satisfies the single, screen limitation u!~..der

either parties’ construction.

14 Just as in an infi’ingement analysis where an accused system containing air the claimed
!i.~itations cannot escape inf~ngement_ by adding .extra limitations~ a prior art reference that
contai~ns each and every-required limi_’tation of a claim cannot be discarded because it
contains additional fea.t;ures. See Beckson Marine, Inc. v. NFM, Inc., 292 F.3d 718-(Fed. Cir.
2002) ("’that which will [literally] infringe, if later, will.anticipate, if earlier’").     ~
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ma.y then use the inP\lt mechanism to select and execute a specific transacti()n by selecting "Do 

you require $20?" (that is, withdrawal type of transaction for $20), or use the input mechanism to 

~p(lcify a different amount by selecting "Do you require $30?" (that is, a withdrawal type of 

trapsaction in the airl<.?unt of $30 instead for $20). Therefore, a user is given the option of 

specifying a parameter ($~O rather than $20) for a particular transacHon (withdrawal) (illda:lso 

~)(:~cuting a transaction from one screen. Ex. 24, Lichstein Report at 28,,29. Dr. Felt~n's focus 

on the "Do you require sOIl1e other trans;:t.ction" option and the additional screens required to 

effectuate that transaction, Ex. 26, Felten Tr. at 479:24-481 :24, is irrelevant ;lS the limitations are 

met witho\lt resort to tha~ feature. 14 Thus, under either parties' constructions, Coutts satisfies the 

single screen limitation. 

2. Tarbo~ Teaches the "Single Screen" Li~itath)D Under Eith,er 
Amazon's or IPXL's Proposed Constructions. 

Tarbox teaches an ATM system that enables users to pre-define an<i pre,.select financial 

transactiQPs such as cash withdrawals and bill payments and store them on a personal financial 

card for future use. See Ex. 15 at Abstract; 3:7-18. Tarbox teacl1es that a User inserts the 

fina.nci;d card of the invention into an ATM, the system reads the instructions stored on the card, 

determines what (pre-selected) transactions are available to the user and displ;:t.ys only those 

transaction options.to the user. See Ex. 1 ~ at Abstract; 2:~6-63. The user m",y then select one of 

the financial transaction options displayed to execute the selected transaction. See Id. at 

Abstract; 3:25-30. The system disclosed in Tarbox satisfieS the single screen limitation under - . . 

either parties' construction. 

14 Just as in an infringement analysis where an accused system containing all the claimed 
limitatjons cannot escllpe infringement by adciingextra limitations, a prior art reference that 
contains each and every reqqired limitation of a claim cannot be discarded because it 
contains ad<iitional features. See Bec~on Marine, Inc. v. NFM, Inc., 292 F .3d 718 (Fed. Cir. 
2002) ("'that whiqh will [literally 1 infringe, if later, will anticipate, ifearlier"'). 
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Dr. Felten opines that Tarbox does not meet the single screen limitation for two reasons:

1) a user cannot specify a transaction parameter on the single screen depicted in Fig. 5 of the

Tarbox patent; and 2) the screen depicted in Fig. 5 is "merely the last in [] sequence" of multiple

screens necessary to execute a transaction. See Ex. 25, Felten Rebuttal at ¶¶ 64-70. As detailed

below, Dr, Felten’s opinion that Tarbox does not meet the single screen limitation is based on a

misconception of Tarbox and can not raise a genuine dispute of material fact.

Fig. 5 of Tarbox clearly discloses the single screen claimed in Claim 1 of the ’055 patent.

See Ex. 24, Lichstein Report at 24-25. There is no dispute that the single screen disclosed in

Tarbox Fig. 5 contains the transaction information required by Claim 1 under either parties’

constructions. Ex. 25, Felten Rebuttal at ¶ 64-70; Ex. 26, Felten Tr. at 499:23-500:10; Ex. 24,

Lichstein Report at 24-25.

First, Tarbox unmistakably discloses that Fig. 5 is the single screen claimed by the ’055

patent and does not require preceding screens that require transaction entry by a user. Tarbox

teaches that the transactions displayed to the user on Fig. 5 are the result of reading the

instructions stored on the card and not by any user transaction entry:

¯ when a card is inserted into the terminal, the "instructions from the card are read by the
terminal which indicate the options available to the user. These options are displayed to
the user who selects one of the financial transactions to be performed." Ex. 15 at 6:1-4
(emphasis added).

¯ "the terminal--after determining from the instruction on the card what functions, i.e.,
financial transactions, are available to the card user--displays those options." Ex. 15 at
Abstract (emphasis added).

Second, Fig. 5 is described as "a customized display screen 503 using the present

invention" which "shows the text blocks identifying the available functions that are personalized

to the card user." This screen also contains a "welcome message" 501 supporting the fact that

Fig. 5 is in reality the first screen displayed to the user. See Ex. 15 at 6:17-18; Fig. 5.
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Dr. Felten opines that Tarbox does not meet the single screen limitation for two reasons: 

1) a user cannot specify a transaction parameter on the single screen depicted in Fig. 5 of the 

Tarbox patent; and 2) the screen depicted in Fig. 5 is "merely the last in [] sequence" of multiple 

screens necessary to execute a transaction. See Ex. 25, Felten Rebuttal at ~~ 64-70. As detailed 

below, Dr. Felten's opinion that Tarbox does not meet the single screen limitation is based on a 

misconception of Tarbox and can not raise a genuine dispute of material fact. 

Fig. 5 of Tarbox clearly discloses the single screen claimed in Claim 1 of the '055 patent. 

See Ex. 24, Lichstein Report at 24-25. There is no dispute that the single screen disclosed in 

Tarbox Fig. 5 contains the transaction information required by Claim 1 under either parties' 

constructions. Ex. 25, Felten Rebuttal at ~ 64-70; Ex. 26, Felten Tr. at 499:23-500:10; Ex. 24, 

Lichstein Report at 24-25. 

First, Tarbox unmistakably discloses that Fig. 5 is the single screen claimed by the '055 

patent and does not require preceding screens that require transaction entry by a user. Tarbox 

teaches that the transactions displayed to the user on Fig. 5 are the result of reading the 

instructions stored on the card and not by any user transaction entry: 

• when a card is inserted into the terminal, the "instructions from the card are read by the 
terminal which indicate the options available to the user. These options are displayed to 
the user who selects one of the financial transactions to be performed." Ex. 15 at 6:1-4 
(emphasis added). 

• "the terminal-after determining from the instruction on the card what functions, i.e., 
financial transactions, are available to the card user--displays those options." Ex. 15 at 
Abstract (emphasis added). 

Second, Fig. 5 is described as "a customized display screen 503 using the present 

invention" which "shows the text blocks identifying the available functions that are personalized 

to the card user." This screen also contains a "welcome message" 501 supporting the fact that 

Fig. 5 is in reality the first screen displayed to the user. See Ex. 15 at 6:17-18; Fig. 5. 
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Third, Figures 6A-6D further demonstrate that the screen depicted in Fig. 5 is the first

and only screen necessary to execute a user’s pre-selected transaction. Fig. 6A depicts the

instructions and flow of those instructions that is the core program of Tarbox. Id. at 8:14-20.

The instructions depicted in Fig. 6A enables the system to "retrieve customer related data store in

card 400, display the available optional transaction functions to the customer, accept the

customer’s selection of a desired function, and finally execute the proper subroutine containing

further instructions corresponding to the customer’s selection." See Id. at 8:8:14-20. Stepping

through the instructions, it is clear that the custom screen that displays only those transaction

options available to a specific user (that is exemplified in Fig. 5) satisfies the single screen

limitation as defined by both parties.

Instruction 601 retrieves information off a user’s identification card. Id. at 8:20-24.

Instruction 603 specifies that a screen with a predefined message welcoming the customer along

with "his transaction options," including the titles of the functions that are available to the user is

displayed. Id. at 8:25-34. Once the screen with personalized transaction options, exemplified by

Fig. 5, is displayed to the user, instruction 605 enables users to select a transaction by using a

input mechanism, in this case, function keys. Id. at 8:42-44. Only one screen containing a

user’s available transaction options is displayed; there is no support for the proposition that

multiple transaction entry screens precede this screen.

Tarbox also discloses customized "Quick Cash" and "Pay Mortgage Bill" as specific

transactions that can be defined and stored in a user’s identification card. Fig. 6B depicts the

sub-routine instructions for a customized "Quick Cash" transaction. Id. at 8:56-9:15. Fig. 6C

depicts the sub-routine instructions for a bill payment function, in this case, "Pay Mortgage Bill"

function. Id. at 9:16-35. Neither-Fig. 6B or 6C indicate that a separate, additional screen is
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Third, Figures 6A-6D further demonstrate that the screen depicted in Fig. 5 is the first 

and only screen necessary to execute a user's pre-selected transaction. Fig. 6A depicts the 

instructions and flow of those instructions that is the core program of Tarbox. Id. at 8: 14-20. 

The instructions depicted in Fig. 6A enables the system to "retrieve customer related data store in 

card 400, display the available optional transaction functions to the customer, accept the 

customer's selection of a desired function, and finally execute the proper subroutine containing 

further instructions corresponding to the customer's selection." See Id. at 8:8:14-20. Stepping 

through the instructions, it is clear that the custom screen that displays only those transaction 

options available to a specific user (that is exemplified in Fig. 5) satisfies the single screen 

limitation as defined by both parties. 

Instruction 601 retrieves information off a user's identification card. Id. at 8:20-24. 

Instruction 603 specifies that a screen with a predefined message welcoming the customer along 

with "his transaction options," including the titles of the functions that are available to the user is 

displayed. Id. at 8:25-34. Once the screen with personalized transaction options, exemplified by 

Fig. 5, is displayed to the user, instruction 605 enables users to select a transaction by using a 

input mechanism, in this case, function keys. Id. at 8:42-44. Only one screen containing a 

user's available transaction options is displayed; there is no support for the proposition that 

multiple transaction entry screens precede this screen. 

Tarbox also discloses customized "Quick Cash" and "Pay Mortgage Bill" as specific 

transactions that can be defined and stored in a user's identification card. Fig. 6B depicts the 

sub-routine instructions for a customized "Quick Cash" transaction. Id. at 8:56-9:15. Fig. 6C 

depicts the sub-routine instructions for a bill payment function, in this case, "Pay Mortgage Bill" 

function. Id. at 9:16-35. Neither Fig. 6B or 6C indicate that a separate, additional screen is 
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displayed or necessary to execute financial transactions. Instruction 605 indicates that when a

user selects an transaction option displayed on the first customized screen, instruction 607 "then

executes the interpreted instructions ....For example, if the customer pressed the top button ...

the subroutine corresponding to that function would be executed." Id. at 8:42-50. None of the

instructions of 6B and 6C involve presenting a new display screen. Importantly, and in contrast

with the "Quick Cash" and "Pay Mortgage Bill" subroutines, the instructions depicted in Fig. 6D

for the subroutine "Withdraw Other Amount," instructs that an additional display screen be

presented to the user. ld. at Fig. 6D; 9:40-43. Moreover, Fig. 6A clearly indicates when a screen

is displayed. Id. at Fig. 6A. Tarbox clearly indicates when a screen is displayed. There are no

such indications that separate additional screens are displayed before the customized menu

screen (e.g., Fig. 5). Therefore, Dr. Felten’s opinion that the customized screen exemplified in

Fig. 5 is not a single screen because it is "merely the last in a sequence" is erroneous and cannot

raise a genuine issue of material fact.

With regard to Dr. Felten’s only other basis for his opinion that Tarbox does not meet the

single screen limitation, it should be noted that Dr. Felten does not dispute that a financial

transaction such as a customized Quick Cash or Pay Mortgage transaction can be executed from

a single screen. See Ex. 25, Felten Rebuttal at ¶¶ 64-70; Ex. 26, Felten Tr. at 499:23-500:10.

And indeed, he cannot.15 Id. at 8:47-51. He does opine, however, that a user could not enter

selections to specify a parameter without resort to multiple screens. Ex. 25, Felten Rebuttal at

¶ 68. Dr. Felten is again mistaken. Tarbox teaches that a user may pre-select and pre-store a

variety of financial transactions on a financial card for future use. See Ex. 15 at Abstract; 8:52-

15 As discussed above, because IPXL’s construction does not require that a system enable both
execution and specification of a parameter, Tarbox satisfies the single screen limitation as
construed by IPXL.
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displayed or necessary to execute financial transactions. Instruction 605 indicates that when a 

user selects an transaction option displayed on the first customized screen, instruction 607 "then 

executes the interpreted instructions .... For example, if the customer pressed the top button ... 

the subroutine corresponding to that function would be executed." Id. at 8:42-50. None of the 

instructions of 6B and 6C involve presenting a new display screen. hnportantly, and in contrast 

with the "Quick Cash" and "Pay Mortgage Bill" subroutines, the instructions depicted in Fig. 6D 

for the subroutine "Withdraw Other Amount," instructs that an additional display screen be 

presented to the user. Id. at Fig. 6D; 9:40-43. Moreover, Fig. 6A clearly indicates when a screen 

is displayed. Id. at Fig. 6A. Tarbox clearly indicates when a screen is displayed. There are no 

such indications that separate additional screens are displayed before the customized menu 

screen (e.g., Fig, 5). Therefore, Dr. Felten's opinion that the customized screen exemplified in 

Fig. 5 is not a single screen because it is "merely the last in a sequence" is erroneous and cannot 

raise a genuine issue of material fact. 

With regard to Dr. Felten's only other basis for his opinion that Tarbox does not meet the 

single screen limitation, it should be noted that Dr. Felten does not dispute that a financial 

transaction such as a customized Quick Cash or Pay Mortgage transaction can be executed from 

a single screen. See Ex. 25, Felten Rebuttal at ~~ 64-70; Ex. 26, Felten Tr. at 499:23-500: 10. 

And indeed, he cannot.I5 Id. at 8:47-51. He does opine, however, that a user could not enter 

selections to specify a parameter without resort to multiple screens. Ex. 25, Felten Rebuttal at 

~ 68. Dr. Felten is again mistaken. Tarbox teaches that a user may pre-select and pre-store a 

variety of financial transactions on a financial card for future use. See Ex. 15 at Abstract; 8:52-

15 As discussed above, because IPXL's construction does not require that a system enable both 
execution and specification of a parameter, Tarbox satisfies the single screen limitation as 
construed by IPXL. 
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55; Fig. 6F; 10:19-2

such as multiple "~

Tarbox therefore allows users to pre-seleet multiple types of transactions

ick Cash" transactions that only vary in dollar amounts. For example,

"Quick Cash $20," ",Quick Cash $40" and "Quick Cash $60" (as is offered in many ATMs) can

be pre,defined and displayed as available transaction options on a customized screen (following

t ~he same program del~icted in Figs. 6A and 6B). From this single screen, a user can specify an

amount (a parameter1 from that one screen. Therefore, Tarbox describes a system that can

enable users to bot~ execute and specify parameters from a single screen. Dr. Felten’s

unsupported statements to the contrary cannot properly preclude summary judgrnent.

3. IKelly Teaches the "Single Screen" Limitation Under IPXL’s Proposed
Constructions.

Kelly teaches :he single screen limitation under IPXL’s proposed construction. Kelly

describes a system th~ uses interactive kiosks to allow users to buy airline tickets using credit

card information and ,’eservation data previously stored in the system. See Ex. 20 at Abstract;

2:45-52. A user inserts her credit card into the credit card reader of a kiosk of the system

described by Kelly. Id. at Fig. 4 (Ready Display). Once the system reads the credit card

information, the kiosk displays a screen that asks for a user’s reservation number. Id. at Fig. 4

(top screen). If a user inputs a reservation number, the system recalls the reservation and "will

ask for confirmation by the passenger as indicated on the screen 64 in Fig. 5." Id. at 104:53-56.

From that single screen 64, a user may execute the transaction by selecting "YES" to confirm the

reservation; by confirming the reservation, the user instructs the system that her credit card

should be charged for the transaction. Id. at 104:63-105:1. If a user does not know her

reservation number, the user is led through multiple screens asking for data at each screen, as

depicted by the series of screens on the right hand side of Figs. 4 and 5. As clearly depicted in

Figs. 4 and 5, however, these screens are not necessary or used when a user enters her
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55; Fig. 6F; 10:19-22. Tarbox therefore allows users to pre-select multiple types of transactions 

such as multiple "Q~Ck Cash" transactions that only vary in dollar amounts. For example, 

"Quick Cash $20," "CQuick Cash $40" and "Quick Cash $60" (as is offered in many ATMs) can 

be pre-defined and dilplayed as available transaction options on a customized screen (following 
i 

the same program de~icted in Figs. 6A and 6B). From this single screen, a user can specify an 

amount (a parameterl from that one screen. Therefore, Tarbox describes a system that can 
I 

enable users to b01 execute and specify parameters from a single screen. Dr. Felten's 

unsupported statements to the contrary cannot properly preclude summary judgment. 

\ 

3. !Kelly Teaches the "Single Screen" Limitation Under IPXL's Proposed 
Ie . \ onstructlons. 

Kelly teaches te single screen limitation under IPXL's proposed construction. Kelly 

describes a system that uses interactive kiosks to allow users to buy airline tickets using credit 

card infonnation and ~eservation data previously stored in the system. See Ex. 20 at Abstract; 
i 

2:45-52. A user inserts her credit card into the credit card reader of a kiosk of the system 
( 

described by Kelly. Id. at Fig. 4 (Ready Display). Once the system reads the credit card 

infonnation, the kiosk displays a screen that asks for a user's reservation number. Id. at Fig. 4 

(top screen). If a user inputs a reservation number, the system recalls the reservation and "will 

ask for confinnation by the passenger as indicated on the screen 64 in Fig. 5." Id. at 104:53-56. 

From that single screen 64, a user may execute the transaction by selecting "YES" to confirm the 

reservation; by confinning the reservation, the user instructs the system that her credit card 

should be charged for the transaction. Id. at 104:63-105:1. If a user does not know her 

reservation number, the user is led through multiple screens asking for data at each screen, as 

depicted by the series of screens on the right hand side of Figs. 4 and 5. As clearly depicted in 

Figs. 4 and 5, however, these screens are not necessary or used when a user enters her 
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reservation numbera!d the confirmation single screen is immediately displayed.

("Call up Itinerary fr~ m R"; screen 64).

Id. at Fig. 4-5

Dr. Felten’s c

multiple screens depi

completely ignores tl:

her reservation numb~

Ex. 20 at Figs. 4-5.

displayed by the syste

~inion that Kelly does not meet the single screen limitation is based on the

:ted in Figs. 4-6. Ex. 25, Felten Rebuttal at ¶ 107. Dr. Felten, however,

e fact that single screen 64 is presented immediately after the user enters

r and without entering transaction data on any other preceding screens. See

Dr. Felten instead focuses his attention solely on the screens that are

aa if the user does not enter her reservation number and the screen after the

transaction is completid (Fig. 6). See Id. This does nothing to rebut’ the fact that Kelly discloses

a system in which uler-defined transaction information is displayed on a single screen from

which a user can execute the transaction.

Because IPXLis proposed construction of this limitation only requires that a system

enable a user to use th+ input mechanism to execute the displayed financial transaction, or to use

the input mechanism t enter selections to specify one or more transaction parameters, or both,

Kelly meets this limita ion because it allows a user to execute a transaction from a single screen

that displays user-defin ed transaction information.

D. There i~ No Genuine Issue of Fact Regarding The Remaining Limitations of
Claim11.

IPXL cannot raise any genuine issue of material fact that the prior art references do not

contain all of the remaxning elements of Claim 1, under either Amazon’s or ~XL’s construction,

or both. The Federal

underlying basis that at

Civ. P. 26(a)(2)(B). D1

did not anticipate Claim

Rules of Civil Procedure’s Rule 26 mandate that all opinions and

expert expects to testify to must be disclosed in an expert report. Fed. R.

Felten did not include any basis for his opinion that the prior art patents

1 other than his opinion that each of the prior art patents did not disclose
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reservation number and the confirmation single screen is immediately displayed. Id. at Fig. 4-5 

("Call up Itinerary frJm R"; screen 64). 

Dr. Felten's ofinion that Kelly does not meet the single screen limitation is based on the 

multiple screens depipted in Figs. 4-6. Ex. 25, Felten Rebuttal at ~ 107. Dr. Felten, however, 

completely ignores tJe fact that single screen 64 is presented immediately after the user enters 

her reservation numbL and without entering transaction data on any other preceding screens. See 

Ex. 20 at Figs. 4-5. Dr. Felten instead focuses his attention solely on the screens that are 

displayed by the system if the user does not enter her reservation number and the screen after the 
I 

transaction is comPlettd (Fig. 6). See [d. This does nothing to rebut the fact that Kelly discloses 

a system in which uler-defined transaction information is displayed on a single screen from 

which a user can execdte the transaction. 
I 

I 
Because IPXLrS proposed construction of this limitation only requires that a system 

enable a user to use thb input mechanism to execute the displayed financial transaction, or to use 

the input mechanism tt enter selections to speciJY one or more transaction parameters, or both, 

Kelly meets this limitiiOn because it allows a user to execute a transaction from a single screen 

that displays user-defined transaction information. 

n. There ~ No Genuine Issue of Fact Regarding The Remaining Limitations 01 
Claim 1[, 

IPXL cannot raise any genuine issue of material fact that the prior art references do not 

contain all of the remaiLng elements of Claim 1, under either Amazon's or IPXL's construction, 

or both. The FederJ Rules of Civil Procedure's Rule 26 mandate that all opinions and 

underlying basis that ~ expert expects to testify to must be disclosed in an expert report. Fed. R. 

Civ. P. 26(a)(2)(B). Dil Felten dId not Include any basIs for hIS OpInIOn that the pnor art patents 

did not anticipate Clai1 1 other than his opinion that each of the prior art patents did not disclose 

\ 
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the single screen limit

inject opinions that D1

limitations, Dr. Felten

Judge) that he has no

tion. Ex. 25, Felten Report at 7-32. Despite attempting to retroactively

Felten did not include into his report related to heretofore unchallenged

was finally forced to admit (after being compelled by the Duty Magistrate

~pinions other than those described in his report. See Ex. 26, Felten Tr.

491:4.495:11; 499:23-500:4; 516:21-517:1.

Accordingly, a~ td as detailed in Amazon’s pending Motion to Limit IPXL’s Infringement

and Validity Position, Dr. Felten should be precluded from offering any testimony or opinions

other than those expregsed in his expert report. Because IPXL has not disclosed an invalidity

position with regard to Coutts, Tarbox, and Kelly for the remaining limitations of Claim 1, IPXL

is unable to now rais~ a genuine issue of material fact with regard to anticipation by those

references in responselto this motion for summary judgment. As such, IPXL cannot proffer

anything other than mere assertions of a factual dispute16 that are unsupported by evidence or
/

attorney argument, whilch cannot defeat a motion for summary judgment.

E.    Coutts IEontains The Additional Limitations of Claim 2.

Claim 2 of the 055 patent depends on Claim 1, and additionally requires that the system

of Claim 1 predict tran action information based upon stored data for that user. Coutts teaches a

system and method fo predicting transaction information based on stored data for that user

under both Amazon’s a ld IPXL’s constructions. IPXL’s expert Dr. Felten’s report contains no

opinion as to Coutts rtlated to Claim 2. Moreover, Dr. Felten admits that he has no opinion
/

regarding the non-anticipation of Claim 2 by Courts other than his opinion that the single screen

limitation of Claim 1 is aaot met. See Ex. 26, Felten Tr. at 518:1-16. As discussed above, there is

16 To the extent IPX]
impermissible undel
opinion testimony tt
the scope of Fed. R.

, attempts to elicit this information from a lay witness, it would be
Fed. R. Evid. 70! which preclude the use of lay witnesses to "backdoor"
at is based on scientific, technical or other specialized knowledge within
Evid. 702.
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the single screen limitation. Ex. 25, Felten Report at 7-32. Despite attempting to retroactively 

inject opinions that ~. Felten did not include into his report related to heretofore unchallenged 

limitations, Dr. Felten ras finally forced to admit (after being compelled by the Duty Magistrate 

Judge) that he has no fPinions other than those described in his report. See Ex. 26, Felten Tr. 

491:4-495:11; 499:23-500:4; 516:21-517:1. 

Accordingly, Jd as detailed in Amazon's pending Motion to Limit IPXL's Infringement 

I 
and Validity Position, ir. Felten should be precluded from offering any testimony or opinions 

other than those expressed in his expert report. Because IPXL has not disclosed an invalidity 
I 

position with regard to Coutts, Tarbox, and Kelly for the remaining limitations of Claim 1, IPXL 

is unable to now raiSl a genuine issue of material fact with regard to anticipation by those 

references in response to this motion for summary judgment. As such, IPXL cannot proffer 

anything other than m~re assertions of a factual dispute16 that are unsupported by evidence or 

attorney argument, Whith cannot defeat a motion for summary judgment. 

i 
E. Coutts <contains The Additional Limitations of Claim 2. 

Claim 2 of the '\055 patent depends on Claim I, and additionally requires that the system 

of Claim 1 predict transaction information based upon stored data for that user. Coutts teaches a 

system and method fei predicting transaction information based on stored data for that user 

under both Amazon's 1d IPXL's constructions. IPXL's expert Dr. Felten's report contains no 

opinion as to Coutts Jiated to Claim 2. Moreover, Dr. Felten admits that he has no opinion 

regarding the non-anticipation of Claim 2 by Coutts other than his opinion that the single screen 

limitation of Claim 1 is bot met. See Ex. 26, Felten Tr. at 518:1-16. As discussed above, there is 
I 
I 

16 To the extent IPXt attempts to elicit this information from a lay witness, it would be 
impermissible unde~ Fed. R. Evid. 701 which preclude the use oflay witnesses to "backdoor" 
opinion testimony t~at is based on scientific, technical or other specialized knowledge within 
the scope of Fed. R.\Evid. 702. 
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no genuine issue of (act that the Coutts reference discloses the single screen limitation under

both Amazon’s and IP~L’s proposed constructions by clear and convincing evidence.

F. The Additional Limitations of Claim 9 are Contained in Each of the Prior
Art Patents.

Claim 9 depends on Claim 1 and additionally requires a means for identifying a user prior

to allowing the user to execute a transaction. Each of the prior art patents disclose the means for

identifying a user befo "e allowing that user to execute transactions. See Ex. 24, Lichstein Report

at 25, 29; Ex. 27, Mat.ro Supp. Report at 22-23. IPXL cannot point to any evidence sufficient

to raise a genuine issde of fact regarding this limitation. Dr. Felten’s report is silent as to the

whether the prior art p~tents disclose the additional limitations of Claim 9, and he admits that he
/

has no opinions other than those disclosed in his report. See Ex. 26, Felten Tr. 538:13-20.

CG. outts ~ontains The Additional Limitations of Claim 15.

Claim 15 depends from Claim 9, which is dependent on Claim 1. Claim 15 requires that

the system of Claim 1 land 9 also predict transaction information for a user based upon stored

data for that user. As discussed above, Dr. Felten does not contest the fact that Coutts teaches a

system and method fo~ predicting transaction information based on stored data for that user

under both Amazon’s alnd ~XL’s constructions or that Coutts teaches the identification of a user
|

before allowing that usir to execute transactions. See Ex. 26, Felten Tr. at .538:10-20.

It., Coutts ~ontains The Additional Limitations of Claim 25.

Claim 25 depends from Claim 2, which in tum depends on Claim 1. Claim 25 requires

that the system of Clai~ 1 and 2 predict transaction information and that a user uses the input
!

means to change the ~predicted transaction information or accept the displayed transaction

information. As discu;

system and method fol

sed above, Dr. Felten does not contest the fact that Coutts teaches a

predicting transaction information based on stored data for that user

36

Case 1:08-cv-00862-LPS   Document 667-5    Filed 09/30/10   Page 43 of 47

\ ,~ 

no genuine issue of lact that the Coutts reference discloses the single screen limitation under 

both Amazon's and IPiL's proposed constructions by clear and convincing evidence. 

F. The A~ditional Limitations of Claim 9 are Contained in Each of the Prior 
Art Patents. 

I 

Claim 9 depen<iIs on Claim 1 and additionally requires a means for identifying a user prior 

to allowing the user to execute a transaction. Each of the prior art patents disclose the means for 

identifying a user before allowing that user to execute transactions. See Ex. 24, Lichstein Report 

I 
at 25,29; Ex. 27, MaiIO Supp. Report at 22-23. IPXL cannot point to any evidence sufficient 

to raise a genuine isstie of fact regarding this limitation. Dr. Felten's report is silent as to the 
\ 

whether the prior art p~tents disclose the additional limitations of Claim 9, and he admits that he 
\ 

bas no opinions otberttan those disclosed in his report. See Ex. 26, Felten Tr. 538:13-20. 

G. Coutts fontains The Additional Limitations of Claim 15. 

Claim 15 depends from Claim 9, which is dependent on Claim 1. Claim 15 requires that 

the system of Claim 1 and 9 also predict transaction information for a user based upon stored 

I 
data for that user. As discussed above, Dr. Felten does not contest the fact that Coutts teaches a 

system and method fat predicting transaction information based on stored data for that user 
I 

under both Amazon's ahd IPXL's constructions or that Coutts teaches the identification of a user I . 

before allowing that ust to execute transactions. See Ex. 26, Felten Tr. at .538: 10-20. 

H. . Coutts ~ontains The Additional Limitations of Claim 25. 
I 

Claim 25 depenCls from Claim 2, which in tum depends on Claim 1. Claim 25 requires 

that the system of cl4 I and 2 predict transaction information and that a user uses the input 

means to change the ~redicted transaction information or accept the displayed transaction 

infonnation. As diSC,Sed above, Dr. Felten does not contest the fact that Coutts teaches a 

system and method for predicting transaction information based on stored data for that user 
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under both Amazonk,and IPXL’s constructions or that Coutts teaches allowing a user to change

¯ dor accept the isplayed predicted transaction information.

I. Claim ~5 of the ’055 Patent is Also Invalid under 35 U.S.C. § 112, ¶ 2 and
§ 101 als a Matter of Law.

Claim 25 of ’ e ’055 patent impermissibly includes two distinct statutory classesma

product and a process--in a single claim. This renders Claim 25 invalid for two reasons: 1)

Claim 25 is indefinite under 35 U.S.C. §112 ¶ 2 because it is ambiguous with regard to whether a

product or process is 1:

§ 101 that only a single

Determination

~ing claimed, and 2) Claim 25 fails to satisfy the requirement of 35 U.S.C.

distinct statutory class be claimed.

9f claim invalidity for indefiniteness is "a legal conclusion that is drawn

from the court’s performance of its duty as the construer of claims." Exxon Research and Eng’g

Co. v. United States, 265 F.3d 1371, 1376 (Fed. Cir. 2001) ("indefiniteness is a question of

law"). Consequently, ellaim indefiniteness is appropriate for disposition on a summary judgment

motion. See id.

1. Claim 25 is Indefinite Under 35 U.S.C. §112 ¶ 2.
/

Section 112 ¶ 2 t"requires a claim to particularly point out and distinctly claim the subject
!

matter" of the inventiol~. See Ex parte Lyell, No. 89-0461, 1990 WL 354583, at *5 (Bd. Pat.

App. & Inter. Apr. 9, 1990) However, "combining two separate statutory classes of invention in

a single claim ... is not lufficiently precise to provide competitors with an accurate determination ¯

of the ’metes and bounds’ of protection involved." See ld. at *3. Accordingly, an invention

"which purports to be tboth an apparatus and a process in a single claim, is ambiguousand

/
properly rejected" as indl efinite. See Id. at *6.

Here, Claim 25 includes both a system and a method of using the system. First, it claims

"It]he system of Clair 2 wherein the predicted transaction information comprises both a
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under both Amazon's and IPXL' s constructions or that Coutts teaches allowing a user to change 
I 

or accept the displayeh predicted transaction information. 

I. ~~a~~15a o~~~:~~~~=!:.nt is Also Invalid under 35 U.S.C. § 112, ~ 2 and 

I 
Claim 25 of the '055 patent impermissibly includes two distinct statutory classes-a 

product and a ptOCesl-in a single claim. This renders Claim 25 invalid for two reasons: 1) 

I 
Claim 25 is indefinite 'under 35 U.S.C. § 112 ~ 2 because it is ambiguous with regard to whether a 

I 
product or process is ling claimed, and 2) Claim 25 fails to satisfy the requirement of35 U.S.C. 

§ 101 that only a singI, distinct statutory class be claimed. 

Determination if claim invalidity for indefiniteness is "a legal conclusion that is drawn 

from the court's perforance ofits duty as the construer of claims." Exxon Research and Eng'g 

I 
Co. v. United States, f65 F.3d 1371, 1376 (Fed. Cir. 2001) ("indefiniteness is a question of 

law"). Consequently, 6laim indefiniteness is appropriate for disposition on a summary judgment 

motion. See id. I 
1. <Claim 25 is Indefinite Under 35 U.S.C. §112 ~ 2. 

Section 112 ~ 2 "requires a claim to particularly point out and distinctly claim the subject 

matter" of the inVentiOr' See Ex parte Lyell, No. 89-0461, 1990 WL 354583, at *5 (Rd. Pat. 

App. & Inter. Apr. 9, 1 ~90). However, "combining two separate statutory classes of invention in 

a single claim ... is not tUfficientIy precise to provide competitors with an accurate detennination 

of the 'metes and bounds' of protection involved." See Id. at *3. Accordingly, an invention 

"which purports to be both an apparatus and a process in a single claim, is ambiguous and 

properly rejected" as in1efinite. See Id. at *6. 

Here, Claim 25 ~ncludes both a system and a method of using the system. First, it claims 

"[t)he system of CI~ 2 wherein the predicted transaction information comprises both a 
! 
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transaction type and t~

to the structure of a

However, the second

the predicted transacl

parameters" (emphasi

of the claim. This is

Harmanoglu, No. 200~2-21

ansaction parameters associated with that transaction type ..." This refers

system used in connection with an electronic fund transfer system.

,art of the claim: "... and the user uses the input means to either change.

on information or accept the displayed transaction type and transaction

added) claims a method for using the structure described in the first part

the same defect that rendered the claim at issue invalid in Ex Parte

36, 2004 WL 77344, at *3 (Bd. Pat. App. & Int. 2004). See Id.

(finding a claim indefinite because of an ambiguity whether it "is directed to the article of

manufacture recited in

manufacture recited in

the first paragraph of the claim or to the process of using such article of

the second paragraph of the claim").

2. Claim 25 is Also Invalid Under 35 U.S.C. §101.

This same flawlrenders Claim 25 invalid under § 101. "[I]nventions may be patentable

only if they fall within lone of the statutory classes of subject matter specified in 35 U.S.C. §101.

See Ex parte Lyell, 19!0 WL 354583, at *4. Accordingly, claims "cannot be both method and

apparatus," and "[i]t m.~st be clear from its wording that it is drawn to one or the other of these

mutually exclusive statutory classes of invention." See Id.; see also Ex parte Forsyth, 151

U.S.P.Q. 55, 56 (Bd. PI

rather, "must be clear

.t. App. & Int. 1966) (a claim cannot be both method and apparatus," but

.y its wording that it is drawn to one or the other of these two mutually

exclusive statutory clas§es of invention").

As discussed e~lier, Claim 25 is directed to both a system and a method for using the
/

system. Therefore, Cl~iim 25 is invalid under 35 U.S.C. §101. See Ex parte Lyell, 1990 WL

354583, at 4-5.
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transaction type and trnsaction parameters associated with that transaction type ... " This refers 

to the structure of al system used in connection with an electronic fund transfer system. 

However, the second ~art of the claim: " ... and the user uses the input means to either change 

the predicted transactn information or accept the displayed transaction type and transaction 

parameters" (emPhaSiS

I 

added) claims a method for using the structure described in the fIrst part 

of the claim. This ii the same defect that rendered the claim at issue invalid in Ex Parte 

Harrnanoglu, No. 200~-2136, 2004 WL 77344, at *3 (Bd. Pat. App. & Int. 2004). See Id. 

I 
(fInding a claim indefInite because of an ambiguity whether it "is directed to the article of 

manufacture recited in the fIrst paragraph of the claim or to the process of using such article of 

manufacture recited in the second paragraph ofthe claim"). 

I 
€laim 25 is Also Invalid Under 35 U.S.C. §lOl. I . 2. 
I 

This same flaw I renders Claim 25 invalid under § 101. "[I]nventions may be patentable 

only if they fall within ~ne of the statutory classes of subj ect matter specified in 35 U.S. C. § I 0 I. 

i 
See Ex parte Lyell, 1910 WL 354583, at *4. Accordingly, claims "cannot be both method and 

apparatus," and "[i]t mhst be clear from its wording that it is drawn to one or the other of these 
I 
I 
I 

mutually exclusive statutory classes of invention." See Id.; see also Ex parte Forsyth, 151 

U.S.P.Q. 55, 56 (Bd. plt. App. & Int. 1966) (a claim cannot be both method and apparatus," but 

rather, "must be clear Jy its wording that it is drawn to one or the other of these two mutually 

\ 

exclusive statutory classes of invention"). 

I 
As discussed eaJrlier, Claim 25 is directed to both a system and a method for using the 

I 
system. Therefore, ChUm 25 is invalid under 35 U.S.C. §101. See Ex parte Lyell, 1990 WL 

I 
354583, at 4-5. 

I 
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CONCLUSION

For the reasons stated above, Amazon respectfully requests that the Court grant

summary judgment in favor of Amazon that its 1-Click® Feature does not infringe claims 1, 2, 9,

15, and 25 of the ’055 ~patent, and that Claims 1, 2, 9, 15, and 25 of the ’055 patent are invalid,

Date: June 23, 2004 Respectfully submitted,

David A. Kessler, Esq. (VSB #42315)
GREENBERG TRAURIG, LLP
1750 Tysons Boulevard
Suite 1200
McLean, VA 22102
Tel: (703) 749-1300

David A. Zapolsky, Esq.
Vice President & Associate General Counsel
AMAZON.COM, INC.
P.O. Box 81226
Seattle, WA 98108-1226
Tel: (206) 266-1323

David K. Callahan, P.C., Esq.
Thomas Pastemak, Esq.
KIRKLAND & ELLIS LLP
200 East Randolph Drive
Chicago, Illinois 60601
Tel: (312) 861-2000

Attorneys for Amazon.corn, Inc.
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CONCLUSION 

For the reasons stated above, Amazon respectfully requests that the Court grant 

summary judgment in favor of Amazon that its 1-Click® Feature does not infringe claims 1,2,9, 

15, and 25 of the '055 batent, and that Claims 1,2,9, 15, and 25 of the '055 patent are invalid. 

I 
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David A. Kessler, Esq. (VSB #42315) 
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Tel: (703) 749-1300 

David A. Zapolsky, Esq. 
Vice President & Associate General Counsel 
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P.O. Box 81226 
Seattle, WA 98108-1226 
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David K. Callahan, P.C., Esq. 
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Chicago, Illinois 60601 
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39 



I hereby certify
Memorandum in Supp~

CERTIFICATE OF SERVICE

that a copy of the foregoing Defendant Amazon.com, Inc.’s
irt of Defendant Amazon.com, Inc.’s Motion for Summary Judgment of

Non-Infringement and Invalidity, and supporting declarations and exhibits, were delivered this

23rd day of June 2004, is follows:

BY FACSIMILE AND HAND DELIVERY
eith R. Styles, Esq.

t~obins, Kaplan, Miller & Ciresi, LLP
Suite 1200
801 K Street, NW

’~¢ashington, DC 20006
Tel: (202) 775-0725
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D avid"A Kessler/~*~

4O

Case 1:08-cv-00862-LPS   Document 667-5    Filed 09/30/10   Page 47 of 47

CERTIFICATE OF SERVICE 

I hereby certify that a copy of the foregoing Defendant Amazon.com, Inc.'s 
Memorandum in Supp~rt QfDefendant Amazon.com, IDC.'S Motion for Summary Judgment of 
Non-Infringement and IDvalidity, and supporting declarations and exhibits, were delivered this 
23" day of June 2004, r follows: 

BY FACSIMILE AND HAND DELIVERY 
*eith R. Styles, Esq. 
l}obins, Kaplan, Miller & Ciresi, LLP 
Suite 1200 
~801 K Street, NW 
~ ashington, DC 20006 
'Fel: (202) 775-0725 

I 
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!tmily M. Rome, Esq. 
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CONCLUSION 

resent application is believed' to be in condition for allowance in view of the 

ents and amendments. A prompt action to such end is earnestly solicited. 

e event any fees are due in connection with this document, the Commissioner 

is autho . to charge those fees to Deposit Account No. 50-3663 (LEADP102USA). 

xaminer believe a telephone interview would be helpful to expedite 

. secution. the Examiner is invited to contact Applicants' undersigned 

representa ve at the telephone number below. 

Law Offic of Eric D. Jorgenson. Esq. 
1457 King Road 
Hinckley, hia 44233 
Telephone (216) 225-4169 
Facsimile 330) 278-3135 

Respectfully submitted, 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELAWARE 

LEADER TECHNOLOGIES, INC., 
a Delaware corporation, 

Plaintift:-Counterdefendant, 

v. 

FACEBOOK, INC. , 
a Delaware corporation, 

Defendant-Counterclaimant 

) 
) 
) Civil Action No.1 :08-cv-08-862-JJF 
) 
) 
) DISCLOSURE OF EXPERT 
) TESTIMONY FOR .JAMES 
) HERBSLEB, PH.D. PURSUANT 
) TO FED. R. CIY P. 26(A)(2) 
) 
) 

Plaintiff Leader Technologies, Inc. ("Leader") submits the following disclosure of expert 

testimony for James Hcrbslcb, Ph.D. pursuant to Rule 26(a)(2) of the Fed. R. Civ. P. This expert 

is cngaged in ongoing refinemcnt of his opinions and expected testimony, and Leader 

specifically reserves thc right to modify or supplcment the information contained in this 

disclosure pursuant to the Federal Rules of Civil Procedure. 

ATL_IMANAUE-6877932.1 
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I, James Herbsleb, Ph.D., submit the following expert report on behalf of Leader. All opinions 

and facts stated herein are true and correct to the best of my knowledge. I reserve the right to 

modify or supplement this disclosure if more information is made available to me. 

1. I am a Professor of Computer Science and Director of the Software Industry 

Center at Carnegie Mellon University. 

2. In 1991, I received a M.S. in Compl..lter Science from the University of Michigan. 

I also have a Ph.D. in Cognitive Social Psychology (1984) and J.D. (1980) from the University 

of Nebraska. 

3. My research focuses on collaborative technologies and practices for global 

software development. I served as PIon two completed and one ongoing NSF-funded project 

investigating various aspects of collaborative software engineering. My research interests are in 

geographically-distributed software engineering, open source software development, 

collaboration over distance, and tools and technologies that support coordination. 

4. I have authored more than 70 publications, including journal publications. 

5. The details about my work experience and education are summarized in my 

curriculum vitae ("CV") attached hereto as Exhibit A, which also contains a list of publications I 

authored within the last 1 0 years. This report is based on my education, professional career and 

relevant experience, as well as the materials reviewed. 

6. I am being compensated for my time as an expert witness for Leader in this 

litigation at a rate of $300 an hour, or $2,500 per day. 

7. In the past four years I have not testified at trial or at deposition. 

8. I intend to give a tutorial of the technology involved in this case. In preparation 

for this tutorial, I intend to create graphic depictions and/or tables and charts for exhibits to aid 

the Court in its understanding of the technology involved. However, at this time I have not 

specifically created any exhibits for this litigation. 
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9. In preparation of this expert report I relied exclusively on U.S. Patent No. 

7,139,761 (the '''761 Patent"), the Court's claim construction order related to this patent, and my 

knowledge of computer science. 

BASIC INTERNET INFRASTRUCTURE 

10. A web site is hosted on a web server, one or more computer systems running 

specialized software for storing and retrieving data. The web site can be accessed over the 

Internet by a client. The Internet is an extremely large computer network which spans the world, 

and connects billions of computers together. A client is a computer connected to the Internet, 

and is typically operated by a user. A common way of viewing information hom the Intemet is 

through a computer application called a "web browser." The web site will typically send 

information to the client and which will be displayed on the web browser. The information 

displayed on the web browser is commonly refel1'ed to as a "webpage." The webpage is 

generated iI'om the web server, as is the functionality of the webpage. When a client connected 

to the Internet, it is commonly referred to as being "online." 

11. When a client accesses a web site, the communications between the web server 

and the client form a session. At the start of the session, a web site may have a user log-in and 

provide credentials which identifies and authenticates the user. 

12. After the user has been authenticated, the web site may generate a webpage which 

allows a lIser to share content, such as pictures, video, and text documents, with other users. 

This would allow, for example, two friends who are located on different sides of the globe to 

share a photo. These friends could also share the photo with other users, del110nstTa~ing how 

content can be easily distributed online. 

13. Content can have metadata associated with it. Metadata is commonly understood 

to be data about data. Examples of meta data include the time the content was created and who 

created the content. 

3 
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TRADITIONAL SYSTEMS 

14. The '761 Patent describes several traditional systems for managing data. These 

systems were inefficient for large scale online collaboration because datu was not shared in an 

efficient manner, and it lacked context sWTounding online collaboration. 

15. For example, many users organize their data in so called "folders," which mimic 

the operation of folders in the physical work. However, using hierarchical folders to store and 

organize data is highly inefficient. For example, if a file was associated with several different 

topics, in order to keep the folder in each topic, multiple locations would need to have the same 

file. As a result, the context of the file is completely dependent on which folder the user 

manually selects to put the file in. It is also difficult for other users to find data that the user 

organized into folders because the user's decisions about contexts of files are subjective. 

ONLINE COLLABORATION TOOL OF THE '761 PATENT 

16. The '761 Patent discloses an online collaboration tool that facilitates efficient 

communication, organization, and content sharing between users and allows multiple users to 

share and use electronically stored content over a network. 

17. The online collaboration tool described in the '761 Patent addresses the problems 

with traditional systems. The technology of the '761 Patent uses a server that hosts the online 

collaborution tool and is connected through the internet to the user's computer, typically running 

a web browser. The '761 Patent describes a technology where the lIser can upload content over 

the Internet, through the web browser on the user's computer, to the online collaboration tool. 

The online collaboration tool of the '761 Patent automatically associates context infQrmation 

with the content. This is described as being performed by a context component residing on thc 

server, which associates the content with context information, relating to the context in which 

this content was created. This context inf01111ation is stored as metadata and associated with 

newly created content. In this manner it provides valuable context to the content. This 

information is then stored on the back-end server in a database or other data storage means. 

4 
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18. The onlinc collaboration tool described in the '761 Patent also automatically 

tracks user actions within different environments on the online collaboration tool using a 

tracking component. Por example, the user may move from their bome page to the home page of 

a friend or coworker. The tracking component tracks the user's movement and automatically 

captures the llser's actions where the user accesses or employs their previollsly uploaded content 

from this new context. The metudatu associated with the data is then updated based on how 

conlent is used in the new contcxt and what actions are taken. The type of user actions the 

tracking component captures includes identification oftbe user who performed the action, the 

time the action was taken, and context in which the action was taken. 

19. Tbe online collaboration tool described in the '761 Patent thereby automatically 

captures information about user content and leverages this infonnation to allow effective 

collaboration. For example, the user content can be eft1ciently shared and used by many people 

using the online collaboration tool. The infomHltion about the user content can be used to avoid 

requiring multiple versions of u file, allowing a file to be uploaded once and accessed from 

multiple locations, by mUlliple users, in mUltiple contexts. FUlthennore, a user can provide 

content in one context and have that content associated with multiple other contexts. This allows 

the user to use the content in different contexts and not have to re-upload content in the other 

contexts. The information can also be leveraged to allow users to easily search for particular 

files based on the captured mctadata. 

20. 111e highest contextual assumption of the online collaboration tool is thatthere 

exists an entity of one or more users and that the data stofllge mode! assumes that the content is 

associated with the user. Thus, metadata is created when a user creates an account, and that 

metadata gets constantly updated based on the content the user uploads, or actions the user takes. 

Dated: Bpi ~ I 8 , 2010. 
f) I 

l-+~~ 0 ~Jdvb 
I . 
i James Herbsleb, Ph.D. 
~ 
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Coordinates 

James D. Herbsleb 
Professor of Computer Science 

Director, Software Industry Center 
Institute for Software Research 

Carnegie Mellon University 
April,2010 

8117 Wean Hall 
Pittsburgh, PA 15213 
Phone: (412) 268-8933 

E-mail; jdh@cs.emu.edu 
Web page: http;/lconway.isri.cmu.eduHdh/ 
Fax; (412) 268-7287 

Education 

J 991-93 Postdoctoral Research Fellow, University ofMiehigan 
Collaborative Software Engineering 

1991 M.S. University of Michigan 
Computer Science 

1984 Ph.D. University of Nebraska 
Cognitive Social Psychology 

1980 J.D. University of Nebraska 
Joint Program in Law and Psychology 

1976 B.A. Monmouth College, Monmouth, Illinois 
Psychology and Economics 

Employment Experience 

2002-present 

1996-2002 

1994-96 

1991-93 

1992 

1988-91 

1982-89 

Professor of Computer Science, Institute for Software Research, School of 
Computer Science, Carnegie Mellon University 

Member of Technical Staff, Software Production Research Department, Lucent 
Technologies 

Member of Technical Staff, Software Engineering Institute, Carnegie Mellon 
University 

Postdoctoral Research Fellow, University of Michigan 

Lecturer, Department of Psychology, University of Michigan 

Research and Teaching Assistantships, Department of Electrical Engineering and 
Computer Science, University of Michigan 

Associate Professor, Department of Psychology, Hillsdale College, Hillsdale, 
Michigan 
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Page 201'7 
Publications 

Peer-Reviewed Journals 
I. Gurbani, V.K., Garvelt, A, & I-Ierbsleb, J.D. (2010). Managing a Corporate Open Source 

Software Asset. Communications of the ACM, 53,2, pp. 155-159. 

2. Cataldo, M., Mockus, A, Roberts, lA., & Herbsleb, J.D. (2009). Software Dependencies, 
Work Dependencies, and Their Impact on Failures. IEEE Transactions on Software 
Engineering, 99, 864-878. 

3. Espinosa, A, Slaughter, S., Kraut, R., & Herbsleb, J. (2007). FamiliUlity, Complexity and 
Team Performance in Geographically Distributed Software Development. Organization 
5'cience, July-August,18, pp. 613 - 630. 

4. Espinosa, J. A, Slaughter, S. A, Kraut, R. E., & Herbsleb, J. D. (2007). Team Knowledge 
and Coordination in Geographically Distributed Software Development. Journa! of 
Management b!/ormatio/1 Systems) 24, 1, pp. 5 -12. 

5. I-Ierbslcb, J.D. & Mockus, A. (2003). An Empirical Study of Speed and Communication in 
Globally-Distributed Software Development. IEEE Transactions on So/tvvare 
Engineering, 29,3, pp. 1-14. 

6. Mockus, A., Fielding, R., & Herbsleb, J.D. (2002). Two Case Studies of Open Source 
Software Development: Apache and Mozilla. A eM Transactions on Software 
Engineering and MethodolOf:,ry, 1 J, 3, pp. 309-346. 

7. Colbert, R. 0., Compton, D. S., Hackbarth, R. 1., Herbsleb, J. D., Hoadley, 1. A., & Wills, 
G. J. (2001). Advanced Services: Changing How We Communicate. Bell Labs Technical 
Journal, 6(1), Jan.-Jun. 2001, pp. 211-228. 

8. Hcrbslcb, J.D. & Moitra, D. Global Software Development. IEEE Sojtware, March/April 
2001, pp. 16-20. 

9. EI Emam, K., Goldenson, D., McCurley, J., Herbsleb, J. D. (2001). Modeling the Likelihood 
of Software Process Improvement: Au Exploratory Study. Empirical So./tware Engineering, 
6, 3, pp. 207-229. 

10. Herbsleb,.T. D. & Grinter, R. E. (1999). Architoctures, Coordination, and Distance: Conway's 
Law and Beyond. IEEE Software, Sept/Oct 1999, pp. 63-70. 

II. Herbsleb, J. D., & Kuwana, E. (1998). An Empirical Study oflnfonnation Needs in 
Collaborative Software Design. Journal o.lthe IT?lormatiol1 Processing Society of lapan, 39, 
3,1998. 

12. Herbslcb, J. D., Zubrow, D., Goldenson, D., Hayes, W., & Paulk, M. (1997). Softwarc 
Quality and the Capability Maturity Model. Communications of the ACM, 40, 30-40. 

13. Hcrbsleb, J. D., Klein, H., Olson, G. M., Brunner, I-I., Olson, J. S., and Harding, J. (1995). 
Object-oriented analysis and design in software project teams. Human Computer Interaction, 
10,249-292. 

14. Olson, G. M., I-Ierbsleb, J. D., and Rueter, H. H. (1994) . Characterizing the sequential 
structure of interactive behaviors through statistical and grammatical techniques. HUll/an 
COlnputer Interaction, 9,427-472. 
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15. Herbsleb, J.D., Sales, B.D., Overcast, T.D. (1985). Challenging Licensure and Certification, 

American Psychologist, Vol. 40, pp. 1165-1178. 

Peer-Reviewed Conferences 
16. Wagstrom, P., Herbsleb, J.D., & Carley, K. (2010). Communication, Team Performance, 

and the Individual: Bridging Technical Dependencies. To appear, Academy 0/ Management 
C011{erence. Received Best Paper Award. 

17. Wagstr0111, P., Mockus, A, Herbsleb, J.D., & Kraut, R.E. (2010). The Impact ofComl11crciai 
Organizations on Volunteer Pmticipatioll in an Online Community. To appear, Academy 0/ 
Management COI?{erence. 

18. Dekel, U. & Herbsleb, J.D. (2009). Improving API Documentation Usability with 
Knowledge Pushing. In Proceedings, International Con/erence on So./hvare Engineering, 
Vancouver, Canada, May 16-24, pp. 320-330. 

19. Sarma, A, Maccherone, L., Wag strom, P., & Herbslcb, J. (2009). Tesseract: Interactive 
Visual Exploration of Socio-Technical Relationships in Software Development. In 
Proceedings, International Con/erence on So./h,vare Engineering, Vancouver, Canada, May 
16-24, pp. 23-33. 

20. Herbsleb, .I., Dabbish, L., Wagstrol11, P., & Sarma, A 

21. Cataldo, M. & Herbsleb, J.D. (2008). Communication networks in geographically 
distributed software development. In Proceedings, ACM Con/erence on Computer
Supported Cooperative Work, San Diego, CA, Nov. 8-12, pp. 579-588 . 

22. Dekel, U. & Herbsleb, J.D. (2008). Pushing relevant artifact annotations in collaborative 
software development. In Proceedings, ACM C01?/erence on Computer-Supported 
Cooperative Work, San Diego, CA, Nov. 8-12, pp. 1-4. 

23. Cataldo, M., Herbsleb, J.D., Carley, K.M. (2008). Socia-technical congruence: a framework 
for assessing the impact of technical and work dependencies on software development 
productivity. In Proceedings, Second ACM-IEEE International Symposium on Empirical 
Sofhvare Engineering and Measurement, Kaiserslautern, Gel111any, Oct. 9-10, pp. 2-11. 
Received AeAf' Distinguished Paper award. 

24. Cataldo, M., Bass, M., Herbsleb, J.D., Bass, L. (2007), On Coordination Mechanisms in 
Global Soft\vare Development. International Conference on Global Sojfware Engineering, 
Munich, Germany, AUf,'Ust 27-30, pp. 71 ~80. 

25. Lescher, C., Bass, M., Herbslcb J.D. (2007). Collaboration in Global Software Projects at 
Siemens: An Experience Report. international Conference on Global Sofiware Ei1gineering, 
Munich, Germany, August 27-30, pp. 33-39. 

26. LaToza, T.D., Garlan D., Herbsleb J.D., & Myers, B.A. (2007). Program Comprehension as 
Fact-Finding, in proceedings of the European So./iware Engineering Conference and the 
ACM SIGSOFT Symposium on the Foundations ofSoftvvare Engineering, Dubrovnik, 
Croatia, September 3-7, pp. 361-370. 

27. Delecl, U. & Herbsleb, J.D. (2007). Notation and Representation in Collaborative Object
Oriented Design, in Proceedings, OOPSLA 2007, pp. 261-280. 
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28. Bass, M., Herbsleb, J., Cataldo, M., Bass, 1. Architectural Misalignment: An Experience 

Report. In Proceedings, Sixth Working IEEciIFJP C01?/,erence on Software Architecture. 
Mumbai, India, January 6-9, 2007. 

29. Ankolekar, A., Sycara, K., Herbsleb, J., Kraut, R., & Welty, C. (2006). SuppOiting online 
problem-solving communities with the semantic web. In Proceedings, International World 
Wide Web COI?ference, Edinburgh, Scotland, pp. 575-584. 

30. Balan, R.K., Gergle, D., Satyanarayanan, M., & Herbsleb, J. (2006). Simplifying Cyber 
Foraging for Mobile Devices. In Proceedings, ACM International Conference on Mobile 
S)lstems, Applications, and Services. San Juan, Puerto Rico, June 11-14, pp. 272-285. 

31. Cataldo, M., Wagstrom, P., Herbsleb, J.D., Carley, K. (2006). Identification of coordination 
requirements: Implications for the design of collaboration and awareness tools. In 
Proceedings, A CM COI?/,erence 011 Computer-Supported Cooperative Work, Banff Canada, 
pp. 353-362. Received Best Paper Award. 

32. Herbsleb, J.D., Mockus, A., Robelts, J.A. (2006). Collaboration in Software Engineering 
Projects: A Theory of Coordination. International Conference on !J?/ormation Systems, 
Milwaukee, WI. Received Best in Track Award. 

33. Mullick, N., Bass, M., Houda, Z., Sangwan, R., Paulish, D., Cataldo, M., Herbsleb, .1., Bass, 
L. (2006). Siemens Global Studio Project: Experiences adopting an integrated GSD 
infrastructure. IEEE International COI?j'erence 011 Global Software Engineering. 

34. Gurbani, V.K., Gm'vert, A., Herbsleb J.D. A Case Study of a Corporate Open Source 
Development Model. (2006). In Proceedings, international Conference on Softrvure 
Engineering, Shanghai, China, May 20-25, 2006, pp. 472-481. 

35. Li, P.L., HCl'bsleb, J., Shaw, M., Robinson, B. (2006). Expericnces and Results from 
Initiating Field Defect Prediction and Product Test Prioritization Efforts at ABB Inc, In 
Proceedings o./'the International Conference on SoFware Engineering, Shanghai, China, 
May 20-25, pp. 413-423. 

36. Espinosa, A., Slaughter, S. A., Herbsleb, J. D. and Kraut, R. E. (2005). Coordination 
Mechanisms in Globally Distributed Software Development. In Proceedings of the First 
International COIy'erence 011 lvfanagemell t of Globally Distributed Work, Ballgalore, India. 

37. U, P.L, Herbsleb, J., Shaw, M. "Forecasting Field Defect Rates Using a Combined Time
based and Metrics-based Approach: a Case Study of OpenBSD". In Proceedings of the J 61h 

IEEE International Symposium on S<diware Reliability Engineering, Nov 2005. 

38. Herbsleb, J., Paulish, D.J. , Bass, M. (2005). Global Software Development at Sielilens: 
Experience from Nine Projects. International COI?ference on Software Engineering (ICSE), 
pp. 524 - 533, St. Louis, MO, May 15-21,2005. 

39. Wagstrol11, P., Herbsleb, J., Carley, K. A Social Network Approach to Free/Open Source 
Software Simulation. To appear, the First International Conference on Open Source 
Systems, Genoa, Italy, July 11 - 15,2005. 

40. Li, P. L., Herbsleb, l, Shaw, M. Finding Predictors ofField Defects for Open Source 
Software Systems in Commonly Available Data Sources: a Case Study of Open BSD (2005). 
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To appear, IEEE International Software Metrics Symposium, 19-22 September, 
Como, Italy. 
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41. Li, P., Shaw, M., Herbsleb J., Ray, B., & Santhanam, P. (2004). Empirical Evalwltion of 
Defect Projection Models for Widely-deployed Production Software Systems. To appear, 
A CM Symposium on the Foundations o/Software Engineering (FSE). 

42. Hcrbsleb, J.D. & Mockus, A. (2003). Formulation and Preliminary Test of an Empirical 
TheolY of Coordination in Software Engineering. In proceedings, A CM Symposh1111 on the 
Foundations of Software Engineering (FSE), Helsinki, Finland, pp. 112-121. 

43. Espinosa, J. A., Kraut, R.E., Slaughter, S. A., Lerch, J. F., Herbsleb, J. D., Mockus, A. 
Shared mental models, familiarity, and coordination: A multi-method study of distributed 
software teams (2002). International Conference on b?forll7atiol1 Systems (lCIS), Barcelona, 
Spain, December 15th - 18th, pp. 425-433. 

44. Handel, M. & Herbsleb, J.D. (2002). What is Chat Doing in the Workplace? Proceedings of 
ACJd C0I1/,erence 011 Computer-Supported Cooperative Work (CSCW), New Orleans, LA, 
pp. 1-10. 

45. Herbsleb, J.D., Atkins, D .L., Boyer, D.O., Handel, M., & Finholt, T.A. (2002). Introducing 
Instant Messaging and Chat into the Workplace. In proceedings of ACM Conference 011 

Computer-Human Interaction (CHI), pages t 71-178, Minneapolis, MN, April 20-25. 

46. Mockus, A. & Herbsleb, J.D. Expertise Browser: A Quantitative Approach to Identifying 
Expertise (2002). In proceedings of International Conference on Software Engineering 
(ICSE), pp. 503-512, Orlando, FL, May 19-25. 

47. Hcrbsleb, J.D., Mockus, A., Finholt, T.A., & Grinter, R.E. (2001). An Empirical Study of 
Global Sofnvare Development: Distance and Speed. In proceedings, International 
Cot(/erence 011 Sofi-ware Engineering (ICSE), pages 81-90, Toronto, Canada, May 15-18. 

48. Siy, H.P., Mockus, A, Herbsleb, J.D., Krishnan, M., and Tucker, G. T. (2001). Making the 
software factory work: Lessons from a decade of experience. In proceedings, Metrics 200 I: 
Seventh Illternational Symposium on Software Metrics, pages 317-327, London, England, 
April 4-6. 

49. Mockus, A. & Herbsleb, J.D. Challenges of global software development. (2001). In 
proceedings, J\!fetric.l' 200 I: Seventh International Symposium on Software Metrics, pages 
182-184, London, England, April 4-6. 

50. Espinosa, J. A., Kraut, R.E., Slaughter, S. A., Lerch, J. F., Herbsleb, J. D., Mockus, A. 
(2001). Shared Mental Models and Coordination in Large-Scale, Distributed Software 
Development. To appear in proceedings, International COI?/erence on Information Systems 
(I CIS), New Orleans, LA, December 16- 19. 

51. Godefroid, P., Herbsleb, J.D., Jagadeesan, LJ., Li, D. (2000). Ensuring Privacy in Presence 
Awareness Systems: An Automated Verification Approach. In procecdings, ACM 
Conjerence on Computer-Supported Cooperative Work (CSCW), pages 59-68, Philadelphia, 
PA, Dec. 2-7. 
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52. Herbsleb, J.D., Mockus, A., Finholt, T.A., & Grinter, RE. (2000). Distance, Dependencies, 

and Delay in a Global Collaboration. In Proceedings, ACM Conference on Computer
Supported Cooperative Work (CSCW), pages 319-328, Philadelphia, PA, Dec. 2-7. 

53. Mockus, A., Fielding, R.T., & Herbsleb, J. (2000). A Case Study of Open Source Software 
Development: The Apache Server. In proceedings, international Conference on Sojfware 
Engineering (lCSE), pages 263-272, Limerick Ireland, June 5-7. Most b?j7uential Paper 
Award, ICSE 2010. 

54. Herbsleb, J. D. & Grinter, R. E. (1999). Splitting the Organization and lntegrnting the Code: 
Conway's Law Revisited. In proceedings, International COI?j'erence 011 Sojfware Engineering 
(lCSE), pages 85-95, Los Angeles, CA, May 16-22. 

55. Herbsleb,1. D. Metaphorical Representation in Collaborative Software Engineering. (1999). 
In proceedings, International Joint Conjerence on Work Activities, Coordination, and 
Collaboration, pages 117-125, San Francisco, CA, February 22-25. 

56. Grinter, R E., Herbsleb, 1. D., & Perry, D. E. (1999). The Geography of Coordination: 
Dealing with Distance in R&D Work. In proceedings, International Conference on 
Supporting Group Work, Phoenix, AZ, November 14-17. 

57. Herbsleb,1. D. & Grinter, R. E. (1998). Conceptual Simplicity Meets Organizational 
Complexity: Case Study of a Corporate Metrics Program. In proceedings, international 
COI?f'erence 01/ Sojiware Engineering (ICSE), pages 271-280, Kyoto, Japan, April 19-25. 

58. Herbsleb,1. D. & Goldenson, D. (1996). A systematic survey of CMM experience and 
results. In proceedings, International COI?f'erellce on Software Engineering (lCSE), pages 
323-330, Berlin, Gelmany, March 25-30. 

59. Herbsleb, J. D., and Kuwana, E. (1993). Preserving knowledge in design projects: What 
designers need to know. In proceedings, Human Factors il1 Computing Systems (CHI), pages 
7-14, Amsterdam, The Netherlands, April 24-29. 

60. Kuwana, E. and Herbsleb, J.D. (1993). Representing knowledge in requirements engineering: 
An empirical study of what software engineers necd to know. In proceedings, IEEE 
International Symposium on Requirements Engineering, p. 273-276, San Diego, CA, January 
4-6. 

Book Chapters 
61. Olson, G. M., Olson, J. S., Stor1'0stc11, M ., Carter, M., I-Ierbsleb, J., and Rueter, H. (1996). 

The stTllctme of activity during design meetings. In T. Moran & J. Canol! (Eds.) Design 
Rationale: Concepts, Techniques, and Use. Lawrence Erlbaum: Mahwah, NJ. pp. 217-239. 

62. Goldenson, D.R., EI Emam, K., Herbsleb, J., and Deephouse, C. (1998) Empirical studies oj' 
software process assessmcnt methods, in T. P. Rout (ed.) Software Process Assessment und 
Improvement, Southamptoll, UK: Wit Press, 1998. 

Keynote addresses, Invited Talks 
63. Herbsleb, J. (2010). 

64. Herbsleb, J. (2010). Sociotechnieal Ecosystems. IFIP WG 2.9, Sa11 Diego, February 10, 
2010. (Invited presentation). 
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65. Herbsleb,1. (2009). 

66. Herbsleb, J. (2008). Coordination in Global Development. University of British Columbia, 
October 2,2008. (Distinguished Speaker Series). 

67. Herbsleb, J. (2008). Tactics for Global Software Development: When to do What? Siemens 
Software Engineering Conference, July 17,2008. (Keynote address) . 

6S. Herbsleb, 1. (2007). A Highly Selective, Deeply Biased, and Mildly Heretical View of 
Software Engineering. Microsoft Research / University of Washington Summer Institute, 
August 12,2007. {Keynote address). 

69. Herbsleb, J. (2007) . Global Software Engineering: The Future of Socio-technical 
Coordination, in Future of Software Engineering 2007, L. Briand and A. Wolf, Editors. 2007, 
IEEE-CS Press. (Invited presentation, lCSE 2007.) 

70. Herbs1cb,1. (2007). Open Source Ecologies. IBM Toronto, Academy of Technology Open 
Source Conference, February 27, 2007. (Keynote address). 

71. Herbsleb, J. (2007). Aligning Coordination Behavior with Coordination Needs: Congruence 
in Software Development. IBM TJ Watson Research, February 13,2007. (Invited 
presentation). 

72. Herbsleb, J. (2007). Coordination in Engineering: Computing Task Dependencies from 
Work Artifacts. Boeing Phantom Works, January 9, 2007. (Invited presentation.) 

73. I-Ierbsleb, 1. (2006). Coordination in GSD: Making the Invisible Visible. International 
C01?j'erence on Global Software Engineering, Florianopolis, Brazil, Oct. 16. (Keynote 
address) 

74. Herbsleb, 1. (2006). From Software Engineering to Software as Service: Computing Task 
Dependencies from Work Artifacts. Microsoft Research Laboratory, August 11,2006. 
(Invited presentation.) 

75. Herbsleb, 1. (2006). Dependencies and awareness in unstable environments. Stanford 
University, March 22, 2006. (Invited presentation.) 

76. Herbsleb, J. (2006). Overcoming the Challenges of Global Development. OOP 2006, 
Munich, Germany, JanuaIY 18,2006. (Invited presentation). 

77. Herbsleb, 1. (2006). What Every Commercial Developer Should Know about How Open 
Source Works. OOP 2006, Munich, Germany, January 19, 2006. (Invited presentation). 

78 . Herbsleb, J. (2005). Integrating organizational systems. Keynote, Siemens Technology Day 
2005, Salzburg, Austria, 11/7/2005. . 

79. Herbsleb, J. (2005). Beyond computer science. Intel'l1ational COl?/erence on Software 
Engineering (ICSE), pp. 23-27, S1. Louis, MO, May 15-21,2005 (invited presentation). 

so. Hcrbsleb, J. (2004). Why open source works. Open Source and Free Sofhvare: Concepts, 
Controversies, and Solutions, May 9-11, University of Toronto, Toronto, Canada. 
http://osconf.kmdi.utoronto.ca/default.htm (invited presentation.) 

SI. Herbslcb, J. (2003). Two Cases of Open Source Software Development: Apache and 
Mozilla. fIBS - MIT Sloan Free/Open Source Software Conference: New Models o.!Software 
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Development, June 19-20, Hnrvnrd Business School nnd MIT Sloan School of Business. 
http://opensource.rnit.edu/conference.html(invited presentation.) 

82 . HerbsJcb, J. (2002). Research Priorities in Open Source Softwnre Development. AdvClncing 
the Research Agenda 011 Free/Open Source Software, Oct. 14, Brussels, Belgium. Institute 
ofInfonomics, University of Maastricht and Center for Information Policy, University of 
Maryland. http://www.infonomics.nIlFLOSS/workshop/ (invited presentation.) 

83 . Herbsleb, J., (with Atkins, D., Handel, M., Mockus, A., Peny, D., Wills, G). Global 
Software Development: The Bell Labs Collaboratory. In proceedings, Intematiol1C11 
Conference on Sojhvare Engineering (ICSE 200 I) Toronto, Canada, Mny 15-18, p. 681. 
(Invited presentntion.) 

Selected Other Papers 
84. Cataldo, M., Herbsleb, J., & Carley, K. (2008). Socio-Technicnl Congruence: A Frnmework 

for Assessing the Impact of Technical and Work Dependencies on Software Development. 
Workshop on Socio-Technical Congruence (STC-2008), May 10, Leipzig, Germany. 

85 . Sanna, A & Hcrbsleb, J.D. (2008). Using development experience to calculate congruence. 
Workshop on Socio-Technical Congruence (STC-2008), May 10, Leipzig, Germany. 

86. Sarma, A, I-Ierbskb, J., & van del' Hoek, A. (2008). Challenges in Measuring, 
Understanding, and Achieving Social-Technical Congruence. Workshop on Socio-Teclmical 
Congruence (STC--2008), May 10, Leipzig, Germany. 

87. Herbsleb, J., Sarma, A, Mockus, A, & Cataldo, M. (2008). Using Distributed Constraint 
Satist~lction to Build a Theory of Congruence. Workshop on Socio-Technical Congruence 
(STC-2008), May 10, Leipzig, Germany. 

SR. Wagstrom, P. & Herbsleb, J. (2008). Individualized Socio-Technical Congruence. 
Workshop on Socio-Technical Congruence (STC-2008), May 10, Leipzig, Germany. 

89. Herbsleb, J., Webe:r, R., Cai, Y, & Flnholt, T. (2008). Economic Congruence in Open Source 
Ecologies. Workshop on Socio-Technical Congruence (STC-2008), May to, Leipzig, 
Germany. 

90 . Wagstrom, P. & Herbsleb, J.D. (2006). Dependency forecasting in the distributed agile 
organization. Communications of the ACM, 49 (I 0), pp. 55-56. 

91. Shaw, M., Herbsleb, J.D., Ozkaya, 1., & Root, D. (2005). Deciding What to Design: Closing 
a Gap in Software Engineering Education Invited paper for Education and Training Track of 
27th International Conference on Software Engineering (ICSE 2005), May 2005, book 
chapter to appear. . 

92 . Herbsleb, J.D. & Moitra, D. Global Software Development. IEEE Software, March/April 
2001. (Special issue, Herbsleb, J.D. & Moitra, D. , Eds.) 

93. Rocco, E., Finholt, T.A, Hofer, E.C., & Herbsieb, J.D. (2001, April). Out of sight, shOit of 
t1'llst Presentation at the Founding COI?ference a/the European Academy a/Management. 
Barcelona, Spain. 

94. Finholt, T. A., Rocco, E., Bree, D., Jain, N., & Herbsleb, J. D. NotMeeting: A Field Trial of 
NctMeeting in a Geographically Distributed Organization. S1GCHI Bulletin, April 1999. 
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95. Boyer, D. G., Cortes, M., Herbsleb, J. D., & Handel, Mark J. Virtual COnU11Ul1ity Presence 

Awareness. In Proceedings, CSCW '98 Workshop 011 Designing Virtual Communities/or 
Work, Seattle, W A, November 14-18, 1998 . 

96. Herbslcb, J.D . I-lard problems and hard science: On the practical limits of experimentation. 
(1998). IEEE TCSE Software Process Newsletter, No. 11, Winter 1998, 18-21. 

97. Herbsleb, J. D. Supporting the emergence of abstractions in software design. (1997). CHI 
97 Workshop 011 Interactive Systems/or Supporting the Emergence o.f'Concepts and Ideas. 

98. Goldenson, D. & Herbsleb, J. (1995). After the appraisal: A systematic survey of process 
improvement, its benefits, and factors that influence success. Technical Report CMu/SEI-95-
TR-009, Carnegie Mellon University. 

99. Hcrbslcb, J., Carleton, A, Rozum, J., Siegel, J., Zubrow, D. (1994). Benefits of CMM-bascd 
software process improvement: Initial results. Technical Report CMU/SEI-94-TR-13, 
Carnegie Mellon University. 

loo.Herbsleb, J., Zubrow, D., Siegel, J., Rozum, J., Carleton, A. (1994). Software process 
improvement: State of the Payoff. American Programmer, 7, 2-12. 
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Funding 

I. Bosch COl1Jorate Research, $100,000 (2008), 

2, IBM Jazz Faculty grant. $60,000 (total, 2008-2009), 

3, Accenlllre Technology Labs $100,000 (total, 2007-2008), 

4, Siemens Software Initiative, $100,000 (2007), 

Page 10 of7 

5, National Science Foundation, IIS-0414698, Coordination, communication, and collaboration 
in open source software development. $400,000, PI: Herbsleb, Co-PIs: Carley, Knlllt, 
Mockus, 

6, National Science Foundation, IIS-0534656, The role of architecture in facilitating design 
collaboration, $500,000, PI: Herbsleb, Co-PIs: Garlan, Paulish, 

7, Siemens Corporate Research, $100,000 (2006), 

8, IBM Faculty Award, $40,000 (2005), 

9, SEl IR&D, Understanding organizational risk in architectural design, $246,000, With Bass 
& Klein. 

10, Sloan Foundation. Software Industry Center. 

Selected Press Coverage 

Open Source Developll1el1t Models Fall Flat, Computerworld, May 12, 2004. 
http://www.computerworld.com/printthis/2004/0.4814.931 09,00.l1tml 

¥ou Can Surf but You Can't Hide, New York Times, February 7,2002. 
http://www.nytimes.com/2002/02/07/techno\ogy/circuits/07HERE.html?ex= 1 025680685&ei= 1& 
en=fOe9040e3 bO 5 6fec 

Soflware Development Goes Global. Computerworld, June 26, 2000. 
http://www.computerworld.com/cwi/story/0.1199.NAV47_ST046187.00.html 

Unit of One: The Road not Taken, Fast CompanY, June 2000. 
http://www.fustcompany.eom/online/35/0Ile.html 

Dissertation Supervision 

Committee Chair or Co-chair 
Marcelo Cataldo (with Kathleen Carley), Institute for Software Research, SCS, CMU. 
Uri Delcel, Institute for Software Research, SCS, CMU, 
Peter Landwehr (with Kathleen Carley), Institute for Software Research, SCS, CMU. 
Patrick Wagstrom (with Kathleen Carley), Engineering and Public Policy, CMU, 
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Professional Activities 

Associate Editor, ACM Transactions 011 So,lfware Engineering and Methodology, 2008-present 
Editorial Board, Empirical So/Mare Engineering, 2006-prese11t 
Conferencc Co-Cbair, Computer-Supported Cooperative Work (CSCW) 2004 
Program Committee, interneltionai Conference on Sof!ll'are Engineering, 2008 
Program Committee, Foundations of Software Engineering (FSE) 2008 
Program Committee, Foundations ofSo,lfware Engineering (FSE) 2006 
Program Commi ttee, Foundations of Software Engineering (FSE) 2004 
Program Committee, international Conference on Software Engineering (lCSE) 2003 
Program Co-Chair, Human-Computer Interaction Consortium (HCIC) 2002. 
Guest cditor, Special issue of IEEE Software on Global Software Development (Mar'/Apr. 2001) 
Reviewer, ACM Conference on Computer-Human Interaction (CHI) 
Reviewer, ACM Conference on Computer-Supported Cooperative Work (CSCW) 
Reviewer, ACM Transactions on Information Systems (TOIS) 
Rcviewer, IEEE Transactions 011 Software Engineering 
Rcviewer, Empirical Software Engineering 
Reviewer, Empirical Studies of Programmers 
Reviewer, Human-Computer Interaction 
Reviewer, IBlv! Systems Journal 
Member, Association for Computing Machinery 
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CERTIFICATE OF SERVICE 

I, Gladys Tong, hereby certify that on April 8, 2010, I served the foregoing on the 

following as noted: 

BY E-MAIL 

Heidi Keefe 
Mark Weinstein 
Jeffrey Norberg 
Cooley Godward Kronish LLP 
Five Palo Alto Square 
3000 El Camino Real 
Palo Alto, California 94306-2155 
Tel: (650) 213-0300 
Fax: (650) 213-8158 

E-Mail: hkeefe@coo!ey.com 
E-Mail: I11weinstein@cooley.com 
E-mail: jnorbcrg@cooley.com 

~~ 1" '" / //" . 

GI!} ys Tong /-. 
/ -K1NG & SP A1PJNG LLP 

333 Twin Dolphin Drive 
Suite 400 

-----

Redwood Shores, CA 94065 
(650) 590-0700 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELAWARE 

LEADER TECHNOLOGIES, INC., 
a Delaware corporation, 

Plaintiff-Counterdefendant 

v. 

FACEBOOK, INC., 
a Delaware corporation, 

D efendant-Counterclaimant. 

J 
) 
) Civil Action No. 1:08-cv-08-862-JJF 
) 
) 
) DISCLOSURE OF EXPERT 
) TESTIMONY FOR JAMES 
) HERBSLEB, PH.D. PURSUANT 
) TO FED. R. CIV. P. 26(A)(2) 
) 
) 
) 

HIGHLY CONFIDENTIAL - ATTORNEYS'EYES ONLY 

Plaintiff Leader Technologies, Inc. ("Leader") submits the following disclosure of expert 

testimony for James Herbsleb, PhD. pursuant to Federal Rules of Civil Procedure 26(a)(2). This 

expert is engaged in ongoing refinement of his opinions and expected testimony, and Leader 

specifically reserves the right to modify or supplement the information contained in this 

disclosure pursuant to the Federal Rules of Civil Procedure. 

ATL_IMANAGE-69!0427.! 
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I, James Herbsleb, Ph.D., submit the following expert report on behalf of Leader. All 

opinions and facts stated herein are true and correct to the best of my knowledge. I reserve the 

right to modify or supplement this disclosure if more information is made available to me. 

1. I am a Professor of Computer Science and Director ofthe Software Industry 

Center at Carnegie Mellon University. 

2. In 1991, I received a M.S. in Computer Science from the University of Michigan. 

I also have a Ph.D. in Cognitive Social Psychology (1984) and J.D. (1980) from the University 

of Nebraska. 

3. My research focuses on collaborative technologies and practices for global 

software development. I served as PIon two completed and one ongoing NSF-funded project 

investigating various aspects of collaborative software engineering. My research interests are in 

geographically-distributed software engineering, open source software development, 

collaboration over distance, and tools and technologies that support coordination. 

4. I have authored more than 70 publications, including journal publications. 

5. The details about my work experience and education are summarized in my 

curriculum vitae ("CV") attached hereto as Exhibit A, which also contains a list of publications I 

authored within the last 10 years. 

6. I am being compensated for my time as an expert witness for Leader in this 

litigation at a rate of $300 an hour, or $2,500 per day, and $400 an hour for deposition and 

testimony at trial. The compensation that I receive is not dependent in any way on the outcome 

of the litigation. 

7. In the past four years I have not testified at trial or at deposition. 

2 
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8. A list of documents I reviewed in preparation for this report is attached to this 

report as Exhibit B and Exhibit C. As shown, I have reviewed Dr. Greenberg's and Mr. Hughes' 

report, including all exhibits attached thereto. I intend to rely upon, and discuss, all material 

listed in Exhibit B and Exhibit C, including the opinions of Dr. Greenberg and Mr. Hughes and 

all exhibits attached to their repOlis, at trial, to the extent they are allowed to testify. 

9. My opinion, contained in this report, is based on my education, professional 

career, and work experience, as well as the materials and deposition transcripts that I have 

reviewed which are listed in Exhibit B and Exhibit C. 

10. For the purposes of this report I am using the following definitions for terms in 

the claims of United States Patent No. 7,139,761 ("the '761 Patent"), as provided by the Court in 

this litigation: 

Term Definition 

context environment 

component a computer-related entity, either 
hardware, a combination of hardware 
and software, software, 01' software in 
execution 

many-to-many two or more users able to access two or 
functionality more data files 

dynamically automatically and in response to the 
preceding event 

For all other terms, I am applying the plain and ordinary meaning as commonly 

understood by one of skill in the art. 

3 
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11. For the purposes of this repOlt I considered a person of skill in the ali to be 

someone with a bachelor's degree or higher in computer science and/or several years of 

experience in the computer industry. 

12. I have been informed that a United States patent is presumed valid. This is 

because an issued patent has already undergone scrutiny from the United States Patent and 

Trademark Office ("USPTO"). I further understand that because a patent is presumed valid, the 

evidentiary burden to invalidate a patent requires clear and convincing evidence. 

13 . I have been informed that a claimed invention is invalid if it is anticipated. A 

claimed invention is anticipated if each and every element of the claimed invention is disclosed 

in a single reference. Therefore, a claim is not anticipated if at least one element of the claim is 

not disclosed in a single reference. 

14. I have been informed that a claimed invention is also invalid if it is obvious. A 

claimed invention is obvious if a single reference or two or more references combined together 

disclose all of the elements if the claimed invention. Obviousness is determined by looking at 

the claimed subject matter as a whole through the eyes of one of ordinary skill in the art at the 

time the claimed invention was made. Therefore, a claim is not obvious if the references do not 

disclose at least one element of the claim. FUliher, a claim is not obvious if there exists no 

suggestion or motivation to combine the references. 

15. I have been informed that a proper prior art reference must be an enabling 

disclosure. Specifically, a reference must enable one of ordinary skill in the art to make the 

invention without undue experimentation. 

16. Moreover, I have been informed that if a United States patent is used as an alleged 

prior art reference, it must have been filed before the conception date of the '761 Patent or must 

4 
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have been published 1 year before the earliest effective filing date. If any other type of reference 

is used as an alleged prior art reference, it must have been published 1 year before the earliest 

effective date. I 

17. I have been informed that if an independent claim is found valid, every claim 

which depends from the independent claim is also valid. 

18. I have been informed that under 35 U.S.C. § 119(e)(1), an application for a patent 

may rely upon the priority date of a provisional application if the patent application and 

provisional have the same inventors, the application specifically references the provisional 

application, the application is filed within 12 months of the provisional application, and the 

provisional application meets the requirements of the first paragraph of35 U.S.C. § 112, which 

states: 

The specification shall contain a written description of the invention, and of the 
manner and process of making and using it, in such full, clear, concise, and exact 
terms as to enable any person skilled in the art to which it pertains, or with which 
it is most nearly connected, to make and use the same, and shall set f011h the best 
mode contemplated by the inventor of carrying out his invention. 

19. I understand that a patent is presumed to be entitled to the filing date of its 

provisional application, especially if this date is used by the USPTO during the prosecution of 

the patent. I fUl1her understand that clear and convincing evidence is required in order to 

overcome this presumption. 

20. I have been informed that secondary considerations are relevant to the 

determination of whether a product 01' process was obvious at the time of invention to one of 

ordinary skill in the art. Secondary considerations include the invention's commercial success, 

I I have been informed there are other situations in which references may be used as prior mi. However, based on 
the references provided by Dr. Greenberg in his report, these are the only relevant rules regarding alleged prior ali. 

5 
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commercial acquiescence (licensing), a long felt but unresolved need, the failure of others, 

skepticism by experts, praise by others, teaching away by others, recognition of a problem, 

laudatory statements by the infringer, and copying of the invention by competitors. 

21. In my report, I only address the opinions set forth by Dr. Saul Greenberg in his 

report. If Dr. Greenberg is allowed to supplement his report or testify regarding any matter 

which is not provided in his report, I reserve the right to address Dr. Greenberg's newly formed 

opinions once they are made known to me. 

22. In my report, I also address the opinions set forth by Mr. James Hughes in his 

repOli. If Mr. Hughes is allowed to supplement his report or testify regarding any matter which 

is not provided in his report, I reserve the right to address Mr. Hughes' newly formed opinions 

once they are made known to me. 

23. In order to aid the COU1i and jury in understanding my opinion regarding the 

validity of the '761 Patent, I intend to create demonstrative exhibits for trial. These 

demonstrative exhibits will include graphical and non-graphical illustrations (such as charts, 

tables, etc.) of the technology covered by the claims of the '761 Patent (including the file history 

and provisional application), the references cited by Dr. Greenberg and Mr. Hughes, background 

of the alleged prior ali, and other material which illustrate my opinions 

24. I intend to address all of Dr. Greenberg's relevant testimony at trial. To the extent 

Mr. Hughes is permitted to testify, I also intend to address all of Mr. Hughes' relevant testimony 

at trial as well. For example, I intend to address 01'. Greenberg'S (and Mr. Hughes') testimony 

regarding any of the opinions provided in his report, including any testimony he gives regarding 

the subject matter of the '761 Patent, any terminology, the skill of one in the art, the priority date 
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of the '761 Patent, his analysis regarding the validity of the '761 Patent, and an opinions set forth 

in my report herein. 

25. Dr. Greenberg notes in a footnote that his analysis does not necessarily indicate 

every single place within a particular prior art reference where a particular claim limitation may 

be located. For purposes of my report, I have only addressed the opinions provided by Dr. 

Greenberg in his report, including the citations that he discloses. To the extent that Dr. 

Greenberg is allowed to testifY regarding other citations which are not in his report, I reserve the 

right to address his newly formed opinions and citations. This same principal applies to Mr. 

Hughes to the extent he is allowed to testifY. In any case, the citations provided in my report are 

also only exemplary, and do not necessarily indicate every single citation that supports my 

opinion. To that extent, I reserve the right to rely on any portion of any of the asserted 

references (defined below), or any portion of the material listed in Exhibit B and Exhibit C, at 

trial. 

26. I have been informed that Facebook is accused of infringing Claims 1,4, 7, 9, 11, 

16,21,23,25,31 and 32 of the '761 Patent (the "asserted claims"). 

27. In Dr. Greenberg's report, he splits the asserted claims up into arbitrary elements 

which are not consistent with the claims as written. To the extent possible, I have addressed Dr. 

Greenberg'S analysis using the correct breakdown of elements, which are provided as separate 

paragraphs in the claims, rather than the arbitrary breakdown of elements used by Dr. Greenberg. 

28. In Dr. Greenberg'S report, he mentions United States Patent No. 6,370,538 to 

Lamping ("the' 538 Patent), United States Patent No. 6,308,179 to Petersen ("the' 179 Patent"), 

iManage DeskSite 6.0 User Reference Manual ("the iManage manual"), a paper entitled "A 

Context File System for Ubiquitous Computing Environments by Christopher Hess ("the Hess 
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paper"), United States Patent 6,430,575 to Paul Dourish ("the '575 Patent"), European Patent 

Application No. EPI087306 to Hubert ("the '306 Patent"), United States Patent No. 7,590,934 

("the '934 Patent"), United States Patent No. 6,236,994 to Swartz ("the '994 Patent"), United 

States Patent No. 6,941,313 to Seliger ("the '313 Patent"), United States Patent No. 7,346,648 to 

Seliger ("the '648 Patent"), United States Patent No. 6,434,403 to Ausems ("the '403 Patent"), 

and various pages from the Microsoft Computer Dictionary (collectively "the asserted 

references"). To the extent Dr. Greenberg has provided an opinion that the asserted references 

invalidate the '761 Patent, I disagree with his opinion. It is my opinion, for the reasons set forth 

herein, that the '761 Patent is valid in light of the asserted references. 

SUMMARY OF THE '761 PATENT 

29. The '761 Patent discloses an online collaboration tool that can be employed by 

collaboration systems to create linked personal and shared workspaces or environments. A user 

has access to a suite of applications within an environment, allowing the users to access, 

manipulate, and store data. These environments can be linked together into larger structures to 

form an online collaboration tool. Users can move among environments on the system and the 

tool keeps track of their movements. Data created by a user is associated with that user and with 

the environment in which the data was created. If a user moves from one environment to 

another, the user can continue to access data created in the first environment, and possibly access 

additional data available in the second environment. Environments can be shared among users. 

All data associated with a shared environment is available to all users who access that 

environment. Actions of users in the shared environment can be seen by other users in that 

environment. Shared environments provide a flexible mechanism for defining workflows. The 

online collaboration tool disclosed in the '761 patent is extremely effective at suppOlting 

8 
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collaboration because the workspaces bring together a suite of tools for a patiicular type of work, 

and the data for that work is associated with the tools and with the users who created it. Users 

have everything they need as soon as they enter the workspace, and shared workspaces bring 

together the right set of users for a task. The tool supports and tracks users as they move from 

one workspace to another. 

CONCEPTION DATE OF THE '761 PATENT 

30. It is my understanding that the American patent system is a first-to-invent system, 

where an inventor is entitled to use the date that he or she conceived of an invention. Under this 

system, an inventor is considered to have conceived an invention when he or she has a 

permanent idea ofa complete and operative invention, even if the invention has not actually been 

made. I have been informed that corroborating evidence of conception of the invention is 

required for an inventor to rely on a conception date. 

31. It is my understanding that the inventors of the '761 Patent claim that they 

conceived of the invention of the '761 Patent by no later than August 19, 1999. An example of 

corroborating evidence that I have reviewed is the document titled "LEADER Project Functional 

Specification" and corresponding email dated August 19, 1999 (L TI_OI2960-88). After 

reviewing these documents, it is my opinion that these documents corroborate that the inventors 

ofthe '761 Patent had a permanent idea of the complete and operative invention by August 19, 

1999. 

32. Dr. Greenberg has not challenged the conception date ofthe '761 Patent. This 

confirms my opinion that the appropriate conception date of the '761 Patent is August 19, 1999. 

9 
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PRIORITY DATE OF THE '761 PATENT 

33. In my opinion, the priority date of the '761 Patent is the filing date of the 

provisional application, December 11,2002, because the Provisional Application and '761 Patent 

Application meet all of the requirements for claiming priority to the filing date of the Provisional 

Application. 

34. The Provisional Application and the '761 Patent Application both identify JeffR. 

Lamb and Michael T. McKibben as inventors. The cover page of the '761 Patent contains, under 

the heading "Related u.s. Application Data" an explicit reference to the Provisional Application. 

35. The cover page for the Provisional Application states that it was filed on 

December 11,2002. The cover page for the '761 Application states that it was filed on 

December 10, 2003, less that one year before the filing date of the Provisional Application. 

36. My understanding is that the United States Patent and Trademark Office 

considered the December 11,2002 filing date of the Provisional Application to be the effective 

filing date of the '761 Application because it is provided on the cover page of the Provisional 

Application. My opinion is confirmed with the prosecution history in which the Patent Examiner 

referenced the filing date of the Provisional Application in a June 3, 2005 Office Action. See 

June 3, 2005 Office Action at 2. In addition, all of the references that were cited by the 

Examiner were either filed or published before the filing date of the Provisional Application. 

Thus, the actions of the United States Patent Office, and the prior art cited by the Examiner, is 

consistent with my opinion that the effective filing date of the ' 761 Patent is December 11,2002. 

37. In addition, I had a post-doc student in my lab look at the provisional application 

to determine whether it was possible to make and use a program which would meet the elements 

of the asserted claims. The post-doc student qualifies as one of skill in the art at the time of the 
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invention. In approximately 10 hours, he was able to write the code provided as Exhibit C. This 

code demonstrates that the provisional application enables one of skill in the art to make and use 

the claimed invention. 

38. I saw a live demonstration of an actual program which was built based on the 

provisional application. During the demonstration, I was able to see the inner working of the 

product by various "PRINT" commands which were provided in the code. This demonstration 

also confirmed that one of skill in the art was able to make and use the claimed invention based 

on the provisional application. 

39. FUithermore, in my opinion the Provisional Application contains a sufficient 

description, in both the numbered paragraphs of the Provisional Application and in the pseudo 

code attached to it, of each of the asselted claims of the '761 Patent such that one of ordinary 

skill in the art of computer science could implement the claimed functionality without undue 

experimentation. It is my opinion that both the provisional application and the '761 Patent 

contain sufficient disclosure to indicate that the inventors were in possession of the invention. I 

considered the disclosure as a whole, any citations below are merely exemplary in nature. 

40. Dr. Greenberg argues that the Provisional Application has not adequately 

disclosed "tracking user movement from a first to second context/user environment/workspace, 

and updating and/or changing metadata associated with the data in response to that 

movement/access." Greenberg Expert Report, ~~76-77. After reviewing of the Provisional 

Application, it is my opinion that the claim elements referenced in paragraph 76 of Dr. 

Greenberg's report related to tracking user movements and updating data are disclosed by the 

Provisional Application. Dr. Greenberg seems to have relied on the fact that some language in 

the '761 Patent was not included verbatim in the Provisional Application. However, the 
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Provisional Application includes a comprehensive disclosure which adequately discloses these 

elements, both through descriptions in the operation ofthe system and exemplary pseudo code. 

41. The Provisional Application states that a goal of the invention is to "provide a 

communication tool that automatically stores contextual information relating to an item of 

communication and utilizes that context[] in performance of communication tasks." Provisional 

Application at 4. The Provision Application further elaborates on the concept of a context, 

stating: 

Context - prior art communications tools do not know the business andlor 
personal context(s) within which files are created and used. For example, a 
person may create three files in a word processor, one relating to sales, the second 
relating to operations and the third relating to his son's football team. However, 
the word processor itself has no way of knowing to automatically store those three 
files in at least three different places. Provisional Application at 2. 

42. The Provisional Application describes the tracking of the users between contexts 

when it states that " [a]s users create and change their contexts, the files and applications 

automatically follow, dynamically capturing those shifts in context." Provisional Application at 

5. The Provisional Application further describes the capturing of information related to content, 

stating that "[c ]ontent is preferably associated with a routing algorithm referred to herein as a 

webslice ... the content has an intelligent quality whereby upon a change of structure of the web, 

the content knows which board or boards it should be on both before and after the change in 

structure." Provisional Application at 6. The Provisional Application further proviges that "the 

loc[a]tion of content may be determined by detecting changes in structure, detecting the 

temporary location of the content on the boards in the routing algorithm before and after the 

change and adjusting the location of the affected content as part of the change in structure." 

Provisional Application at 7. 
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43. This description is supplemented by the pseudo code included in the Provisional 

Application. The beginning of the pseudo code includes a number of "import" statements that 

are instructions to include additional source code referenced in each "import" statement. 

Provisional Application at 1 O. Several of these "import" statements, including "import 

com.leader.persist. *;" "import com.leader.persist.vbsf*;" and "import 

com.leader.osapplication.sessionstate. *" indicate that the pseudo code is intended to load other 

source code that facilitates the tracking of a user from one environment to a second environment. 

Id. For example, the "import com.leader.osapplication.sessionstate. *;" statement indicates that 

the code maintains track of a users "session state." Provisional Application at 1 O. Information 

related to the user's session and the state of that session in one example of a method of tracking a 

user's interaction with the system. The "WebRelationships" method is a code-based example of 

combining stored metadata with the tracked location of the user in order to update the metadata 

associated with user created content on the system. Provisional Application at 15. Again, as 

noted above, the "VSBF" comment tag denotes samples of used to write metadata relating to a 

user's tracked state to underlying database. Id. Furthermore, "action.addActionListener 

(RemoveWebRelationshipActionListener.GLOBAL);" is used to track the movement of a user 

through his interactions with the system. Provisional Application at 6, line 30. These elements 

from the Provisional Application adequately disclose tracking a user's movement as disclosed in 

the claims of the '761 Patent. 

44. Dr. Greenberg has also argued that the Provisional Application has not adequately 

disclosed "creation and storage of' metadata. '" After a review of the Provisional Application, it 

is my opinion that the claim elements referenced in paragraph 79 of Dr. Greenberg'S repOli 

related to the creation and storage of data and metadata is adequately disclosed in the Provisional 
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Application. The Provisional Application includes a comprehensive disclosure which adequately 

discloses these elements, both through descriptions in the operation of the system and pseudo 

code. 

45. Dr. Greenberg is incorrect in his statement that the Provisional Application 

teaches away from the use of meta data as in the system claimed in the '761 Patent. Greenberg 

Expert Report, ~80. The section referred by Dr. Greenberg merely states that manual metadata 

tagging which "involve[s] having a knowledge officer view files after they have been stored and 

create meta-data tags with additional key words" is limited because "no information is contained 

within the file about the user and context and circumstances of the user at the time the filed was 

created." Provisional Application at 3. The cited section clearly discloses the concept that 

metadata can be used to store information related to data in a system where these limitations 

related to manual tagging of data were addressed. Furthermore, it is perplexing how this could 

be considered to teach away fi'om the use of meta data as in the '761 Patent, as the '761 Patent 

includes an almost identical copy of the statement relied on. '761 Patent, Col. 2, n. 50-59. 

46. The numbered paragraphs of the Provisional Application and the attached pseudo 

code adequately describe the "dynamic association" and storage of metadata and data. The 

Provisional Application states, in a section titled "Description of the Embodiments", that "[a]s 

users create and change their contexts, the files and applications automatically follow, 

dynamically capturing those shifts in context." Provisional Application at 5. This passage 

shows that the Provisional Application describes a process of dynamically associating metadata. 

The Provisional Application states "[a]lternatively, the loc[a]tion of content may be determined 

by detecting changes in structure, detecting the temporary location of the content on the boards 

in the routing algorithm before and after the change and adjusting the location of the affected 
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content as part of the change in structure." Provisional Application at 7. This fUliher 

demonstrates the dynamic association of metadata with data. 

47. The pseudo code attached to the Provisional Application describes a system 

where a user can create data within a user environment/context. The 

"createRelationshipsSubForm" function includes calls that request and associate user created 

data. Provisional Application at 15. The portions of the pseudo code labeled with the "VSBF" 

comment tag are examples of code used as an interface between the code listed in the Provisional 

Application and a database that is used to store the user-created files and documents. Id. These 

"VSBF" statements show examples of storing and retrieving the metadata. These portions of the 

pseudo code attached to the Provisional Application would be used to store user-created data for 

long-term storage. 

48. FUlihermore, the pseudo code attached to the Provisional Application describes 

"dynamic association" and storage. The beginning of the pseudo code includes a number of 

"impOli" statements that are instructions to include additional source code referenced in each 

"import" statement. Provisional Application at 10. Several of these "import" statements, 

including "import com. leader. persist. *;" "impOlicom.1eader.persist.vbsf*;" and "impOli 

com.leader.osapplication.sessionstate. *" indicate that the pseudo code is intended to load other 

source code that facilitates the capture and storage of context information. Id. The 

"createRelationshipsSubForm" function includes calls that request metadata related to the user 

and to user created data. Provisional Application at 15. This portion of the pseudo code is an 

example of the types of meta data reads and writes needed to implement dynamic association and 

storage in metadata. 
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Dependent Claims 

49. I disagree with Dr. Greenberg's statement that the Provisional Application does 

not disclose Claims 4 because it does not disclose "a relationship between the user and at least 

one of an application, application data and user environment." The Provisional Application 

discloses this, stating that "this invention relates to new structures and methods for creating 

relationships between users, applications, files and folders." Provisional Application at 1. The 

'''Web Version l' Working Description" portion ofthe Provisional Application describes one 

method for organizing context information as a relationship between a user and the user 

environment, application, and application data. Provisional Application at 8-10. In particular, 

the "ClAP Implementation" example in this section of the Provisional Application describes a 

number of users in terms of the relationships between the Applications, Files, and Folders 

associated with those users. Id. at 9. Moreover, the Provisional Application clearly states "the 

People, Webs, and Boards become the automatic context for Applications, Files, and Folders." 

Id. at 10. The inclusion of context information defining the relationships between the user and 

the user 's applications, application data, and user environment allows for "the instantaneous 

reorganization of people and topic associations along with the communications tools." ld. 

Claim 7 

50. I disagree with Dr. Greenberg's statement that the Provisional Application does 

not disclose Claim 7. Dr. Greenberg provides no specific analysis for Claim 7, and'has not 

provided any proof that Claim 7 is not adequately disclosed. In my opinion, the Provisional 

Application adequately disclosed Claim 7, which describes the association of data created in one 

context with data created in a second context. For example, the Provisional Application states 

that one object of the invention is to "automatically store[] contextual information relating to an 
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item of communication," to "integrate[] two or more different communication applications," and 

to provide a structure for defining relationships between complex collections of data." 

Provisional Application at 4. The Provisional Application also states "[a]lternatively, the 

loc[a]tion of content may be determined by detecting changes in structure, detecting the 

temporary location of the content on the boards in the routing algorithm before and after the 

change and adjusting the location of the affected content as part of the change in structure." 

Provisional Application at 7. 

Claim 11 

51. I disagree with Dr. Greenberg's statement that the Provisional Application does 

not disclose Claim 11 because it does not disclose the concept of users moving and accessing 

information from more than one user envil'Onment. However, as discussed above, the 

Provisional Application states "[a]s users create and change their contexts, the files and 

applications automatically follow, dynamically capturing those shifts in context." Provisional 

Application at 5. Further, it states that "[ c ]ontent is preferably associated with a routing 

algorithm referred to herein as a webs lice ... the content has an intelligent quality whereby upon 

a change of structure of the web, the content knows which board 01' boards it should be on both 

before and after the change in structure." Provisional Application at 6. 

Claim 16 

52. Dr. Greenberg has taken the position that "accessing the user envil'Onment via a 

portable wireless device" would "likely have happened with no thought as a consequence of 

everyday computer use." See Greenberg Expeli RepOli, Ex. C-3 at 17. I find this statement to be 

inconsistent with regard to Claim 16, which he said was not suppOlied by the Provisional 

17 
ATL_IMANAGE-691 0427. 1 



Case 1:08-cv-00862-LPS   Document 667-6    Filed 09/30/10   Page 38 of 89

Application. Greenberg Expert Report, 184. Therefore, I do not believe that Dr. Greenberg has 

provided evidence to show that Claim 16 is not entitled to the priority date. 

Claim 25 

53. I disagree with Dr. Greenberg's statement that the Provisional Application does 

not disclose Claim 25 because it does not disclose the concept of a context component that 

captures data associated with multiple workspaces. The Provisional Application states "[a]s 

users create and change their contexts, the files and applications automatically follow, 

dynamically capturing those shifts in context." Provisional Application at 5. Further, it states 

that "[ c ]ontent is preferably associated with a routing algorithm referred to herein as a 

webslice ... the content has an intelligent quality whereby upon a change of structure of the web, 

the content knows which board or boards it should be on both before and after the change in 

structure." Provisional Application at 6. 

Claim 31 

54. I disagree with Dr. Greenberg's statement that the Provisional Application does 

not disclose "the data and the metadata" or "storage using a relational or object storage 

methodology" as in Claim 31. The pOliions of the pseudo code labeled with the "VSBF" 

comment tag, as noted above, indicate the writing of user data and metadata to a relational 

database. The storing step recited in Claim 31 will be an automatic function ofthe database 

operation. 

Claim 32 

55. I disagree with Dr. Greenberg'S statement that the Provisional Application does 

not disclose facilitating "many-to-many functionality" as in Claim 32. The Provisional 

Application provides that "this invention relates to new structures and methods for creating 
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relationships between users, application, files and folders." Provisional Application at 1. 

Further, the Provisional Application describes an example system which facilitates the 

collaboration of multiple people managing multiple data files. Provisional Application at 6. 

CUMULATIVE REFERENCES 

56. In my opinion, the prior art references discussed below and cited by Dr. 

Greenberg are cumulative of the art considered by the Examiner during the prosecution of the 

'761 Patent. For this reason, the '761 Patent is valid in light of the prior art discussed below. 

Notably, Dr. Greenberg did not perform any analysis regarding whether the prior art that he cited 

was cumulative or not. 

57. Dr. Greenberg heavily relies on document management systems in his report. The 

'179 Patent, the' 53 8 Patent, the' 575 Patent, and the iManage manual are all premised on the 

typical document management system. Yet, document management systems were already 

considered by the Patent Examiner of the '761 Patent. For example, the examiner cited the 

reference U.S. Patent Application Pub. No. US 2003/0217096 Al ("McKelvie") during the 

prosecution of the '761 Patent. McKelvie discloses a system that "can represent the state of a 

collaborative document such as ... document revision ... etc." This system also provides the 

"application logic that controls editorship and revision mechanisms for the document.. .. " See 

McKelvie at 46, ~0411. This type of system is characteristically understood as a document 

management system. 

58. References utilizing document management systems are cumulative art because 

they employ the same conventional methods of managing information that was previously 

disclosed and distinguished in the "Background of the Invention" ofthe '761 Patent. First such 

systems use a tagging approach which requires the user to view the files after they have been 
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stored. Then the user creates or selects tags with additional information to provide information 

pertaining to the document. See '761 Patent, Col. 2,11. 55-59. Another conventional method 

employed by document management systems are folder structures which necessitate the user to 

manually perform the work of organization and categorization. See '761 Patent, Col. 1,11. 54-64. 

As demonstrated below all of Greenberg's document management system references use these 

conventional methods. These references are cumulative and presents the same information that 

the USPTO already considered. 

The '179 Patent 

59. The' 179 Patent is cumulative art because this patent merely discloses art that was 

already before the USPTO. Greenberg's own citations demonstrate the invention disclosed in the 

'179 Patent is dependent on a document management system. For example, Greenberg quotes, 

"The user is provided access to properties by use of a document management system of the 

computer system." Greenberg Expert Report, Ex. C-l at 4. As use of a document management 

system was already presented and considered by the USPTO, the' 179 Patent is a cumulative 

reference. 

60. Furthermore, the' 179 Patent merely uses the same tagging approach discussed in 

the "Background of the Invention" of the '761 Patent. '761 Patent, Col. 2, II. 55-59. Again 

Greenberg's own citations demonstrate the invention disclosed in the' 179 Patent merely 

performs the cumulative ali of tagging. Namely, "[t]he user attaches selected prope~ties to a 

document." See Greenberg Expeli Report, Ex. C-l at 4. "Properties are tags that can be placed 

on documents .... " See id. As this approach was already presented before and considered by the 

USPTO, the' 179 Patent is a cumulative reference. 
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61. The' 179 Patent was classified by the Patent Office as 707/102; 70712; 70714; 

707/6; 707/8; 707/10; and 7071104. All of these specific classifications were searched by the 

Patent Examiner during the prosecution of the '761 Patent. See '761 Patent at Cover, Field of 

Classification Search. 

The '538 Patent 

62. The' 538 Patent is cumulative because this patent merely discloses art that was 

already considered by the USPTO. Greenberg's own citations show the invention disclosed in 

the '538 Patent is directed to a document management system. For example, Greenberg quotes, 

"The present invention is directed to a document management system." Greenberg Expert 

Report, Ex. C-1 at 4. As inventions directed to a document management system were already 

presented and considered by the USPTO, the '538 Patent is a cumulative reference. 

63. Furthermore, the' 538 Patent merely provides a user interface for tagging by 

direct manipulation, and for arranging existing documents, which were previously tagged with 

properties by a user using the same tagging approach discussed above. While a user is allowed 

to drag a document from one containment structure to another which may change the properties 

of the document, this is simply another mechanism for manually applying tags via direct 

manipulation because the user must drag the document into the appropriate container to change 

the properties. For example, the '538 Patent states, "the present invention is directed to a user 

interface which allows flexibility of arrangements while also providing a meaningful 

organization of documents based on the existing properties." See' 538 Patent, Col. 2. 11. 6-9 

(emphasis added). As such, the' 538 Patent is a cumulative reference. 
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64. It is noteworthy the '538 Patent was classified by the USPTO as 707/102 which 

was precisely one of the specific classes of prior art that the Patent Examiner of the '761 Patent 

indicated was already searched. See '761 Patent at Cover, Field of Classification Search. 

The '575 Patent 

65. The '575 Patent is cumulative because this patent merely discloses art that was 

already before the USPTO. Greenberg's own citations show the invention disclosed in the '575 

Patent is directed to a document management system. For example, Greenberg quotes, "[t]he 

present invention relates generally to a collaborative document management system .... " See 

Greenberg Expert Report, Ex. C-3 at 1. As references directed to a document management 

system were already presented and considered by the USPTO, the' 575 Patent is a cumulative 

reference. 

66. Fmthennore, the' 575 Patent merely discloses a system where users can organize 

and categorize the documents rather than the system doing that work. For example, in the 

. summary section of the patent it states, "[t]he present invention allows users to customize a 

shared filing structure that is used to categorize a shared collection of documents." See' 575 

Patent, Col. 9, 11. 36-38. Thus,"[u]sers customize the filing structure to express how they want 

the shared collection of documents to be categorized." See '575 Patent, Col. 9, n. 39-41. 

67. Greenberg'S own citations show the user performs the steps of creating the 

customized filing structure and categories. For example, "[t]he category manager 122 receives 

commands from the application program interface 110 operated by the user. The program 

interface provides buttons from creating and managing customization to the core filing structure 

118 .. .1n section 306 in the program interfaces 300 shown in FIGS. 3 and 4, a user may create or 

delete a selected customized filing stl'l\cture with command buttons 308 and 309, respectively. 
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In section 310, a user can add, delete, rename, or move categories defined for a selected filing 

structure with command buttons, 311, 312, 313, and 314, respectively." See Greenberg Expert 

Report, Ex. C-3 at 6. This type of info is the same art that was before and considered by the 

USPTO and is a cumulative reference. 

68. The' 575 Patent is classified is in the same class and subclass of prior art that was 

already searched by the Patent Examiner for the '761 Patent. Specifically, the '575 Patent's 

classification included 707/3 and 707/1 O. Both of these classifications were listed as classes and 

subclasses of prior art that the Patent Examiner ofthe '761 Patent searched. 

iManage manual 

69. The iManage manual is cumulative prior art because this reference merely 

discloses art that was already before and considered by the USPTO. Greenberg states that 

"iManage is a document management system (DMS that manages and organizes data 

(documents)." See Greenberg Expert Report, Ex. C-2 at 1. As document management systems 

were already presented and considered by the USPTO, the iManage manual is a cumulative 

reference. 

70. Furthermore, the iManage manual merely uses the same tagging approach 

discussed in the "Background of the Invention" of the '761 Patent. '761 Patent, Col. 2, ll. 55-59. 

Again Greenberg's citations show that the iManage manual merely performs the cumulative art 

of tagging. In instructing the users how to enter information about a document, the 'manual states 

"[ w ]henever you create a new document, a new version of a document, or a copy of a document, 

iManage DeskSite prompts you to enter profile information for that document ... The dialog boxes 

used to enter profile information for a new document, new versions of documents, and copies of 
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documents are all customizable by your database administrator." See Greenberg Expeli Report, 

Ex. C-2 at 4. 

71. Moreover, Greenberg's own figures demonstrate that the iManage manual 

describes the same folder structure previously discussed in the "Background of the Invention" of 

the '761 Patent. See Greenberg Expert Report, Ex. C-2 at 6, "Tree Frame" in Figure 2.1. The 

iManage manual explains that it is the users who create these folders, "which are static groups of 

documents you can create or share with other users. Folders provide a method for organizing and 

sharing documents easily." See "Folders and Sub-folders" iManage manual at 25. Furthermore it 

is the user who decides how to categorize the documents by adding them into these folders. See 

"Adding Documents to a Folder" iManage manual at 29. This method of categorization is 

strikingly similar to the prior art system disclosed in U.S. Patent No. 6,622,147 ("Smiga") which 

states, "[i]n many prior ali systems, the user is required to spend time navigating around a user 

interface to link information to the desired lists or categories to which it pertains." See Smiga, 

Col. 1, II. 47-50. 

72. As iManage manual is dependent on conventional methods that were previously 

disclosed to and reviewed by the USPTO, the iManage manual is a cumulative reference. 

FUNDAMTENTAL DIFFERENCES BETWEEN CITED ART AND '761 PATENT 

73. In his report, Dr. Greenberg provides certain characterizations of the '761 Patent. 

I disagree with these characterizations as noted above in my description of the ' 76i Patent, and 

as set fOlih herein. 

74. Dr. Greenberg also provides certain characterizations of the background of the art 

and his own experience in the field (including celiain publications). Notably, he does not use 

any of this information in his analysis of the validity of the '761 Patent. Nonetheless, I disagree 
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with his characterizations to the extent he is referring to the technology claimed in the '761 

Patent. 

75. Furthermore, Dr. Greenberg relies on certain pages from the Microsoft Computer 

Dictionary in his characterizations of the background of the art and elsewhere in his report. It 

does not seem appropriate for Dr. Greenberg to be using a dictionary in his analysis, especially 

since the definitions ofthe terms have already been construed by the Court. Moreover, a 

dictionary is not an enabling disclosure and does not qualifY as prior art. To the extent Dr. 

Greenberg uses the Microsoft Computer Dictionary to support his characterizations, I disagree 

with Dr. Greenberg's opinion as addressed below and provided herein. 

76. To the extent Dr. Greenberg is referring to the '761 Patent, I disagree with his 

characterization of audit trails. Audit trails are created by software that logs events and actions 

in a system in order to create a record, typically to show that the system has been used in ways 

that comply with regulations, standards, or accepted practices. An audit does not create 

workspaces or environments, and it does not track users from one context to another. Moreover, 

I do not agree that the '994 Patent is a prior art reference that includes an audit trail which meet 

the limitations of the asserted claims. 

77. To the extent Dr. Greenberg is referring to the '761 Patent, I disagree with his 

characterization of history systems. Dr. Greenberg is correct that history systems share many 

similarities with audit systems, and that they create a list of the user's actions. As with audit 

trails, history systems do not create workspaces or environments, and it does not track users from 

one context to another. Moreover, I do not agree that the '994 Patent nor the iManage manual 

are prior art references that include history systems which meet the limitations of the asserted 

claims. 
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78. To the ,extent Dr. Greenberg is referring to the '761 Patent, I disagree with his 

characterization of server-based bookmark managements systems. Such systems store 

bookmarks on a web server so they can be accessed from any web browser. Bookmarks are not 

properly considered context, and have no relationship to a particular workspace or environment. 

A bookmark is merely a URL that a user has chosen to store, which allows any user who can 

access the bookmark to navigate to the web page identified by the URL. I do not believe 

bookmarks are relevant to the '761 Patent. 

79. To the extent Dr. Greenberg is referring to the '761 Patent, I disagree with his 

characterization of version control systems. As a document is changed over time, a version 

control system can be used to store the document before and after each change. Each change 

creates a new version of the document. The purpose is typically to allow a user to recover from 

an unwanted change, and go back to an earlier version. For example the "undo" functionality in 

a word processor allows the user to recover from an undesirable change by going back to the 

previous version, i.e., the version before the undesired change. As with audit trails and history 

systems, version control systems do not, however, create workspaces or environments, and it 

does not track users from one context to another. I do not believe version control systems are 

relevant to the '761 Patent. Moreover, I do not agree that the '994 Patent nor the iManage 

manual are prior art references that includes. version control systems which meet the limitations 

of the asserted claims. 

80. To the extent Dr. Greenberg is referring to the '761 Patent, I disagree with his 

characterization of document management systems. As Dr. Greenberg describes, document 

management systems provide a way for an organization to store and retrieve documents, and 

such systems often incorporate histories, version control, and audit trails. As I pointed out 
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above, these three kinds of systems are irrelevant to the ' 761 Patent. Simply combining all three 

to create a document management system does not make them relevant. As with the others, a 

document management system does not create workspaces or environments, and it does not track 

users from one context to another. Moreover, I do not agree that any of the asserted references 

are prior art references that include document management systems which meet the limitations of 

the asserted claims. 

81. To the extent Dr. Greenberg is referring to the' 761 Patent, I disagree with his 

characterization of Life streams. Lifestreams is a variation on a history system. As with a history 

system, a time-ordered list of all documents and versions is maintained by the system. In 

addition, Lifestreams provides a visualization of this list, with the documents arranged on a 

time line that fades into the distance as document age increases. Lifestreams also allows the user 

to select a subset of the documents, and to "replay" the stream. Lifestreams does not create a 

workspaces or environments, and it does not track users fi'om one context to another. 

Moreover, I do not agree that any of the asserted references are prior alt references that include 

Lifestream systems which meet the limitations ofthe asserted claims. 

82. To the extent Dr. Greenberg is referring to the '761 Patent, I disagree with his 

characterization of Groupware Rooms / Teamrooms. Teamrooms are designed to provide an 

electronic substitute for a physical room a team uses for collaboration . Teamrooms typically 

provide ways to store documents, communicate, and view artifacts in the room. Te'amrooms do 

not track users from one context to another, 01' provide access of data created in one context to a 

user in a second context. Each room provides a self-contained set of data and applications for 

use by the team. Moreover, I do not agree that any ofthe asserted references are prior art 
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references that include Group Rooms / Teamrooms which meet the limitations of the asserted 

claims. 

THE '761 PATENT IS NOT ANTICIPATED BY THE PRIOR ART 

Improper Combination of References 

83. Dr. Greenberg's analysis of anticipation is flawed from the outset as he 

improperly combines two references together as a single reference for a number of the references 

utilized? It is my understanding that invalidity by anticipation requires that the four corners of a 

single, prior art document describe every element of the claimed invention, such that a person of 

ordinary skill in the art could practice the invention without undue experimentation. I also 

understand that mere reference to another application 01' patent is not sufficient for a propel' 

incorporation by reference. I understand that to incorporate material by reference into a host 

document, that host document must identify with detailed patticularity what specific material it 

incorporates and clearly indicate where that specific material is found in the various documents. 

FUithermore, it is my understanding that the determination of whether an allegedly anticipating 

document describes material to be incorporated by reference with sufficient palticularity should 

be governed by the standard of one of skill in the art. It is my opinion that the documents 

described below that allegedly incorporate another document by reference do not identify with 

sufficient particularity the subject matter which should be incorporated by reference. In addition, 

Dr. Greenberg fails to provide a proper analysis to determine whether any of the references 

should be combined. Therefore, Dr. Greenberg has not appropriately attempted to incorporate 

references for any of the asserted references. 

2 The improper combinations include: Lamping '538 and Petersen' 179, Seliger '313 and Seliger '648, and Hubert 
'306 and U.S. Patent No. 7,590,934. Please note that even though Hubert '306 does not incorporate by reference 
U.S. Patent No. 7,590,934, Dr. Greenberg has improperly asserted that Hubert '306 should encompass U.S. Patent 
No. 7,590,934. 
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The '538 and '179 Patents 

84. I disagree that the' 538 Patent and the' 179 Patent anticipate the '761 Patent. 

First, I understand the Dr. Greenberg has based his opinion on a faulty premise. As discussed 

above, I understand that the' 538 Patent and the' 179 Patent cannot be considered a single 

reference because a mere incorporation by reference, without more, is not sufficient to treat the 

two references as one. Thus, Dr. Greenberg's opinion that the' 53 8 Patent and the' 179 Patent 

anticipate the '761 Patent is wrong because Dr. Greenberg has failed to identify where each and 

every element of the asserted claims is found in a single reference. Moreover, Dr. Greenberg's 

reliance on two references is an implicit admission that neither the' 538 Patent nor the' 179 

Patent by themselves discloses each element of the claims. Dr. Greenberg also does not provide 

a proper obviousness analysis (which is discussed in more detail below). For example, Dr. 

Greenberg does not specifically identify what should be combined or the reasons for doing so. 

For at least these reasons, the '538 Patent and the' 179 Patent do not invalidate the '761 Patent. 

85. I also disagree that the '538 Patent and the ' 179 Patent invalidate the ' 761 Patent 

because the '538 Patent and the' 179 Patent are not prior art to the '761 Patent. Specifically, the 

'538 Patent was filed on November 22, 1999 and did not publish until April 9, 2002. As 

discussed above, the inventors ofthe '761 Patent conceived of the invention which resulted in 

the issuance of the '761 Patent no later than August 19, 1999. Furthermore, as discussed above, 

the earliest effective filing date of the '761 Patent is December 11,2002. Because the' 538 

Patent was not filed before August 19, 1999 and did not publish before December 11, 2001, the 

'538 is not prior art to the '761 Patent. For at least these reasons, the' 53 8 Patent and the' 179 

Patent do not invalidate the '761 Patent. 

29 
ATL_IMANAGE-69 10427. 1 



Case 1:08-cv-00862-LPS   Document 667-6    Filed 09/30/10   Page 50 of 89

86. In addition, it is my opinion that the '761 Patent is valid in light of the '538 and 

'179 Patent because Dr. Greenberg fails to provide any specific basis to invalidate a patent. 

Specifically, Dr. Greenberg's descriptions are extremely general, do not address all ofthe 

elements, and are often inaccurate as to the actual disclosure. Moreover, his citations do not 

support his conclusions. As a consequence, Dr. Greenberg's disclosure has not provided 

sufficient evidence. Therefore, it is my opinion that Dr. Greenberg has failed to provide 

sufficient evidence to render the '761 Patent invalid. 

87. Moreover, I disagree that the '538 Patent and the' 179 Patent invalidate the '761 

Patent because the' 538 and' 179 Patents disclose a document management system. As 

discussed above, there is a fundamental difference between a document management system and 

the '761 Patent. Moreover, the USPTO has already considered document management systems 

during the prosecution of the '761 Patent. Thus, the '538 and' 179 Patents are cumulative of the 

references considered during the prosecution history. For at least these reasons, the' 538 Patent 

and the' 179 Patent do not invalidate the '761 Patent. 

88. In addition, I disagree that the' 538 Patent and the' 179 Patent invalidate the '761 

Patent because the' 53 8 Patent and the' 179 Patent do not disclose each and every element of the 

asserted claims. With regard to Claim 1, the' 53 8 Patent and the' 179 Patent do not disclose a 

context component nor a tracking component as provided in the '761 Patent. 

89. Specifically, Dr. Greenberg's opinion that the' 538 and' 179 Patents disclose a 

context component is incorrect for several reasons. First, the concept of a context as claimed in 

Claim 1 of the '761 Patent is completely absent from the reference. Moreover, the DMS system 

disclosed in the' 53 8 and '179 Patent does not capture context information associated with user

defined data. Instead, the DMS system of the' 538 and '179 Patents requires a user to input a 
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document properties into the system. For example, even from Dr. Greenberg'S own citations, the 

'538 Patent states that "[t]he present invention pertains to the art of document management 

systems ... where documents are organized and managed in terms of a user level controlled 

mechanism ... These properties are user and document specific in the sense that they are 

associated with the user which attached the properties ... " and "[plroperties are tags that can be 

placed on documents .... " '179 Patent, Col. 1,11. 41-51; Col. 9, 11. 55-59. Furthermore, the '179 

Patent provides "[t]he user is provided access to properties by use of a document management 

system of the computer system. The user attaches selected properties to a document." '179 

Patent, Col. 6, 11. 64-66. 

90. Another of Dr. Greenberg'S own citations which illustrates that the '538 Patent 

teaches away from the '761 patent provides that "the user will alter properties by direct 

manipulation of the containment structure." '538 Patnet, Col. 6, 11. 7-10 (emphasis added). 

Again, Dr. Greenberg's citation provides that the system "allows the user to alter properties via 

direct manipulation." Moreover, the '538 Patent provides that "a direct manipulation interface 

for visualizing document properties is provided" to the user and "[b]y this link principal n will be 

able to view (i.e. its document handle) the public properties principal 3 has attached to the 

reference document." '538 Patent, Col. 2, 11. 12-15 (emphasis added). Furthermore, the '538 

Patent provides that "if principal 1 (owner of kernel 18a) creates a base document with content, 

and stores it within DMS A, and principal 2 (owner of kernel 18b) wishes to use that document 

and organize it in accordance with its own needs, principal 2 can place properties on Reference 

Document 20b." '538 Patent, Col. 3, 11. 60-64 (emphasis added). 

91. At least these citations indicate that the' 53 8 and '179 Patents do not contain a 

context component as provided in Claim 1 of the '761 Patent because a user is required to attach 
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or provide properties to a document rather than being captured by the context component of the 

system. This is the exact opposite of the teachings of the '761 Patent which solves the problem 

of having to manually enter information about the documents so that user can collaborate in an 

effective and efficient manner. '761 Patent, Col. 2,11.50-59; Col. 13,11. 47-54. 

92. In addition, Dr. Greenberg fails to show that the' 53 8 Patent or the' 179 Patent 

disclose a context component which dynamically stores user-defined data and metadata on a 

storage component. First, Dr. Greenberg never identifies where the' 53 8 Patent or '179 Patent 

discloses dynamically storing, including the preceding event for storage. Moreover, using Dr. 

Greenberg's own citations, the' 53 8 and' 179 Patent teach that the documents are stored outside 

the system ("[t]he content of the document is stored at a location outside of the document 

management system." '179 Patent, Col. 7, 11. 1-3; [d]ocument themselves do not live in 

DMS ... the content is actually relayed from some external repository." '179 Patent, Col. 15, 11. 

32-39. For at least these reasons, the' 538 Patent and the' 179 Patent do not invalidate the '761 

Patent. 

93. FUithermore, the' 538 and the' 179 Patents do not disclose a tracking component 

as recited in Claim 1 of the '761 Patent. In his repmt, Dr. Greenberg fails to point out any 

disclosure in the' 53 8 and' 179 Patents which disclose a tracking component which tracks a 

change of the user from the first context to a second context. Instead, again using the citations of 

Dr. Greenberg, the' 53 8 and' 179 Patent discloses "a movement mechanism designed to move 

the representation of the first document, stored in the first containment structure to a location in 

the second containment structure." '538 Patent, Col. 2, II. 19-28. The '538 and '179 Patents are 

completely silent, and therefore do not teach, tracking a change of the user from a first context to 

a second context. In fact, the teachings of the '538 and' 179 Patents illustrate that the user is 
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irrelevant, as the "movement mechanism" only focuses on the document, not who is moving it. 

'538 Patent, Col. 7, 1. 62 - Col. 8, 1. 3. In addition, Dr. Greenberg has not described the 

limitation of the tracking component requiring the user to accesses the data from the second 

context. This is because the' 53 8 and' 179 Patents do not teach a user accessing a document 

from a second context, as there is no sense of context as an environment disclosed in the' 538 

Patent or the' 179 Patent. For at least these reasons, the' 538 Patent and the' 179 Patent do not 

invalidate the ' 761 Patent. 

Claim 4 

94. As discussed above, Claim 1 of the '761 Patent is valid in light ofthe '538 Patent 

and the' 179 Patent. Because Claim 4 is dependent on Claim 1, Claim 4 is also valid in light of 

the '538 Patent and the '179 Patent. For at least these reasons, the '538 Patent and the '179 

Patent do not invalidate the '761 Patent. 

95. Furthermore, I disagree with Dr. Greenberg's opinion that the' 179 Patent 

discloses the capturing of context information which includes a relationship between the user and 

at least one of an application, application data, and user environment. As discussed above, the 

'538 Patent and the' 179 Patent teach a DMS system which requires a user to input document 

properties into the system. For at least these reasons, the' 538 Patent and the' 179 Patent do not 

invalidate the '761 Patent. 

Claim 7 

96. As discussed above, Claim 1 of the '761 Patent is valid in light of the '538 Patent 

and the' 179 Patent. Because Claim 7 is dependent on Claim 1, Claim 7 is also valid in light of 

the' 53 8 Patent and the ' 179 Patent. For at least these reasons, the' 53 8 Patent and the' 179 

Patent do not invalidate the '761 Patent. 
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97. Fmthermore, I disagree with Dr. Greenberg's opinion that the '538 Patent 

discloses the association of data created in the first context with data created in the second 

context. Dr. Greenberg's citations to the '538 Patent discloses a process whereby a user 

manually moves a document from one project to another project. Greenberg Expert Report, Ex. 

C-l at 9-10. This process differs from the method of Claim 7 for at least two important reasons. 

First, the process disclosed in the' 538 Patent requires manual intervention by the user for an 

association to take place, while the association performed by the method of Claim 7 is performed 

automatically without user intervention. Second, I disagree with Dr. Greenberg's assertion that 

the containment structure disclosed in the' 538 Patent is a "context" as defined for use in this 

case. For at least these reasons, the' 538 Patent and the' 179 Patent do not invalidate Claim 7 of 

the '761 Patent. 

Claim 9 

98. I disagree with Dr. Greenberg's opinion that the '538 Patent and the' 179 Patent 

in validate Claim 9 ofthe '761 Patent. Specifically, I disagree that the' 53 8 Patent and the' 179 

Patent disclose the computer-executable act of creating data within a user environment of a web-

based computer platform via user interaction with the user environment by a user using an 

application, the data in the form of at least files and documents. The' 53 8 Patent and the' 179 

Patent teach a OMS system which is found on a local network. The' 538 Patent and the' 179 

Patent do not teach a system which is hosted on the Internet. None of Dr. Greenbei'g's citations 

indicate that the OMS system is hosted on the Internet. Instead, the citations provide that web 

pages may be found on the Internet, and then brought into the DMS. For example, "[t]hese 

! 
'j 

document may be found on ... the word wide web" and "a web page found by the principal ... 

[may] be brought into the DMS document space." '538 Patent, Col. 3, 11. 29-36; '179 Patent, 

34 
ATL_IMANAGE-6910427.1 



Case 1:08-cv-00862-LPS   Document 667-6    Filed 09/30/10   Page 55 of 89

Col. 2, 11. 3-5 (emphasis added). Moreover, none of Dr. Greenberg's citations teach that data is 

created within a user environment of a web-based computer platform via user interaction with 

the user environment. Instead, the citations teach that content is created in a different system, 

and that propelties of the document may be brought into the DMS document space. For instance, 

"[t]he document, for example, may be a document which the principal created, it may be an e

mail sent or received by the principal, a web page found by the principal. .. 01' any other form of 

electronic data ... brought into the DMS document space." '538 Patent, Col. 3, 11.29-36 

(emphasis added). 

99. In addition, Dr. Greenberg attempts to include by reference the analysis he 

provided from Claim 1 into his analysis of Claim 9. I do not believe such incorporation by 

reference fully addresses all of the limitations of Claim 9 because Claim 1 and Claim 9 are 

directed to different systems and contain different limitations. To the extent Dr. Greenberg has 

failed to address all of the additional limitations of Claim 9, it is my opinion that he has not 

provided sufficient evidence to prove the '761 Patent is invalid. Otherwise, I have addressed Dr. 

Greenberg'S opinion in my analysis above. 

100. With regard to the second element of Claim 9, Dr. Greenberg simply attempts to 

include by reference the analysis he provided from Claim 1 or duplicates the same analysis and 

citations from Claim 1. I do not believe such incorporation by reference 01' duplication of 

analysis fully addresses all of the limitations of Claim 9 because Claim 1 and Clai~ 9 are 

directed to different systems and contain different limitations. To the extent Dr. Greenberg has 

failed to address all of the additional limitations of Claim 9, it is my opinion that he has not 

provided sufficient evidence to prove the '761 Patent is invalid. Otherwise, I have addressed Dr. 

Greenberg'S opinion in my analysis above. 
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101. Again, with regard to the third element of Claim 9, Dr. Greenberg simply attempts 

to include by reference the analysis he provided from Claim 1 or duplicates the same analysis 

and citations from Claim 1. 1 do not believe such incorporation by reference or duplication of 

analysis fully addresses all of the limitations of Claim 9 because Claim 1 and Claim 9 are 

directed to different systems and contain different limitations. To the extent Dr. Greenberg has 

failed to address all of the additional limitations of Claim 9, it is my opinion that he has not 

provided sufficient evidence to prove the '761 Patent is invalid. Otherwise, I have addressed Dr. 

Greenberg's opinion in my analysis above. 

102. Again, with regard to the fOUlth element of Claim 9, Dr. Greenberg simply 

attempts to include by reference the analysis he provided from Claim 1 and Claim 4, or 

duplicates the same analysis and citations from Claim 1 and Claim 4. I do not believe such 

incorporation by reference or duplication of analysis fully addresses all of the limitations of 

Claim 9 because Claim 1 (and Claim 4) and Claim 9 are directed to different systems and contain 

different limitations. To the extent Dr. Greenberg has failed to address all of the additional 

limitations of Claim 9, it is my opinion that he has not provided sufficient evidence to prove the 

'761 Patent is invalid. Otherwise, I have addressed Dr. Greenberg's opinion in my analysis 

above. 

103. Moreover, the citations provided by Dr. Greenberg do not teach that the user 

employs at least one of the application and data from the second environment. Instead, the '538 

Patent and' 179 Patent teach that different users provide different properties which results in 

different access to document. For example, the' 179 Patent provides that "[p ]roperty sets of 

different users are managed independently and are therefore not immediately accessible to each 

other unless explicitly requested" and "[b]y placement of these propelties, principal 2 can 
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retrieve the base document in a manner different that envisioned by principal I." '179 Patent, 

Col. 7, II. 17-19; '538 Patent, Col. 4, II. 23-25. For at least these reasons, the '538 Patent and the 

'179 Patent do not invalidate the '761 Patent. 

Claim 11 

104. As discussed above, Claim 11 of the '761 Patent is valid in light of the '538 

Patent and the' 179 Patent. Because Claim 11 is dependent on Claim 9, Claim 11 is also valid in 

light of the '538 Patent and the' 179 Patent. For at least these reasons, the '538 Patent and the 

'179 Patent do not invalidate the '761 Patent. 

105. Furthermore, I disagree with Dr. Greenberg'S opinion that the '538 and '179 

Patents disclose indexing the content of a user environment such that a plurality of users can 

access the context from an associated plurality of user environments. Dr. Greenberg'S report and 

the relevant portions of Exhibit C-l do not discuss at all the concept of an association between a 

first user environment and the associated plurality of user environments, and this concept is 

absent from the citations that Dr. Greenberg makes to the '538 and' 179 Patents. Greenberg 

Expert Report at ~~44-46; Ex. C-1 at 14-15. In addition, Dr. Greenberg'S repOli cites to no 

portion of the '538 and' 179 Patents that disclose multiple users accessing content from multiple 

user environments. Greenberg Expert RepOlt, Ex. C-l at 14. Dr. Greenberg'S citation to the 

, 179 Patent only discloses that a document can appear in multiple places in different directory 

listings, not that the document can be viewed in different user environments. '179 Patent, Col. 

13,1. 17. Dr. Greenberg'S citation to the '538 Patent likewise discloses that documents can "in 

essence" appear to be located a variety of different physical computers. '538 Patent, Col. 4, l. 

37. Again, this citation fails to disclose users accessing content from multiple user 
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environments. For at least these reasons, the' 538 Patent and the' 179 Patent do not invalidate 

Claim 11 of the '761 Patent. 

Claim 16 

106. As discussed above, Claim 16 of the '761 Patent is valid in light of the '538 

Patent and the' 179 Patent. Because Claim 16 is dependent on Claim 9, Claim 16 is also valid in 

light of the '538 Patent and the' 179 Patent. Dr. Greenberg acknowledges that the '538 Patent 

and the' 179 Patent do not disclose accessing a user environment from a portable wireless 

device. Greenberg Expeli Report, Ex. C-l at 15-16. As mentioned below, I disagree with Dr. 

Greenberg's opinion that access from a portable wireless device would have been obvious in 

December of2003. For at least these reasons, the' 538 Patent and the' 179 Patent do not 

invalidate Claim 16 of the '761 Patent. 

Claim 21 

107. I disagree with Dr. Greenberg's opinion that the '538 Patent and the' 179 Patent 

invalidate Claim 21 of the '761 Patent. Specifically, I disagree that the '538 Patent and the' 179 

Patent disclose the concept of a web-based computer platform via user interaction with the user 

environment by a user using an application, the data in the form of at least files and documents. 

The' 53 8 Patent and the' 179 Patent teach a DMS system which is found on a local network. 

The' 538 Patent and the' 179 Patent do not teach a system which is hosted on the Internet. In 

addition, the' 53 8 Patent and the' 179 Patent do not disclose the actions of creating data related 

to user interaction with an application and dynamically associating metadata with the created 

data. My analysis of Dr. Greenberg's report addressing Claims 1 and 9 thoroughly discusses 

both of these concepts. 
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108. Dr. Greenberg's analysis for Claim 21 does not address any new material beyond 

that which he discussed with respect to Claims 1, 9, and 11. The only discussion contained in 

Dr. Greenberg's chart for this claim contains references to other portions of his report. 

Greenberg Expert Report, Ex. C-1 at 16-17. I do not believe such incorporation by reference 

fully addresses all of the limitations of Claim 21 because, at the very least, Claims 1, 9 and 11 

describe computer systems and Claim 21 describes a computer-readable medium containing 

computer instructions. Claim 21 also contains different limitations than Claims 1, 9 and 11. To 

the extent Dr. Greenberg has failed to address all of the additional limitations of Claim 21, it is 

my opinion that he has not provided sufficient evidence to prove the '761 Patent is invalid. 

Otherwise, I have addressed Dr. Greenberg's opinion in my analysis above. 

Claim 23 

109. I disagree with Dr. Greenberg's opinion that the' 53 8 Patent and the' 179 Patent 

invalidate Claim 23 of the '761 Patent. For example, I disagree that the' 538 Patent and the' 179 

Patent disclose a web-based server. The' 53 8 Patent and the' 179 Patent teach a OMS system 

which is found on a local network. The' 5 3 8 Patent and the' 179 Patent do not teach a system 

which is hosted on the Internet. None of Dr. Greenberg's citations indicate that the OMS system 

in hosted on the Internet. Instead, the citations provide that web pages may be found on the 

Internet, and then brought into the OMS. These citations, including "a web page found by the 

principaL .. [may] be brought into the OMS document space" describe the process by which a 

web page can be stored in a OMS and not that the disclosed OMS is itself a web-based product. 

'538 Patent, Col. 3, 11. 29-36; '179 Patent, Col. 2, II. 3-5 (emphasis added). Moreover, none of 

Dr. Greenberg'S citations teach that data is created within a user environment of a web-based 

computer platform via user interaction with the user environment. Instead, the citations teach 
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that content is created in a different system, and that document may be brought into the DMS 

document space. For instance, "[t]he document, for example, may be a document which the 

principal created, it may be an e-mail sent or received by the principal, a web page found by the 

principal. .. or any other form of electronic data ... brought into the DMS document space." '538 

Patent, Col. 3, II. 29-36 (emphasis added). 

110. In addition, for a majority ofthe elements of Claim 23, Dr. Greenberg does not 

provide any new citations of analysis but rather merely references the analysis he provided from 

Claim 1. I do not believe such incorporation by reference fully addresses all of the limitations of 

Claim 23 because Claim 1 and Claim 23 describe different systems that perform different 

functions and contain different limitations. To the extent Dr. Greenberg has failed to address all 

of the additional limitations of Claim 23, it is my opinion that he has not provided sufficient 

evidence to prove the '761 Patent is invalid. Otherwise, I have addressed Dr. Greenberg's 

opinion in my analysis above. 

111. The first element of Claim 23 discloses a computer-implemented context 

component of a web-based server for defining a first user workspace. As I mentioned above, the 

'538 Patent and the' 179 Patent do not disclose a web-based server. In addition, these references 

do not disclose a context component for defining user workspaces. All ofthe references to the 

'538 and' 179 Patents cited to by Dr. Greenberg disclose users defining properties of documents 

and users placing documents into "containers." Greenberg Expert Report, Ex. C-l at 17-19. 

However, none of these references describe a computer-implemented context component, a piece 

of software that is used to define a user workspace on a web-based server. With regard to the 

second element of Claim 23, Dr. Greenberg cites to two portions ofthe '538 Patent that describe 

that some commercial software "understand DMS protocols for storing, retrieving and otherwise 
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interacting with" a DMS. Greenberg Expert Report, Ex. C-l at 19. Neither of these references 

discuss user workspaces in a web-based system, or the process of assigning applications to a user 

workspace in a web-based system. To the extent Dr. Greenberg has failed to address all of the 

additional limitations of Claim 23, it is my opinion that he has not provided sufficient evidence 

to prove the '761 Patent is invalid. 

112. Again, with regard to the third, fourth and fifth elements of Claim 23, Dr. 

Greenberg simply attempts to include by reference the analysis he provided from Claim 1. I do 

not believe such incorporation by reference or duplication of analysis fully addresses all of the 

limitations of Claim 23 because Claim 1 and Claim 23 are directed to different systems and 

contain different limitations. To the extent Dr. Greenberg has failed to address all of the 

additional limitations of Claim 23, it is my opinion that he has not provided sufficient evidence 

to prove the '761 Patent is invalid. Otherwise, I have addressed Dr. Greenberg's opinion in my 

analysis above. 

113. Moreover, the citations provided by Dr. Greenberg do not teach that the user 

accesses the data from the second workspace. Instead, the' 538 Patent and' 179 Patent teach that 

different users provide different properties which results in different access to document. For at 

least these reasons, the' 53 8 Patent and the' 179 Patent do not invalidate the' 761 Patent. 

Claim 25 

114. As discussed above, Claim 23 of the '761 Patent is valid in light of the '538 

Patent and the' 179 Patent. Because Claim 25 is dependent on Claim 23, Claim 25 is also valid 

in light of the' 53 8 Patent and the' 179 Patent. For at least these reasons, the' 53 8 Patent and the 

'179 Patent do not invalidate the '761 Patent. 
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115. Furthermore, I disagree with Dr. Greenberg's opinion that the '538 and' 179 

Patents disclose a context component capturing data associated with the relationship between a 

first user workspace and other user workspaces. Dr. Greenberg's report and the relevant portions 

of Exhibit C-l do not discuss a component capturing relationship data. Instead, the cited 

pOliions of the '538 and' 179 Patents disclose users manually creating an association between 

data and a document. Greenberg Expert Report, Ex. C-l at 20-22. These references do not 

disclose two important portions of Claim 25. First, they describe a manual, or user-defined, 

process of associating data that is distinctly different from the context component that 

automatically captures relationship data as disclosed in Claim 25. Second, the data stored by the 

cited portions of the' 538 and' 179 Patents is data associated with the document and not data 

associated with the relationship between one user workspace and a second user workspace. For 

at leastthese reasons, the' 53 8 Patent and the' 179 Patent do not invalidate Claim 25 of the '761 

Patent. 

Claim 31 

116. As discussed above, Claim 23 of the '761 Patent is valid in light ofthe '538 

Patent and the' 179 Patent. Because Claim 31 is dependent on Claim 23, Claim 25 is also valid 

in light of the' 538 Patent and the' 179 Patent. Moreover, Dr. Greenberg has failed to provide 

sufficient evidence to prove that the '761 Patent is invalid. For at least these reasons, the' 538 

Patent and the' 179 Patent do not invalidate the '761 Patent. 

Claim 32 

117. As discussed above, Claim 23 of the '761 Patent is valid in light of the '538 

Patent and the' 179 Patent. Because Claim 32 is dependent on Claim 23, Claim 25 is also valid 

in light of the '538 Patent and the' 179 Patent. Moreover, Dr. Greenberg has failed to provide 
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sufficient evidence to prove that the '761 Patent is invalid. For at least these reasons, the' 538 

Patent and the' 179 Patent do not invalidate the '761 Patent. 

iManage 

118. I disagree that the iManage manual anticipates the' 761 Patent. First, the iManage 

manual cited by Dr. Greenberg is not prior art because it is not an enabling disclosure. 

Specifically, the iManage manual does not teach one of skill in the art how to make the pl'Oduct. 

Instead, the iManage manual is merely a reference tool used to illustrate how the product works. 

There is no description on how to build the product which makes sense because the company that 

owns the product would not want to teach competitors how to make competing products. In fact, 

Dr. Greenberg does not assert that the iManage manual is an enabling disclosure. Instead, he 

merely notes that iManage described an actual working product that was available for purchase 

and use. The fact that the product was working does not teach one of skill how to makc the 

product. Indeed, the iManage Manual states, "the iManage DeskSite User Reference Manual is 

intended for end users of iManage DeskSite." See iManage manual at 11 (emphasis added). 

Furthermore, the product is sold as a software bundle without access to the actual components 

and source code that are used to build the product. To determine how to build the product by 

purchasing it off of the shelf would take a great deal of reverse engineering, and even then, it is 

highly unlikely that one of skill would be able to understand how the pl'Oduct was built. 

Therefore, it is my opinion that Dr. Greenberg has failed to provide sufficient evidence to prove 

that the iManage document is prior art and anticipates the '761 Patent. 

119. Furthermore, Dr. Greenberg fails to provide sufficient proof required to invalidate 

a patent. Specifically, Dr. Greenberg'S descriptions are extremely general, do not address all of 

the elements, and are often inaccurate as to the actual disclosure. Moreover, his citations do not 
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suppOli his conclusions. Furthermore, the basis of Dr. Greenberg's assertions are inconsistent. 

For example, Dr. Greenberg relies on different independent embodiments for each claim 

element. As result, it is indistinguishable which embodiments correspond together for a claim. 

For example, his claim chart for Claim 1 asserts that the iManage DeskSite is the computer

implemented network based-system, the context component, the tracking component and the first 

context. In another example, Dr. Greenberg differentiates the term "documents" from the term 

"context" by stating that "documents" are user data, while "contexts" are separate applications, 

computers andlor locations. See Greenberg Expeli Report, ~36. Yet inexplicably, Dr. Greenberg 

also asserts that the term "context" can also be different versions of documents. See Greenberg 

Expert Report, Ex. C-2 at 8. Furthermore, as mentioned above the basis for Dr. Greenberg's 

assertion is based on inconsistent interpretation of the terms of the '761 Patent. For example, Dr. 

Greenberg asserts that "a change of the user from the first context to a second context" means 

"from the first application to the second application or from the first location to the second 

location." Id. at 7. Dr. Greenberg goes on to state that "MANAGE32" as an example ofthe first 

application context and "WINWORD" as an example of the second application context. Id. 

Notably, MANAGE32 is merely the iManage DeskSite itself while "WINWORD" refers to 

Microsoft Word. For the next element of the same claim Dr. Greenberg completely changes the 

second context to mean "the activities on a document in the history system, the documents 

associated with the new version.,,3 Id. at 9. FUlihermore, Dr. Greenberg does not explain what is 

the corresponding first context for this incoherent example. As a consequence, Dr. Greenberg's 

disclosure has not provided sufficient evidence. Therefore, it is my opinion that Dr. Greenberg 

has failed to provide sufficient evidence to render the '761 Patent invalid. 

3 "wherein the user accesses the data from the second context." 
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120. Moreover, I disagree that the iManage manual invalidates the '761 Patent because 

the iManage manual discloses a document management system. As discussed above, there is a 

fundamental ditlerence between a document management system and the '761 Patent. 

Moreover, the USPTO has already considered document management systems during the 

prosecution of the '761 Patent. Thus, the iManage manual is cumulative ofthe references 

considered during the prosecution history. For at least these reasons, the iManage manual does 

not invalidate the '761 Patent. 

121. Dr. Greenberg'S opinion that the iManage manual the system disclosed in the 

'761 Patent is wrong for several reasons. Generally, the iManage manual discloses a system 

which stores files according to directory hierarchy which must be manually inputted by a user. 

'761 Patent, Col. 2,11. 18-23. This is the exact opposite of the teachings ofthe '761 Patent which 

provides that directory hierarchies are inefficient for collaboration purposes. Moreover, the '761 

Patent solves the problem of having to manually enter information about the documents. '761 

Patent, Col. 2, 11. 50-59; Col. 13, n. 47-54. Therefore, it is my opinion that the iManage manual 

is completely different than, and thus does not invalidate, the '761 Patent. 

122. In addition, I disagree that the iManage manual invalidates the '761 Patent 

because the iManage manual does not disclose each and every element of the asserted claims. 

With regard to Claim 1, the iManage manual does not disclose a context component nor a 

tracking component as provided in the '761 Patent. 

123. The iManage manual does not teach a context component as recited in Claim 1 of 

the '761 Patent. In fact, the concept ofa context is completely absent from iManage system as it 

is merely a system which manages documents and does not provide the user with an environment 

or workspace to interact. Moreover, none ofthe citations that Dr. Greenberg provides discloses 
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that the iManage system contains a context component as provided in Claim 1 of the '761 Patent. 

This is because the iManage manual does not describe the inner workings of the product. It is 

completely silent as to how any information is captured and how it is stored (notably metadata 

does not appear anywhere within the iManage user manual). Furthermore, it is unclear how the 

iManage system populates any of its information, where the information comes from, and where 

it is eventually stored. In any case, the iManage manual does not disclose a context component 

which captures context information associated with user-defined input (especially since the 

concept of a context (as environment) is completely absent from the iManage manual). 

Moreover, the other citations that Dr. Greenberg provides does not support his opinion because 

the iManage manual teaches that first a user must create folders and the properties for that folder. 

iManage manual at 16. Then a user must choose which particular folder and file with which to 

put the data, and it further teaches the user to enter profile information manually before the 

document can be saved on to the system illustrating that there is no context component as recited 

in Claim 1 of the '761 Patent. Id. at 53. For at least these reasons, the iManage manual does not 

invalidate the '761 Patent. 

124. Moreover, the iManage manual does not teach a tracking component as recited in 

Claim 1 of the '761 Patent. Again, the iManage manual is completely silent as to the inner 

workings of the product so it is not possible to determine how data is collected, what data is 

collected, where data is collected from or where it is stored. Furthermore, nothing in the 

iManage manual suggests that the product tracks a user moving from a first context to a second 

context. The iManage manual teaches that the product is document centric. As previously 

revealed, Dr. Greenberg is unable to particularly state what in the iManage manual is supposed 

to be the tracking component. Instead, Dr. Greenberg vaguely asserts iManage OeskSite itselfis 
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the tracking component. See Greenberg Expert Report, Ex. C-2 at 7. Many of the citations used 

by Dr. Greenberg to asseli the existence of a tracking component are the same as the citations the 

ones he used when describing the context component which renders his analysis nonsensical. 

Furthermore, rather than tracking user activity, Dr. Greenberg's own citations state "[t]he 

Document History tab displays the activity record for a document. iManage manual at 83. The 

fact that a user moves from one context to another is not taught. Furthermore, the iManage 

manual does not teach that a user can access data from a second context. Instead, the iManage 

system is completely devoid of any contexts as recited in Claim I of the '761 Patent. For at least 

these reasons, the iManage manual does not invalidate the '761 Patent. 

Claim 4 

125. As discussed above, Claim 1 of the '761 Patent is valid in light of the iManage 

manual. Because Claim 4 is dependent on Claim 1, Claim 4 is also valid in light of the iManage 

manual. For at least these reasons, the iManage manual does not invalidate the '761 Patent. 

126. Furthermore, I disagree with Dr. Greenberg's opinion that the iManage manual 

discloses the capturing of context information which includes a relationship between the user and 

at least one of an application, application data, and user environment. In fact, the iManage 

manual does not teach the concept of context at all. For at least these reasons, the iManage 

manual does not invalidate the '761 Patent. 

Claim 7 

127. As discussed above, Claim 1 of the '761 Patent is valid in light of the iManage 

manual. Because Claim 7 is dependent on Claim 1, Claim 7 is also valid in light of the iManage 

manual. For at least these reasons, the iManage manual does not invalidate the '761 Patent. 
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128. Furthermore, I disagree with Dr. Greenberg's opinion that the iManage manual 

discloses wherein the data created in the first context is associated with data created in the 

second context. As discussed above, the iManage manual does not teach the concept of context, 

much less the ability to associated data created in two contexts together. For at least these 

reasons, the iManage manual does not invalidate the '761 Patent. 

Claim 9 

129. I disagree with Dr. Greenberg's opinion that the iManage manual invalidates 

Claim 9 of the '761 Patent. Specifically, I disagree that the iManage manual discloses the 

computer-executable act of creating data within a user environment of a web-based computer 

platform via user interaction with the user environment by a user using an application, the data in 

the form of at least files and documents. The iManage manual teaches a OMS system which is 

found on a local network. The iManage manual does not teach a system which is hosted on the 

Internet. None of Dr. Greenberg's citations indicate that the OMS system in hosted on the 

Internet. Instead, the iManage manual describes a software application that runs on a Client PC. 

iManage manual at 18. Many of Dr. Greenberg's citations are for a different and separate 

product called iManage WorkSite. Any details ofiManage WorkSite are a mystery. Yet, Dr. 

Greenberg regularly relies on the "iManage WorkSite Web Component server," "WorkSite box," 

and "iManage Work-Site." See Greenberg Expert Report, Ex. C-2 at 13. There are no 

explanations of how functionalities from another product "discloses user environments on a web-

based computing platform" as asserted by Dr. Gt·eenberg. Indeed on its face, the iManage 

WorkSite Web Component server seems to be only used for sending emails, a functionality that 

is not relevant to any of the claims. See iManage manual at 75. Moreover, the iManage manual 

provides no descriptions of the inner workings of the iManage WorkSite Web Component server, 
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"WorkSite box," or "iManage Work-Site." Furthermore, none of Dr. Greenberg's citations teach 

that data is created within a user environment of a web-based computer platform via user 

interaction with the user environment. For example, Dr. Greenberg merely states that "[t]he 

iManage Desktop also contains an address for accessing the web." See Greenberg Expert 

Report, Ex. C-2 at 13. 

130. In addition, Dr. Greenberg attempts to include by reference the analysis he 

provided from Claim 1 into his analysis of Claim 9. I do not believe such incorporation by 

reference fully addresses all of the limitations of Claim 9 because Claim 1 and Claim 9 are 

directed to different systems and contain different limitations. For example, Dr. Greenberg's 

assertion that the iManage manual teaches a web-based computing platform is inconsistent with 

his previous citation of Figure 1.1 for Claim 1. See Greenberg Expert Report, Ex. C-2 at 1. To 

the extent Dr. Greenberg has failed to address all of the additional limitations of Claim 9, it is my 

opinion that he has not provided sufficient evidence to prove the '761 Patent is invalid. 

Otherwise, I have addressed Dr. Greenberg's opinion in my analysis above. 

131. With regard to the second element of Claim 9, Dr. Greenberg simply attempts to 

include by reference the analysis he provided from Claim 1 or duplicates the same analysis and 

citations from Claim 1. I do not believe such incorporation by reference or duplication of 

analysis fully addresses all of the limitations of Claim 9 because Claim 1 and Claim 9 are 

directed to different systems and contain different limitations. For example, Dr. Greenberg fails 

to define what he asserts to be a "user environment." The term "user environment" is not used in 

Claim 1. As a result, Dr. Greenberg's method of merely incorporating by reference results in 

inconsistencies as he seems to define "application" and "user environment" as the same thing. 

To the extent Dr. Greenberg has failed to address all of the additional limitations of Claim 9, it is 
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my opinion that he has not provided sufficient evidence to prove the '761 Patent is invalid. 

Otherwise, I have addressed Dr. Greenberg's opinion in my analysis above. 

132. Again, with regard to the third element of Claim 9, Dr. Greenberg simply attempts 

to include by reference the analysis he provided from Claim 1 or duplicates the same analysis 

and citations fi'om Claim 1. I do not believe such incorporation by reference or duplication of 

analysis fully addresses all of the limitations of Claim 9 because Claim 1 and Claim 9 are 

directed to different systems and contain different limitations. To the extent Dr. Greenberg has 

failed to address all of the additional limitations of Claim 9, it is my opinion that he has not 

provided sufficient evidence to prove the '761 Patent is invalid. Otherwise, I have addressed Dr. 

Greenberg's opinion in my analysis above. 

133. Again, with regard to the fourth element of Claim 9, Dr. Greenberg simply 

attempts to include by reference the analysis he provided from Claim 1 and Claim 4, or 

duplicates the same analysis and citations from Claim 1 and Claim 4. I do not believe such 

incorporation by reference or duplication of analysis fully addresses all of the limitations of 

Claim 9 because Claim 1 (and Claim 4) and Claim 9 are directed to different systems and contain 

different limitations. For example, Dr. Greenberg fails to define what he asserts to be the first 

and second "user environments," "application," and "employs." All of which are terms not used 

in Claim 1. To the extent Dr. Greenberg has failed to address all of the additional limitations of 

Claim 9, it is my opinion that he has not provided sufficient evidence to prove the '761 Patent is 

invalid. Otherwise, I have addressed Dr. Greenberg's opinion in my analysis above. 

Claim 11 

134. As discussed above, Claim 9 of the '761 Patent is valid in light ofthe iManage 

manual. Because Claim 11 is dependent on Claim 9, Claim 11 is also valid in light of the 
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iManage manual. For at least these reasons, the iManage manual does not invalidate the '761 

Patent. 

135. FUlthermore, I disagree with Dr. Greenberg's opinion that the iManage manual 

discloses indexing context of the user environment such that a plurality of users can access the 

content from an associated plurality of user environments. As discussed above, the iManage 

manual does not teach the concept of user environments. Furthermore, the iManage manual 

teaches a DMS system that is document centric. Dr. Greenberg own citations state, "profile 

searches are searches of the database based on a document's profile information." See 

Greenberg Expert Report, Ex. C-2 at 16. Here Dr. Greenberg asserts that "user environments" 

are applications or locations. Not only is this wrong, both definitions are also inconsistent with 

each other. Furthermore, Dr. Greenberg never asselts that iManage discloses "an associated 

plurality of user environments." Instead, he merely declares that, [t]hrough this document 

number the document can be located and/or accessed by a plurality of different users in a 

different user environment." See id. at 16. For at least these reasons, the iManage manual does 

not invalidate the '761 Patent. 

Claim 16 

136. As discussed above, Claim 9 of the '761 Patent is valid in light of the iManage 

manual. Because Claim 16 is dependent on Claim 9, Claim 16 is also valid in light of the 

iManage manual. For at least these reasons, the iManage manual does not invalidate the '761 

Patent. 

137. Furthermore, I disagree with Dr. Greenberg's opinion that the iManage manual 

discloses accessing the user environment via a portable wireless device. Dr. Greenberg's citation 

of iManage Portable, is misplaced as it has no relation to the "portable wireless device" of Claim 
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16. Instead, iManage POliable is a mode of operation that allows users to continue to work on 

their PC using the iManage DeskSite application while disconnected fi'om the network. See 

iManage manual at 173. For at least these reasons, the iManage manual does not invalidate the 

'761 Patent. 

Claim 21 

138. I disagree with Dr. Greenberg's opinion that the iManage manual invalidates 

Claim 21 of the '761 Patent. First, Dr. Greenberg continues to use an incomplete analysis to 

suppOli his assertions. For example, he fails to state what "computer program" and on what 

"system" forms the basis of his computer-readable medium assertion. Furthermore, I disagree 

that the iManage manual discloses the computer-readable medium for creating data related to 

user interaction of a user within a user workspace of a web-based computing platform using an 

application. The iManage manual teaches a DMS system which is found on a local network. The 

iManage manual does not teach a system which is hosted on the Internet. None of Dr. 

Greenberg's citations indicate that the DMS system in hosted on the Internet. Instead, the 

iManage manual teaches a software application that runs on a Client PC. iManage manual at 18. 

Dr. Greenberg citations are inapposite. For example, the "iManage WorkSite Web Component 

server" is for a completely different product. There are no explanations of how functionalities 

from another product "discloses user environments on a web-based computing platform" as 

asserted by Dr. Greenberg. Indeed on its face, the iManage WorkSite Web Component server 

seems to be only used for sending emails, a functionality that is not relevant to any ofthe claims. 

See iManage manual at 75. Moreover, the iManage manual provides no descriptions ofthe inner 

workings of the iManage WorkSite Web Component server, "WorkSite box," or "iManage 

Work-Site." Furthermore, none of Dr. Greenberg'S citations teach that data is created within a 
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user environment of a web-based computer platform via user interaction with the user 

environment. For example, Dr. Greenberg merely states that "[t]he iManage Desktop also 

contains an address for accessing the web." Furthermore, Dr. Greenberg's assertion that 

iManage is a web-based computing platform is inconsistent with his previous citations for claim 

1. See Greenberg Expert Report, Ex. C-2 at 1. 

139. In addition, Dr. Greenberg attempts to include by reference the analysis he 

provided from Claim 9 into his analysis of Claim 21. I do not believe such incorporation by 

reference fully addresses all of the limitations of Claim 21 because Claim 9 and Claim 21 are 

directed to different systems and contain different limitations. To the extent Dr. Greenberg has 

failed to address all of the additional limitations of Claim 21, it is my opinion that he has not 

provided sufficient evidence to prove the '761 Patent is invalid. Otherwise, I have addressed Dr. 

Greenberg's opinion in my analysis above. 

140. With regard to the second element of Claim 21, Dr. Greenberg simply attempts to 

include by reference the analysis he provided from Claim 9 or duplicates the same analysis and 

citations from Claim 9. I do not believe such incorporation by reference 01' duplication of 

analysis fully addresses all of the limitations of Claim 21 because Claim 9 and Claim 21 are 

directed to different systems and contain different limitations. For example, Dr. Greenberg fails 

to define what he asserts to be a "user workspace." The term "user workspace" is not used in 

Claim 9. As a result, Dr. Greenberg's method ofmereJy incorporating by reference results in 

inconsistencies as he seems to define "application" and "user workspace" as the same thing. To 

the extent Dr. Greenberg has failed to address all of the additional limitations of Claim 21, it is 

my opinion that he has not provided sufficient evidence to prove the '761 Patent is invalid. 

Otherwise, I have addressed Dr. Greenberg's opinion in my analysis above. 
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141. Again, with regard to the third element of Claim 21, Dr. Greenberg simply 

attempts to include by reference the analysis he provided from Claim 9 or duplicates the same 

analysis and citations from Claim 9. I do not believe such incorporation by reference or 

duplication of analysis fully addresses all of the limitations of Claim 21 because Claim 9 and 

Claim 21 are directed to different systems and contain different limitations. To the extent Dr. 

Greenberg has failed to address all of the additional limitations of Claim 21, it is my opinion that 

he has not provided sufficient evidence to prove the '761 Patent is invalid. Otherwise, I have 

addressed Dr. Greenberg's opinion in my analysis above. 

142. Again, with regard to the fourth element of Claim 21, Dr. Greenberg simply 

attempts to include by reference the analysis he provided from Claim 9 or duplicates the same 

analysis and citations from Claim 9. I do not believe such incorporation by reference or 

duplication of analysis fully addresses all of the limitations of Claim 21 because Claim 9 is 

directed to different systems and contain different limitations. For example, Dr. Greenberg fails 

to define what he asserts to be the first and second "user workspaces," "application," and 

"employs." All of which are terms not used in Claim 9. To the extent Dr. Greenberg has failed 

to address all of the additional limitations of Claim 21, it is my opinion that he has not provided 

sufficient evidence to prove the '761 Patent is invalid. Otherwise, I have addressed Dr. 

Greenberg's opinion in my analysis above. 

143. Again, with regard to the fifth element of Claim 21, Dr. Greenberg ~imply 

attempts to include by reference the analysis he provided from Claim 11 or duplicates the same 

analysis and citations from Claim 11. I do not believe such incorporation by reference or 

duplication of analysis fully addresses all ofthe limitations of Claim 21 because Claim 11 is 

directed to different systems and contain different limitations. For example, Dr. Greenberg fails 

54 
A TL_IMANAGE-69I 0427. J 



Case 1:08-cv-00862-LPS   Document 667-6    Filed 09/30/10   Page 75 of 89

to define what he asserts to be "user workspace," which is a term not used in Claim 11. To the 

extent Dr. Greenberg has failed to address all of the additional limitations of Claim 21, it is my 

opinion that he has not provided sufficient evidence to prove the '761 Patent is invalid. 

Otherwise, I have addressed Dr. Greenberg's opinion in my analysis above. 

Claim 23 

144. I disagree with Dr. Greenberg's opinion that the iManage manual invalidates 

Claim 23 of the '761 Patent. Furthermore, I disagree that the iManage manual discloses the 

computer-readable medium for creating data related to user interaction of a user within a user 

workspace of a web-based computing platform using an application. The iManage manual 

teaches a DMS system which is found on a local network. The iManage manual does not teach a 

system which is hosted on the Internet. None of Dr. Greenberg'S citations indicate that the DMS 

system in hosted on the Internet. Instead, the iManage manual teaches a software application 

that runs on a Client PC. iManage manual at 18. Dr. Greenberg citations are inapposite. For 

example the "iManage WorkSite Web Component server" is for a completely different product. 

There are no explanations of how functionalities from another product "discloses user 

environments on a web-based computing platform" as asselied by Dr. Greenberg. Indeed on its 

face, the iManage WorkSite Web Component server seems to be only used for sending emails, a 

functionality that is not relevant to any of the claims. See iManage manual at 75. Moreover, the 

iManage manual provides no descriptions of the inner workings of the iManage WorkSite Web 

Component server, "WorkSite box," or "iManage Work-Site." Furthermore, Dr. Greenberg'S 

assertion that iManage is a web-based computing platform is inconsistent with his previous 

citations for Claim 1. See Greenberg Expert Repoli, Ex. C-2 at 1. 
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145. In addition, Dr. Greenberg attempts to include by reference the analysis he 

provided from Claim 1 into his analysis of Claim 23. I do not believe such incorporation by 

reference fully addresses all of the limitations of Claim 23 because Claim 1 and Claim 23 are 

directed to different systems and contain different limitations. Furthermore, Dr. Greenberg 

continues to use an incomplete analysis to support his assertions, as he merely cites to his 

analysis of Claim 9, another deficient analysis. For example, the WorkSite Web Component 

Server does not have any relation to Dr. Greenberg's manufactured terms of "application 

workspace", "location workspace," "version workspace," and "search workspace." Moreover, 

none of Dr. Greenberg's citations teach that the system assigns one or more applications to the 

first user workspace. Indeed, the iManage manual does not teach a user workspace at all. 

Furthermore, there is nothing that discloses that these third-party applications are assigned to Dr. 

Greenberg's contrived "application workspace", "location workspace," "version workspace," or 

"search workspace." In a further example, Dr. Greenberg declares that the storage component of 

a web-based server is an iManage Library. Yet, an iManage Library is not a storage component 

of any of Dr. Greenberg's asserted "web-based servers." To the extent Dr. Greenberg has failed 

to address all of the additional limitations of Claim 23, it is my opinion that he has not provided 

sufficient evidence to prove the '761 Patent is invalid. Otherwise, I have addressed Dr. 

Greenberg's opinion in my analysis above. 

146. Again, with regard to the second element of Claim 23, Dr. Greenbel:g simply 

attempts to include by reference the analysis he provided from Claims 1 and 9 or duplicates the 

same analysis and citations from Claim 1. I do not believe such incorporation by reference or 

duplication of analysis fully addresses all of the limitations of Claim 23 because Claim 1 is 

directed to different systems and contain different limitations. For example, Dr. Greenberg fails 
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to define what he asserts to be "user workspace," which is a term not used in Claim 1. To the 

extent Dr. Greenberg has failed to address all of the additional limitations of Claim 23, it is my 

opinion that he has not provided sufficient evidence to prove the '761 Patent is invalid. 

Otherwise, r have addressed Dr. Greenberg's opinion in my analysis above. 

Claim 25 

147. As discussed above, Claim 25 of the '761 Patent is valid in light of the iManage 

manual. Because Claim 25 is dependent on Claim 23, Claim 23 is also valid in light ofthe 

iManage manual. Moreover, Dr. Greenberg has failed to provide sufficient evidence to prove 

that the '761 Patent is invalid. For at least these reasons, the iManage manual does not invalidate 

the '761 Patent. 

148. Furthermore, I disagree with Dr. Greenberg'S opinion that the iManage manual 

discloses that the context component captures relationship data associated with a relationship 

between a first user workspace and at least one other user workspace. As discussed above, the 

iManage manual does not teach the concept of a context and is document centric. For at least 

these reasons, the iManage manual does not invalidate the '761 Patent. 

Claim 31 

149. As discussed above, Claim 31 of the' 761 Patent is valid in light of the iManage 

manual. Because Claim 31 is dependent on Claim 23, Claim 23 is also valid in light of the 

iManage manual. Moreover, Dr. Greenberg has failed to provide sufficient evidence to prove 

that the '761 Patent is invalid. Furthermore, I disagree with Dr. Greenberg'S opinion that the 

iManage Library is a storage component of any of Dr. Greenberg'S asserted "web-based 

servers." For at least these reasons, the iManage manual does not invalidate the '761 Patent. 

Claim 32 
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150. As discussed above, Claim 32 of the '761 Patent is valid in light of the iManage 

manual. Because Claim 32 is dependent on Claim 23, Claim 23 is also valid in light of the 

iManage manual. Moreover, Dr. Greenberg has failed to provide sufficient evidence to prove 

that the '761 Patent is invalid. For at least these reasons, the iManage manual does not invalidate 

the '761 Patent. 

The '575 Patent 

151. I disagree that the '575 Patent anticipates the '761 Patent. First, I disagree that 

the' 575 Patent invalidate the '761 Patent because the '575 Patent is not prior art to the '761 

Patent. Specifically, the' 575 Patent was filed on September 10, 1999 and did not publish until 

August 6,2002. As discussed above, the inventors of the '761 Patent conceived of the invention 

which resulted in the issuance of the ' 761 Patent no later than August 19, 1999. Furthermore, as 

discussed above, the earliest effective filing date of the '761 Patent is December 11,2002. 

Because the' 575 Patent was not filed before August 19, 1999 and did not publish before 

December 11,2001, the '575 Patent is not prior art to the '761 Patent. For at least these reasons, 

the '575 Patent does not invalidate the '761 Patent. 

152. In addition, it is my opinion that the '761 Patent is valid in light of the '575 Patent 

because Dr. Greenberg does not provide sufficient proof to invalidate a patent. Specifically, Dr. 

Greenberg'S descriptions are extremely general, do not address all of the elements, and are often 

inaccurate as to the actual disclosure. Moreover, his citations do not support his conclusions. As 

a consequence, Dr. Greenberg'S disclosure has not provided sufficient evidence. Therefore, it is 

my opinion that Dr. Greenberg has failed to provide sufficient evidence to render the '761 

invalid. 
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153. Moreover, I disagree that the' 575 Patent invalidates the '761 Patent because the 

'575 Patent discloses a document management system. As discussed above, there is a 

fundamental difference between a document management system and the '761 Patent. 

Moreover, the USPTO has already considered document management systems during the 

prosecution of the '761 Patent. Thus, the '575 Patent is cumulative ofthe references considered 

during the prosecution history. For at least these reasons, the' 575 Patent does not invalidate the 

'761 Patent. 

154. Dr. Greenberg's opinion that the ' 575 Patent discloses the system described in the 

'761 Patent is incorrect for several reasons. Generally, the '575 Patent discloses an application 

program interface which alters the views of documents depending on how a user defines the 

filing structure. This is the exact opposite ofthe teachings of the '761 Patent which solves the 

problem of having to manually enter information about the documents so that user can 

collaborate in an effective and efficient manner. '761 Patent, Col. 2, 11. 50-59; Col. 13,11.47-54. 

Therefore, it is my opinion that the' 575 Patent is completely different than, and thus does not 

invalidate, the '761 Patent. 

155. In addition, I disagree that the '575 Patent invalidates the '761 Patent because the 

'575 Patent does not disclose each and every element of the asserted claims. With regard to 

Claim 1, the '575 Patent does not disclose a context component nor a tracking component as 

provided in the '761 Patent. 

156. Specifically, the '575 Patent does not disclose a context component as recited in 

Claim 1. In fact, the' 575 Patent does not teach the concept of a context at all. Moreover, none 

of the citations provided by Dr. Greenberg illustrate that a context component captures context 

information associated with user-defined content. In fact, it discloses the opposite, namely that a 
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user is required to define both core and custom filing structures for the documents. For example, 

the '575 Patent states "[i]n accordance with the invention, there is provided a method and 

apparatus thereof, for sharing customization to a filing system in which documents stored in 

memory (e.g., a shared repository) are categorize and accessed by multiple users through an 

application program interface. To begin, the application program interface receives input for 

defining a core filing structure .... " '575 Patent, Col. 2, Il. 25-32 (emphasis added). Moreover, 

the' 575 Patent provides [i]n operation, a user at the application program interface 110 defines 

the core filing structure 118 to provide a generic framework (Le., category schema) for 

categorizing the document 115 in the document store 114 ... Once defined, the core filing 

structure 118 can be viewed and/or edited at the application program interface 110 through 

category manager 112 to define customized filing structures 120. '575 Patent, Col. 4, II. 11-15 

(emphasis added). In summary, the '575 Patent states "[u]sers customize the filing structure to . ' , 

express how they want the shared collection of documents to be categorized." '575 Patent, Col. 

9, II. 39-41 (emphasis added). 

157. In addition, the' 575 Patent does not teach a tracking component as recited in 

Claim 1 of the '761 Patent. Dr. Greenberg does not provide any citation which meets this 

element. In fact, the citations that Dr. Greenberg provides teach that each user is given his own 

view of the categorization of documents and not multiple views. For example, the' 575 Patent 

states "the particular level of customization is limited to a hierarchy of customization defined for 

a particular user." ' 575 Patent, Col. 5, II. 43-46. Moreover, nothing in the '575 Patent teaches 

tracking a change of a user from a first context to a second context. This disclosure is simply 

absent as the concept of a context is not taught, much less the tracking of a user from one context 

to another. For at least these reasons, the '575 Patent does not invalidate the '761 Patent. 
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158. Furthermore, nothing in the' 575 Patent teaches that the metadata is dynamically 

updated when the user access data from a second context. Dr. Greenberg's citations describe the 

instance in which a user defines the core filing structure (which happens to be the same analysis 

with regard to the context component thereby rendering his analysis nonsensical) that has 

nothing to do with the tracking of a user when a user access a data from a second context. Even 

worse, Dr. Greenberg states that the '575 Patent provides an example of how second contexts are 

dynamically updated, however this is not a claim limitation. Moreover, this statement is wrong 

because the filing structures are modified according to the user's input, not dynamically updated. 

Finally, Dr. Greenberg states that the structure translator is used as a tracking component that 

dynamically updates the stored metadata as a user access the data from a second context. This is 

also wrong because the translator merely translates the view of the core filing structures 

according to the particular user's customized filing structure and does not change as the same 

user access the data from a first context. '575 Patent, Col. 6, 11. 7-29 For at least these reasons, 

the' 575 Patent does not invalidate the '761 Patent. 

Claim 4 

159. As discussed above, Claim 1 of the '761 Patent is valid in light of the '575 Patent. 

Because Claim 4 is dependent on Claim 1, Claim 4 is also valid in light of the '575 Patent. For 

at least this reason, the '575 Patent does not invalidate the '761 Patent. 

160. Furthermore, I disagree with Dr. Greenberg's opinion that the '575 Patent 

discloses the capturing of context information which includes a relationship between the user and 

at least one of an application, application data, and user environment. As discussed above, the 

'575 Patent teaches a DMS for where a user is required to define the core filing structure for the 

documents. For at least these reasons, the '575 Patent does not invalidate the '761 Patent. 
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Claim 7 

161. As discussed above, Claim 1 of the '761 Patent is valid in light of the '575 Patent. 

Because Claim 7 is dependent on Claim 1, Claim 7 is also valid in light of the '575 Patent. For 

at least this reason, the' 575 Patent does not invalidate the '761 Patent. 

162. Furthermore, I disagree with Dr. Greenberg's opinion that the '575 Patent 

discloses that data created in the first context is associated with data created in the second 

context. Dr. Greenberg's analysis is based on the faulty premise that a view of a core or 

customized file structure is a context (environment). However, these are simply customized 

views of files in a typical hierarchical folder structure. Moreover, the' 575 Patent does not 

disclose creating the data file in either a first or a second view of the filing structure. The' 575 

Patent simply teaches a way of viewing data, and does not disclose creating data. Furthermore, 

the' 575 Patent does not disclose associating data in the file system with other data in the file 

system. For at least these reasons, the '575 Patent does not invalidate the '761 Patent. 

163. For Claim 7, Dr. Greenberg again attempts to include by reference the analysis he 

provided for Claim 1. I do not believe such incorporation by reference fully addresses all ofthe 

limitations of Claim 7 because Claim 1 and Claim 7 are directed to different systems and contain 

different limitations. To the extent Dr. Greenberg has failed to address all of the additional 

limitations of Claim 7, it is my opinion that he has not provided sufficient evidence to prove the 

'761 Patent is invalid. Otherwise, I have addressed Dr. Greenberg'S opinion in my'analysis 

above. 

Claim 9 

164. I disagree with Dr. Greenberg'S opinion that the '575 Patent invalidates Claim 9 

of the '761 Patent. Specifically, I disagree that the '575 Patent discloses the computer-
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executable act of creating data within a user environment of a web-based computer platform via 

user interaction with the user environment by a user using an application, the data in the form of 

at least files and documents. None of Dr. Greenberg's citations teach that data is created within 

a user environment of a web-based computer platform via user interaction with the user 

environment by an application. Instead, the citations teach that the system only serves to file the 

data brought into the document store of the system and filed using a user editable core filing 

structure. In pati, the' 575 Patent provides that "[i]n operation, a user at the application program 

interface 110 defines the core filing structure 118 to provide a generic framework (Le., category 

schema) for categorizing the document 115 in the document store 114 .... Once defined, the core 

filing structure 118 can be viewed and/or edited at the application program interface 110 through 

category manager 112 to define customized filing structures 120. '575 Patent, Col. 4, 11. 11-15 

(emphasis added). In summary, the '575 Patent states "[u]sers customize the filing structure to 

express how they want the shared collection of documents to be categorized." '575 Patent, Col. 

9, 11. 39-41. Dr. Greenberg'S analysis is based on the faulty premise that a view of a core or 

customized file structure is equivalent to a user environment. However, these file views are 

simply customized views of files in a typical hierarchical folder structure. Moreover, the' 575 

Patent does not disclose creating the data file in either a first or a second view of the filing 

structure. The '575 Patent simply teaches a way of viewing data, and does not disclose creating 

data. Furthermore, the '575 Patent does not disclose associating data in the file system with 

other data in the file system. For at least these reasons, the' 575 Patent does not invalidate the 

'761 Patent. 

165. I disagree with Dr. Greenberg'S opinion that the '575 Patent discloses 

dynamically associating metadata with the data, the data and metadata stored on a storage 
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component of the web-based computing platform, the metadata includes information related to 

the user, the data, the application, and the user environment. As discussed above, the' 575 Patent 

does not disclose creating metadata for files in the system. FUlihermore, Dr. Greenberg has 

referenced a section which refers to assigning unique document filing location identifiers to the 

data. However, there is no support that this is done dynamically, nor that this information 

corresponds to the user, the data, the application, and the user environment. Dr. Greenberg has 

referenced a section which states that the documents in a specific folder can be ordered based on 

there name, creation date, or file size, seemingly to imply that this information is used to create 

unique identifiers. However, this section does not relate to the creation of identifiers, rather it 

correspondents to a sort function within a folder for ordering the view of the documents. For at 

least these reasons, the '575 Patent does not invalidate the '761 Patent. 

166. For most of Claim 9, Dr. Greenberg attempts to include by reference the analysis 

he provided for Claims 1 and 4. I do not believe such incorporation by reference fully addresses 

all of the limitations of Claim 9 because Claims 1 and 4 are directed to different systems and 

contain different limitations. To the extent Dr. Greenberg has failed to address all of the 

additional limitations of Claim 9, it is my opinion that he has not provided sufficient evidence to 

prove the '761 Patent is invalid. Otherwise, I have addressed Dr. Greenberg's opinion in my 

analysis above. 

Claim 11 

167. As discussed above, Claim 9 of the '761 Patent is valid in light of the '575 Patent. 

Because Claim 11 is dependent on Claim 9, Claim 11 is also valid in light of the' 575 Patent. 

For at least this reason, the '575 Patent does not invalidate the '761 Patent. 
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168. Flllthermore, I disagree with Dr. Greenberg's opinion that the' 575 Patent 

discloses indexing content of the user environment such that a plurality of users can access the 

content from an associated plurality of user environments. Dr. Greenberg states that the data 

files are indexed because they are placed into a folder hierarchy. However, this incorrect as 

indexing data requires more then organizing documents into folders. Furthermore, and as 

discussed above, Dr. Greenberg's analysis for Claim 11 is based on the faulty premise that a 

view of a core or customized file structure is a user environment. These are simply customized 

views of files in a typical hierarchical folder structure. For at least these reasons, the' 575 Patent 

does not invalidate the '761 Patent. 

169. For Claim 11, Dr. Greenberg again attempts to include by reference the analysis 

he provided for Claim 1. I do not believe such incorporation by reference fully addresses all of 

the limitations of Claim 11 because Claim 1 is directed to different systems and contain different 

limitations then Claim 1'1. To the extent Dr. Greenberg has failed to address all of the additional 

limitations of Claim 11, it is my opinion that he has not provided sufficient evidence to prove the 

'761 Patent is invalid. Otherwise, I have addressed Dr. Greenberg'S opinion in my analysis 

above. 

Claim 16 

170. Dr. Greenberg has failed to provide any citations indicating how the limitation of 

Claim 16 is met by the '575 Patent. However, in his analysis he indicates that accessing the user 

environment via a portable wireless device is obvious. As such, I refer back to my previous 

discussion refuting the obviousness of Claim 16. 

Claim 21 
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171. I disagree with the claim chart that the'575 Patent invalidates Claim 21 ofthe 

'761 Patent. First, the claim chart continues to use an incomplete analysis to support his 

assertions. For example, he fails to provide citations to the' 575 Patent that disclose all elements 

of Claim 21. Furthermore, I disagree that the' 575 Patent discloses the computer-readable 

medium for creating data related to user interaction of a user within a user workspace of a web

based computing platform using an application. First, as citations to the '575 Patent are not 

provided for all elements of Claim 21, it is improper to assert that the' 575 Patent discloses this 

claim. 

172. In addition, the claim chart attempts to include by reference the analysis he 

provided from Claim 9a into his analysis of Claim 21. I do not believe such incorporation by 

reference fully addresses all of the limitations of Claim 21 because Claim 9 is directed to a 

different system and contain different limitations. For example, the claim chart fails to define 

what he asserts to be a "user workspace." The term "user workspace" is not used in Claim 9. As 

a result, the claim chart's method of merely incorporating by reference results in inconsistencies 

as he seems to define "application" and "user workspace" as the same thing. To the extent the 

claim chart has failed to address all of the additional limitations of Claim 21, it is my opinion 

that he has not provided sufficient evidence to prove the '761 Patent is invalid. Otherwise, I 

have addressed this aspect of the claim chart in my analysis above. 

173. With regard to the second element of Claim 21, the claim chart simply attempts to 

include by reference the analysis he provided from Claim 9b or duplicates the same analysis and 

citations from Claim 9. I do not believe such incorporation by reference or duplication of 

analysis fully addresses all of the limitations of Claim 21 because Claim 9 is directed to a 

different system and contains different limitations. For example, the claim chart fails to define 
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what he asselts to be a "user workspace." The term "user workspace" is not used in Claim 9. As 

a result, the claim chart's method of merely incorporating by reference results in inconsistencies 

as he seems to defIne "application" and "user workspace" as the same thing. To the extent the 

claim chart has failed to address all of the additional limitations of Claim 21, it is my opinion 

that he has not provided sufficient evidence to prove the '761 Patent is invalid. Otherwise, I 

have addressed this aspect of the claim chart in my analysis above. 

174. Again, with regard to the third element of Claim 21, the claim chait simply 

attempts to include by reference the analysis he provided from Claim 9c 01' duplicates the same 

analysis and citations from Claim 9. I do not believe such incorporation by reference or 

duplication of analysis fully addresses all of the limitations of Claim 21 because Claim 9 is 

directed to a different system and contains different limitations. For example, the claim chart 

fails to define what he asserts to be a "user workspace." The term "user workspace" is not used 

in Claim 9. As a result, the claim chait's method of merely incorporating by reference results in 

inconsistencies as he seems to define "application" and "user workspace" as the same thing. To 

the extent the claim chart has failed to address all of the additional limitations of Claim 21, it is 

my opinion that he has not provided sufficient evidence to prove the '761 Patent is invalid. 

Otherwise, I have addressed this aspect of the claim chait in my analysis above. 

175. Again, with regard to the fourth element of Claim 21, the claim chart simply 

attempts to include by reference the analysis he provided from Claim 9d or duplicates the same 

analysis and citations from Claim 9. I do not believe such incorporation by reference or 

duplication of analysis fully addresses all of the limitations of Claim 21 because Claim 9 is 

directed to a different system and contains different limitations. For example, the claim chait 

fails to define what he asserts to be a "user workspace." The term "user workspace" is not used 
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181. For Claim 25, Dr. Greenberg again attempts to include by reference the analysis 

he provided for Claim 1. I do not believe such incorporation by reference fully addresses all of 

the limitations of Claim 25 because Claim 1 is directed to different systems and contain different 

limitations. To the extent Dr. Greenberg has failed to address all of the additional limitations of 

Claim 25, it is my opinion that he has not provided sufficient evidence to prove the '761 Patent is 

invalid. Otherwise, I have addressed Dr. Greenberg's opinion in my analysis above. 

Claim 31 

182. As discussed above, Claim 23 of the '761 Patent is valid in light of the '575 

Patent. Because Claim 31 is dependent on Claim 23, Claim 31 is also valid in light of the '575 

Patent. For at least this reason, the '575 Patent does not invalidate the '761 Patent. 

183. Furthermore, I disagree with Dr. Greenberg's opinion that the '575 Patent 

discloses that the storage component stores the data and the metadata according to at least on of a 

relational and an object storage methodology. Dr. Greenberg has only referenced a section 

related to a prior ali system which is explicitly disclosed to be different then the system in the 

'575 Patent. For at least these reasons, the' 575 Patent does not invalidate the '761 Patent. 

Claim 32 

184. As discussed above, Claim 23 of the '761 Patent is valid in light of the '575 

Patent. Because Claim 32 is dependent on Claim 23, Claim 32 is also valid in light of the '575 

Patent. For at least this reason, the '575 Patent does not invalidate the '761 Patent. 

185. Fmihermore, I disagree with Dr. Greenberg'S opinion that the '575 Patent 

discloses storing ofthe metadata in the storage component in association with data facilitates 

many-to-many functionality of the data via the metadata. The '575 Patent does not disclose that 

70 
ATLJMANAGE-69 10427.1 



Case 1:08-cv-00862-LPS   Document 667-7    Filed 09/30/10   Page 2 of 80

metadata is used to facilitate the functionality of two or more users using two or more data files. 

For at least these reasons, the' 575 Patent does not invalidate the '761 Patent. 

Hess 

186. I disagree that the Hess paper anticipates the '761 Patent. First, I disagree that the 

Hess paper invalidates the '761 Patent because the Hess paper is not prior art to the '761 Patent. 

Specifically, the Hess paper did not publish until July 22, 2002. As discussed above, the earliest 

effective filing date of the '761 Patent is December 11,2002. Because the Hess paper did not 

publish before December 11,2001, the Hess paper is not prior ali to the '761 Patent. For at least 

these reasons, the Hess paper does not invalidate the '761 Patent. 

187. In addition, it is my opinion that the '761 Patent is valid in light ofthe Hess paper 

because Dr. Greenberg fails to provide sufficient proof required to invalidate a patent. 

Specifically, Dr. Greenberg's descriptions are extremely general, do not address all of the 

clements, and are often inaccurate as to the actual disclosure. Moreover, his citations do not 

suppOli his conclusions. As a consequence, Dr. Greenberg's disclosure has not provided 

sufficient evidence. Therefore, it is my opinion that Dr. Greenberg has failed to provide 

sufficient evidence to render the '761 invalid. 

188. Dr. Greenberg's opinion that the Hess paper discloses the system described in the 

'761 Patent is wrong for several reasons. Generally, the Hess paper discloses a system which 

uses RF badges, cameras, electronic rings, or other means to detect the physical location of 

someone. Hess at 5. This is completely different from the teachings of the '761 Patent which 

discloses a computer implemented system so that users can collaborate in an effective and 

efficient manner. '761 Patent, Col. 2, 11. 50-59; Col. 13, 11. 47-54. Therefore, it is my opinion 

that the Hess paper is completely different than, and thus does not invalidate, the '761 Patent. 

71 
ATL_IMANAGE-69J 0427.! 



Case 1:08-cv-00862-LPS   Document 667-7    Filed 09/30/10   Page 3 of 80

189. In addition, I disagree that the Hess paper invalidates the '761 Patent because the 

Hess paper does not disclose each and every element of the asserted claims. With regard to 

Claim 1, the Hess paper does not disclose a context component nor a tracking component as 

provided in the '761 Patent. 

190. Specifically, the Hess paper does not disclose a context component as recited in 

Claim 1 ofthe '761 Patent. None of the citations provided by Dr. Greenberg teach that the Hess 

paper involves a computer implemented context component which captures context information 

associated with user-defined data. Instead, the Hess paper discloses logical devices called 

"mount points" which carry information about where a person's files are located. The mount 

points are used by the system as people move into different rooms called "active spaces." 

Moreover, the "mount points" do not capture context information associated with user-defined 

data. Instead, these "mount points" simply contain information about where the person's files 

are located. These files are then made available to the person in the "active space." For 

example, the Hess paper provides "context is used to 1) automatically make personal storage 

available to applications, conditioned on user presence ... " and "the physical location of the user 

triggers the automatic configuration of the user's environment." Hess at 4. In addition, there is 

no disclosure regarding the dynamic storage of context information in metadata. Instead, the 

Hess paper suggests that user must attached context information manually. For example, "[t]he 

file system allows a specific context to be attached to data by simply copying it to a context 

directory. Presenting context through the file system interface allows standard file system 

primitives (i.e., rename, remove, copy, mkdir) to be used to attach and detach context to files." 

Hess at 7. Furthermore, Hess provides that "context is set manually" and the "manual 

72 
A TL_IMANAGE-691 0427.1 



Case 1:08-cv-00862-LPS   Document 667-7    Filed 09/30/10   Page 4 of 80

configuration is not a burden." Hess at 10. For at least these reasons, the Hess paper does not 

invalidate the '761 Patent. 

191 . Moreover, the Hess paper does not disclose a tracking component as recited in 

Claim 1 of the '761 Patent. First, Dr. Greenberg uses a number of the same quotations and 

analysis for both the context and tracking component which renders his analysis nonsensical. 

Furthermore, none of the citations provided by Dr. Greenberg teach that a computer 

implemented tracking component. Instead, the Hess paper teaches "mount points" that are 

carried by people to detect their physical location. Hess at 4. Moreover, the location of the 

people is not stored. Instead, it is used to make data available in the particular space that the 

person is located. Hess at 5. Furthermore, as discussed above, no data is stored dynamically. 

Instead, the location of the person wearing the device is given access to files which are put in the 

appropriate directory. Hess at 7. In addition, the Hess paper does not describe dynamically 

updating the metadata when a user accesses data from a second context. In fact, there is no 

description of a user accessing data from a second context, and no description of updating 

metadata when a user access data from a second context. For at least these reasons, the Hess 

paper does not invalidate the '761 Patent. 

Claim 4 

192. As discussed above, Claim 1 of the '761 Patent is valid in light of the Hess paper. 

Because Claim 4 is dependent on Claim 1, Claim 4 is also valid in light of the Hess' paper. For at 

least these reasons, the Hess paper does not invalidate the '761 Patent. 

193. Furthermore, I disagree with Dr. Greenberg's opinion that the Hess paper 

discloses the capturing of context information which includes a relationship between the user and 

at least one of an application, application data, and user environment. Greenberg's citations to 
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the Hess paper describe, at most, a description of between a user's physical location (i.e. the 

office in which they are physically located) and a path to a subset of that user's files. Hess at 4-

5, 7, 9. For at least these reasons, the '538 Patent and the' 179 Patent do not invalidate the ' 761 

Patent. 

Claim 7 

194. As discussed above, Claim 1 of the '761 Patent is valid in light of the Hess paper. 

Because Claim 7 is dependent on Claim 1, Claim 7 is also valid in light of the Hess paper. For at 

least these reasons, the Hess paper does not invalidate the '761 Patent. 

195 . Furthermore, I disagree with Dr. Greenberg's opinion that the Hess paper 

discloses associating data created in the first context with data created in the second context. 

The Hess paper describes a user physically moving from one location to another, such as a user 

going from their own office to a colleague's office, and that user's electronic files being made 

available in both physical locations. Hess at 3-5 This is not the same as the system disclosed in 

Claim 7 of the ' 761 Patent, in which the system automatically associates data created in a first 

computing context with data created in a second computing context. For at least these reasons, 

the' 538 Patent and the ' 179 Patent do not invalidate the '761 Patent. 

Claim 9 

196. I disagree with Dr. Greenberg'S opinion that the Hess paper discloses each and 

every element of Claim 9 of the '761 Patent. As I mentioned above, the Hess paper discloses 

logical devices called "mount points" which carry information about where a person's files are · 

located. The mount points are used by the system as people move from one physical location to 

another physicallocatiol1. The subject matter of Claim 9 to the '761 Patent, a computerized 

74 
ATL_IMANAGE-691 0427. I 



Case 1:08-cv-00862-LPS   Document 667-7    Filed 09/30/10   Page 6 of 80

method for automatically managing data is fundamentally different than the technology 

described in the Hess paper. 

197. In addition, for many elements of Claim 9, Dr. Greenberg simply attempts to 

include by reference the analysis he' provided from Claim 1 or duplicates the same analysis and 

citations from Claim 1. I do not believe such incorporation by reference or duplication of 

analysis fully addresses all of the limitations of Claim 9 because Claim 1 and Claim 9 are 

directed to different systems and contain different limitations. To the extent Dr. Greenberg has 

failed to address all of the additional limitations of Claim 9, it is my opinion that he has not 

provided sufficient evidence to prove the '761 Patent is invalid. Otherwise, I have addressed Dr. 

Greenberg's opinion in my analysis above. 

198. With regard to the first element of Claim 9, the Hess paper does not describe the 

computer-executable act of creating data within a user environment, as disclosed in the first 

element of Claim 9. While Dr. Greenberg does cite to portions of the Hess paper that discuss 

creating and storing a file, neither of these citations describe creating data in a user environment. 

Hess at 9, 12. The Hess paper similarly does not describe a web-based computing platform. Dr. 

Greenberg all but concedes this point by stating that Hess's system "could be" web-based 

because it used XML and a graphical user interface. See Greenberg Expert Report, Ex. C-4 at 

10. The presence of a graphical user interface and XML do not, themselves, describe a web

based computing system. For at least these reasons, the '538 Patent and the' 179 Patent do not 

invalidate the '761 Patent. 

199. With regard to the second element of Claim 9, the Hess paper does not disclose 

dynamically associating metadata with the data, where the metadata includes information related 

to the user, the data, the application, and the user environment. Dr. Greenberg admits that there 
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. j 

is no explicit reference in the Hess paper disclosing an association of the metadata to the data, 

stating that the "mount tags" perform this function through "an implicit mechanism." See 

Greenberg Expert Report, Ex. C-4 at 10. As I have stated above, the "mount tags" merely refer 

to the file path in which a user's files are stored and do not perform the task of associating data 

with metadata. In addition, Dr. Greenberg' s analysis does not show that Hess discloses metadata 

including information related to the data. See id. 

200. With regard to the third and fourth elements of Claim 9, Dr. Greenberg does not 

offer any analysis of these claim elements at all and merely refers to his analysis for several 

elements of Claim 1. I do not believe such incorporation by reference or duplication of analysis 

fully addresses all of the limitations of these elements of Claim 9 and, to the extent Dr. 

Greenberg has failed to address all of the additional limitations of Claim 9, it is my opinion that 

he has not provided sufficient evidence to prove the '761 Patent is invalid. Otherwise, I have 

addressed Dr. Greenberg's opinion in my analysis above. 

Claim 11 

201. As discussed above, Claim 9 of the '761 Patent is valid in light ofthe Hess paper. 

Because Claim 11 is dependent on Claim 9, Claim 11 is also valid in light of the Hess paper. For 

at least these reasons, the Hess paper does not invalidate the '761 Patent. 

202. Furthermore, I disagree with Dr. Greenberg's opinion that the Hess paper 

discloses indexing the content of the user environment so that multiple users can access the 

content from multiple user environments. The Hess paper describes a system of "virtual 

directories" that allow multiple file paths to refer to the same underlying files. See Hess at 6. 

This system does not involve "indexing" the data in any meaningful way. In addition, as 

discussed above, Hess describes accessing data as a user moves from one physical location to 
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another, which is different fi'om the method described in Claim 11, in which multiple users are 

can access data from different user environments in a computer system. For at least these 

reasons, the' 538 Patent and the' 179 Patent do not invalidate the '761 Patent. 

Claim 16 

203. As discussed above, Claim 9 of the '761 Patent is valid in light of the Hess paper. 

Because Claim 16 is dependent on Claim 9, Claim 16 is also valid in light of the Hess paper. For 

at least these reasons, the Hess paper does not invalidate the '761 Patent. 

204. Furthermore, I disagree with Dr. Greenberg'S opinion that the Hess paper 

discloses accessing the user environment from via a pOliable wireless device. Dr. Greenberg 

states that "Hess discloses accessing the user environment (for example the space) via a pOliable 

wireless device." Greenberg Expert Report, Ex. C-4 at 12. This argument is nonsensical 

because a "space" is a physical location, such as an office, and it is not possible for a person to 

acc.ess a physical location from a portable wireless device. Dr. Greenberg states no additional 

arguments regarding Claim 16, but again attempts to incorporate his obviousness argument 

reference into his anticipation argument for this claim. I do not believe such incorporation by 

reference or duplication of analysis fully addresses all of the limitations of these elements of 

Claim 16 and, to the extent Dr. Greenberg has failed to address all of the additional limitations of 

Claim 16, it is my opinion that he has not provided sufficient evidence to prove the '761 Patent is 

invalid. Otherwise, I have addressed Dr. Greenberg'S opinion in my analysis above. 

Claim 21 

205. I disagree with Dr. Greenberg'S opinion that the Hess paper discloses each and 

every element of Claim 21 of the '761 Patent. Dr. Greenberg provides absolutely no original 

analysis for this claim, and does not cite to any specific portions of the Hess paper as allegedly 
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disclosing each and every claim element of Claim 21. In fact, all that Dr. Greenberg does for his 

analysis of Claim 21 is incorporate by reference other portions of his report addressing claims 9 

and 11. I do not believe such incorporation by reference or duplication of analysis fully addresses 

all of the limitations of Claim 21 because Claims 9 and 11 are directed to different systems and 

contain different limitations. To the extent Dr. Greenberg has failed to address all of the 

additional limitations of Claim 21, it is my opinion that he has not provided sufficient evidence 

to prove the '761 Patent is invalid. Otherwise, I have addressed Dr. Greenberg's opinion in my 

analysis above. 

Claim 23 

206. I disagree with Dr. Greenberg's opinion that the Hess paper discloses each and 

every element of Claim 23 ofthe '761 Patent. Again, similar to his analysis of Claim 21, Dr. 

Greenberg provides analysis for only a narrow portion of one element of Claim 23, and relies on 

other portions of his report addressing Claims 1 and 9 for all other elements of the claim. I do 

not believe such incorporation by reference or duplication of analysis fully addresses all of the 

limitations of Claim 23 because Claims 1 and 9 are directed to different systems and contain 

different limitations. To the extent Dr. Greenberg has failed to address all of the additional 

limitations of Claim 21, it is my opinion that he has not provided sufficient evidence to prove the 

'761 Patent is invalid. Otherwise, I have addressed Dr. Greenberg's opinion in my analysis 

above. 

207. I fmiher disagree with Dr. Greenberg's analysis of the one pOliion of Claim 23 

that he does address in his rep01i. The Hess paper does not disclose assigning applications to a 

first user workspace. See Hess at 3 ("[u]sers can move between spaces and their environment. .. 

can move with them."). Hess describes mobile users who are able to use their applications and 
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data as they move from one physical location to another, but this is distinct fr0111 the step of 

assigning applications to a user's computer-based user workspace. For at least these reasons, the 

Hess paper does not invalidate the '761 Patent. 

Claim 25 

208. As discussed above, Claim 23 of the '761 Patent is valid in light of the Hess 

paper. Because Claim 25 is dependent on Claim 23, Claim 25 is also valid in light of the Hess 

paper. For at least these reasons, the Hess paper does not invalidate the '761 Patent. 

209. Furthermore, I disagree with Dr. Greenberg'S opinion that the Hess paper a 

context component that captures data associated with a relationship between two different user 

workspaces. As I have stated several time above, the Hess paper does not disclose a context 

component. In addition, Dr. Greenberg'S analysis for this claim discusses the mount server and 

virtual directory, which in my opinion do not capture data associated with the relationship 

between two user workspaccs. For at least these reasons, the' 538 Patent and the' 179 Patent do 

not invalidate the '761 Patent. 

Claim 31 

210. As discussed above, Claim 23 of the '761 Patent is valid in light of the Hess 

paper. Moreover, Dr. Greenberg has failed to provide sufficient proof that the '761 Patent is 

invalid. Because Claim 31 is dependent on Claim 23, Claim 31 is also valid in light of the Hess 

paper. For at least these reasons, the Hess paper does not invalidate the' 761 Patent. 

Claim 32 

211. As discussed above, Claim 23 of the '761 Patent is valid in light of the Hess 

paper. Moreover, Dr. Greenberg has failed to provide sufficient evidence to prove that the '761 
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Patent is invalid. Because Claim 32 is dependent on Claim 23, Claim 32 is also valid in light of 

the Hess paper. For at least these reasons, the Hess paper does not invalidate the '761 Patent. 

The '306 Patent 

212. I disagree that the '306 Patent4 anticipates the '761 Patent. First, it is my opinion 

that the '761 Patent is valid in light ofthe '306 Patent because Dr. Greenberg fails to provide 

sufficient proof required to invalidate a patent. Specifically, Dr. Greenberg's descriptions are 

extremely general, do not address all of the elements, and are often inaccurate as to the actual 

disclosure. Moreover, his citations do not SUppOlt his conclusions. As a consequence, Dr. 

Greenberg's disclosure has not provided sufficient evidence. Therefore, it is my opinion that Dr. 

Greenberg has failed to provide sufficient evidence to render the '761 invalid. 

213. Moreover, I disagree that the '306 Patent invalidates the '761 Patent because the 

'306 Patent does not disclose each and every element of the asserted claims. With regard to 

Claim 1, the ' 306 Patent does not disclose a context component nor a tracking component as 

provided in the '761 Patent. 

214. Dr. Greenberg's opinion that the '306 Patent discloses all of the elements of the 

asserted claims of the '761 Patent is incorrect for several reasons. Generally, the '306 Patent 

discloses a meta-document which retains processing information. It is essentially a history 

system that keeps a history for several related documents. Moreover, the meta-document is sent 

from one source to another, and does not incorporate the idea of multiple contexts. 'The '761 

Patent on the other hand captures environmental and tracking information and stores the 

4 Dr. Greenberg includes the '934 Patent when referring to the '306 Patent. For consistency, I have done the same. 
However, the '934 Patent is not valid prior art because it was filed on September 24, 1999 and did not publish until 
September 30, 2004. As discussed herein, the inventors of the '761 Patent conceived of the invention which resulted 
in the issuance of the '761 Patent no later than August 19, 1999. Furthermore, as discussed above, the earliest 
effective filing date of the '761 Patent is December 11,2002. Because the '934 Patent was not filed before August 
19, 1999 and did not publish before December 11,2001, the '934 Patent is not prior art to the '761 Patent. For at 
least these reasons, and for the same reasons discussed with regard to the '306 Patent, the '934 Patent does not 
invalidate the '761 Patent. 
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information on a storage component so that data can be shared among users in multiple contexts. 

'761 Patent, Col. 2, 11. 50-59; Col. 13,11.47-54. Therefore, it is my opinion that the premise of 

the ' 306 Patent is significantly different than, and thus does not invalidate, the '761 Patent. 

215. Specifically, the '306 Patent does not disclose a context component as recited in 

Claim 1. None of the citations provided by Dr. Greenberg illustrate that a context component 

captures context, or environmental, information associated with user-defined content. 

Specifically, Dr. Greenberg states the context is the "source or environment 30." However, 

nothing about the "source or environment 30" is captured by the meta-document disclosed in the 

'306 Patent. Even the citation that Dr. Greenberg relies upon specifically states that 

"[plrocessing information 21 is created (in this embodiment by source 30) and stored on meta

document 20" and does not disclose the environmental information is stored on meta-document. 

216. Moreover, the '306 Patent does not disclose a context component as recited in 

Claim 1 because metadata representing the context is not dynamically stored on a storage 

component. Instead, all of the processing information associated with a document is stored as a 

document history. This distinction is provided throughout the disclosure ofthe '306 Patent. For 

example, the '306 Patent states that "[t]he processing information (14) is recorded on the meta

document (10) each time the meta-document (10) is processed in some manner." '306 Patent, 

Abstract. In fact, the concept of context is completely absent from the '306 Patent as the 

metadata discussed in the '306 Patent only concerns a document's history, not the environmental 

information associated with user-defined data created by user-interaction. For at least these 

reasons, the '306 Patent does not invalidate the '761 Patent. 

217. Moreover, the '306 Patent does not teach a tracking component as recited in 

Claim 1 of the '761 Patent. Dr. Greenberg does not cite any passage of the '306 Patent that 
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discloses the tracking of a user from a first context to a second context. Instead, Dr. Greenberg 

repeats the same analysis with regard to the context component (which render his analysis 

nonsensical). In fact, the '306 Patent teaches away from tracking a user from one context to 

another. The ' 306 Patent provides that "[a]ll of the processing information in the meta-document 

is explicit, accessible and reusable so that other tools or people in different contexts can benefit 

from it." ' 306 Patent at 3, ~14. Even Dr. Greenberg's own analysis states the '306 Patent 

teaches "transmission of document from the first source 30 to a second source 32)" and not the 

tracking of a user from one context to another. In addition, the meta-document is not accessible 

from multiple contexts. This is because the concept of a context (in the sense of an environment) 

is completely absent. Thus, there is nothing in the '306 Patent that discloses accessing data from 

multiple contexts because contexts are not disclosed at all. For at least these reasons, the '306 

Patent does not invalidate the '761 Patent. 

Claim 4 

218. As discussed above, Claim 1 of the '761 Patent is valid in light ofthe'306 Patent. 

Because Claim 4 is dependent on Claim 1, Claim 4 is also valid in light ofthe'306 Patent. For at 

least these reasons, the '306 Patent does not invalidate the '761 Patent. 

219. Furthermore, I disagree with Dr. Greenberg's opinion that the '306 Patent 

discloses the capturing of context information which includes a relationship between the user and 

at least one of an application, application data, and user environment. Instead, the concept of a 

user environment is completely absent from the '306 Patent, as the '306 Patent only concerns a 

document's history. Thus the relationship between the user and user environmental information 

is never captured. For at least these reasons, the' 306 Patent does not invalidate the '761 Patent. 
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Claim 7 

220. As discussed above, Claim 1 of the '761 Patent is valid in light ofthe '306 Patent. 

Because Claim 7 is dependent on Claim 1, Claim 7 is also valid in light of the '306 Patent. For 

at least these reasons, the '306 Patent does not invalidate the '761 Patent. 

221. Furthermore, I disagree with Dr. Greenberg's opinion that the ' 306 Patent 

discloses wherein the data created in the first context is associated with data created in the 

second context. As discussed above, the concept of a context is completely absent from the '306 

Patent, as the '306 Patent only concerns a document's history. Thus the '306 Patent cannot teach 

associating the data created in first context with a second context. Of note, despite the fact that 

Claim 7 is dependent of Claim 1, Dr. Greenberg's analysis relies on completely different 

definitions for second context. Namely, in Claim 1 second context is defined as "email," now for 

Claim 7 the same term is defined as "in the second environment's knowledge departmcnt." See 

Greenberg Expert Report, Ex. C-5 at 13. For at least these reasons, the '306 Patent does not 

invalidate the '761 Patent. 

Claim 9 

222. I disagree with Dr. Greenberg's opinion that the '306 Patent invalidates Claim 9 

of the '761 Patent. Specifically, I disagree that the'306 Patent discloses the computer-executable 

act of creating data within a user environment of a web-based computer platform via user 

interaction with the user environment by a user using an application, the data in the form of at 

least files and documents. Of note, Dr. Greenberg is unable to define what in the '306 Patent 

corresponds to the web-based computer platform of Claim 9 as the '306 Patent merely teaches a 

meta-document which retains processing information. 
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223. In addition, Dr. Greenberg attempts to include by reference the analysis he 

provided from Claim 1a into his analysis of Claim 9. I do not believe such incorporation by 

reference fully addresses all of the limitations of Claim 9 because Claim 1 and Claim 9 are 

directed to different systems and contain different limitations. Of note, Dr. Greenberg's analysis 

relies on defining user environment with inconsistent meanings within the same claim. For the 

first element, Dr. Greenberg' s example of a user environment is a meta-document associated 

with the source or environment, while Dr. Greenberg's analysis of the second element of Claim 9 

changes the term to mean domain. Greenberg Expeli Report, Ex. C-5 at 14-15. Moreover, the 

concept of a user environment is completely absent from the '306 Patent, as the '306 Patent only 

concerns a document's history. To the extent Dr. Greenberg has failed to address all of the 

additional limitations of Claim 9, it is my opinion that he has not provided sufficient evidence to 

prove the '761 Patent is invalid . Otherwise, I have addressed Dr. Greenberg' s opinion in my 

analysis above. 

224. With regard to the second element of Claim 9, Dr. Greenberg simply attempts to 

include by reference the analysis he provided from Claim 1 or duplicates the same analysis and 

citations from Claim 1. I do not believe such incorporation by reference or duplication of 

analysis fully addresses all of the limitations of Claim 9 because Claim 1 and Claim 9 are 

directed to different systems and contain different limitations. As discussed above, information 

representing the context is not dynamically stored on a storage component. Instead, all ofthe 

processing information associated with a document is stored as a document history. To the extent 

Dr. Greenberg has failed to address all of the additional limitations of Claim 9, it is my opinion 

that he has not provided sufficient evidence to prove the '761 Patent is invalid . Otherwise, I 

have addressed Dr. Greenberg's opinion in my analysis above. 
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225. Again, with regard to the third element of Claim 9, Dr. Greenberg simply attempts 

to include by reference the analysis he provided from Claim 1 or duplicates the same analysis 

and citations from Claim 1. I do not believe such incorporation by reference or duplication of 

analysis fully addresses all of the limitations of Claim 9 because Claim I and Claim 9 are 

directed to different systems and contain different limitations. As discussed above, the '306 

Patent teaches "transmission of document from the first source 30 to a second source 32" and not 

the tracking of a user from one user environment to another. To the extent Dr. Greenberg has 

failed to address all of the additional limitations of Claim 9, it is my opinion that he has not 

provided sufficient evidence to prove the '761 Patent is invalid. Otherwise, I have addressed Dr. 

Greenberg's opinion in my analysis above. 

226. Again, with regard to the fourth element of Claim 9, Dr. Greenberg simply 

attempts to include by reference the analysis he provided from Claim 1 and Claim 4, or 

duplicates the same analysis and citations from Claim 1 and Claim 4. I do not believe such 

incorporation by reference or duplication of analysis fully addresses all of the limitations of 

Claim 9 because Claim 1 (and Claim 4) and Claim 9 are directed to different systems and contain 

different limitations. As discussed above, the concept of a user environment is completely 

absent from the '306 Patent. Thus, there is nothing in the '306 Patent that discloses employing 

data from multiple user environments because user environments are not disclosed at all. To the 

extent Dr. Greenberg has failed to address all of the additional limitations of Claim 9, it is my 

opinion that he has not provided sufficient evidence to prove the '761 Patent is invalid. 

Otherwise, I have addressed Dr. Greenberg's opinion in my analysis above. 
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Claim 11 

227. As discussed above, Claim 9 of the '761 Patent is valid in light ofthe'306 Patent. 

Because Claim 11 is dependent on Claim 9, Claim 11 is also valid in light ofthe' 306 Patent. For 

at least these reasons, the '306 Patent does not invalidate the '761 Patent. 

228. Furthermore, I disagree with Dr. Greenberg's opinion that the '306 Patent 

discloses indexing context of the user environment such that a plurality of users can access the 

content from an associated plurality of user environments. As discussed above, the concept of a 

user environment is completely absent from the '306 Patent. Thus, there is nothing in the ' 306 

Patent that discloses indexing content such that a multiple users can access multiple user 

environments. For at least these reasons, the '306 Patent does not invalidate the '761 Patent. 

Claim 16 

229. As discussed above, Claim 9 of the '761 Patent is valid in light of the '306 Patent. 

Because Claim 16 is dependent on Claim 9, Claim 16 is also valid in light of the '306 Patent. 

For at least these reasons, the '306 Patent does not invalidate the '761 Patent. 

230. In contrast to Dr. Greenberg's assertion in his Expert Repoli, the claim chati does 

not even attempt to claim that '306 Patent discloses accessing the user environment via a 

portable wireless device. Instead, the claim chart only makes an unsupported obviousness 

argument which is addressed below. For at least these reasons, the '306 Patent does not 

invalidate the '761 Patent. 

Claim 21 

231. I disagree with Dr. Greenberg's opinion that the' 306 Patent invalidates Claim 21 

of the '761 Patent. I disagree that the '306 Patent discloses the computer-readable medium for 

creating data related to user interaction of a user within a user workspace of a web-based 
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computing platform using an application. Generally, the '306 Patent discloses a meta-document 

which retains processing information. It is essentially a history system that keeps a history for 

several related documents. Moreover, the meta-document is sent from one source to another, 

and does not incorporate the idea of multiple userworkspaces. The '761 Patent on the other 

hand captures environmental and tracking information and stores the information on a storage 

component so that data can be shared among users in multiple user workspaces. '761 Patent, 

Co!. 2, 11.50-59; Co!. 13, I!. 47-54. Therefore, it is my opinion that the premise of the '306 

Patent is significantly different than, and thus does not invalidate, the '761 Patent. 

232. In addition, Dr. Greenberg attempts to include by reference the analysis he 

provided from Claim 9 into his analysis of Claim 21. I do not believe such incorporation by 

reference fully addresses all ofthe limitations of Claim 21 because Claim 9 and Claim 21 are 

directed to different systems and contain different limitations. To the extent Dr. Greenberg has 

failed to address all of the additional limitations of Claim 21, it is my opinion that he has not 

provided sufficient evidence to prove the '761 Patent is invalid. Otherwise, I have addressed Dr. 

Greenberg's opinion in my analysis above. 

233. With regard to the second element of Claim 21, Dr. Greenberg simply attempts to 

include by reference the analysis he provided from Claim 9 or duplicates the same analysis and 

citations from Claim 9. I do not believe such incorporation by reference or duplication of 

analysis fully addresses all of the limitations of Claim 21 because Claim 9 and Clai~ 21 are 

directed to different systems and contain different limitations. As discussed above, information 

representing the context is not dynamically stored on the web-based computing platform. 

Instead, all of the processing information associated with a document is stored as a document 

history. To the extent Dr. Greenberg has failed to address all of the additional limitations of 
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Claim 21, it is my opinion that he has not provided sufficient evidence to prove the '761 Patent is 

invalid. Otherwise, I have addressed Dr. Greenberg's opinion in my analysis above. 

234. Again, with regard to the third element of Claim 21, Dr. Greenberg simply 

attempts to include by reference the analysis he provided from Claim 9 or duplicates the same 

analysis and citations from Claim 9. I do not believe such incorporation by reference or 

duplication of analysis fully addresses all ofthe limitations of Claim 21 because Claim 9 and 

Claim 21 are directed to different systems and contain different limitations. As discussed above, 

'306 Patent teaches "transmission of document from the first source 30 to a second source 32" 

and not the tracking of a user from one user workspace to another. To the extent Dr. Greenberg 

has failed to address all of the additional limitations of Claim 21, it is my opinion that he has not 

provided sufficient evidence to prove the '761 Patent is invalid. Otherwise, I have addressed Dr. 

Greenberg's opinion in my analysis above. 

235 . Again, with regard to the fourth element of Claim 21, Dr. Greenberg simply 

attempts to include by reference the analysis he provided from Claim 9 or duplicates the same 

analysis and citations from Claim 9. I do not believe such incorporation by reference or 

duplication of analysis fully addresses all of the limitations of Claim 21 because Claim 9 is 

directed to different systems and contain different limitations. Instead the concept of a user 

workspace is completely absent from the '306 Patent. Thus, there is nothing in the '306 Patent 

that discloses employing data from multiple user workspaces because user workspaces are not 

disclosed at all. To the extent Dr. Greenberg has failed to address all of the additional limitations 

of Claim 21, it is my opinion that he has not provided sufficient evidence to prove the '761 

Patent is invalid . Othelwise, I have addressed Dr. Greenberg'S opinion in my analysis above. 
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236. Again, with regard to the fifth element of Claim 21, Dr. Greenberg simply 

attempts to include by reference the analysis he provided from Claim 11 or duplicates the same 

analysis and citations from Claim 11. I do not believe such incorporation by reference 01' 

duplication of analysis fully addresses all of the limitations of Claim 21 because Claim 11 is 

directed to different systems and contain different limitations. As discussed above, the concept 

of a user workspace is completely absent from the '306 Patent. Thus, there is nothing in the '306 

Patent that discloses indexing content such that a multiple users can access mUltiple user 

workspaces. To the extent Dr. Greenberg has failed to address all of the additional limitations of 

Claim 21, it is my opinion that he has not provided sufficient evidence to prove the '761 Patent is 

invalid. Otherwise, I have addressed Dr. Greenberg's opinion in my analysis above. 

Claim 23 

237. I disagree with Dr. Greenberg's opinion that the '306 Patent invalidates Claim 23 

of the '761 Patent. Furthermore, I disagree that the '306 Patent discloses the computer-readablt: 

medium for creating data related to user interaction of a user within a user workspace of a web

based computing platform using an application. Generally, the '306 Patent discloses a meta

document which retains processing information. It is essentially a history system that keeps a 

history for several related documents. Moreover, the meta-document is sent from one source to 

another, and does not incorporate the idea of multiple user workspaces. The '761 Patent on the 

other hand captures environmental and tracking information and stores the information on a 

storage component so that data can be shared among users in multiple user workspaces. '761 

Patent, Col. 2, II. 50-59; Col. 13, II. 47-54. Therefore, it is my opinion that the premise of the 

'306 Patent is significantly different than, and thus does not invalidate, the '761 Patent. 

Information representing the context is not dynamically stored on a storage component of the 
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web-based server. Instead, all of the processing information associated with a document is 

stored as a document history. 

238. In addition, Dr. Greenberg attempts to include by reference the analysis he 

provided from Claim 9 and Claim 1 into his analysis of Claim 23. I do not believe such 

incorporation by reference fully addresses all of the limitations of Claim 23 because Claims 1 

and 9 are directed to different systems and contain different limitations. Furthermore, Dr. 

Greenberg continues to use an incomplete analysis to support his assertions, as he merely cites to 

his analysis of Claim 9, another deficient analysis. To the extent Dr. Greenberg has failed to 

address all of the additional limitations of Claim 23, it is my opinion that he has not provided 

sufficient evidence to prove the '761 Patent is invalid. Otherwise, I have addressed Dr. 

Greenberg's opinion in my analysis above. 

239. With regard to the second element of Claim 23, none of Dr. Greenberg's citations 

teach that the system assigns one or more applications to the first user workspace. As discussed 

above, '306 Patent teaches "transmission of document from the first source 30 to a second source 

32" and not the tracking of a user from one user workspace to another. As discussed above, 

because the concept of a user workspace is completely absent. Thus, there is nothing in the' 3 06 

Patent that discloses accessing data from multiple user workspaces because user workspaces are 

not disclosed at all. To the extent Dr. Greenberg has failed to address all of the additional 

limitations of Claim 23, it is my opinion that he has not provided sufficient evidence to prove the 

'761 Patent is invalid. Otherwise, I have addressed Dr. Greenberg'S opinion in my analysis 

above. 
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Claim 25 

240. As discussed above, Claim 25 of the '761 Patent is valid in light of the '306 

Patent. Because Claim 25 is dependent on Claim 23, Claim 23 is also valid in light of the '306 

Patent. For at least these reasons, the '306 Patent does not invalidate the '761 Patent. 

241. FUlthermore, I disagree with Dr. Greenberg's opinion that the '306 Patent 

discloses that the context component captures relationship data associated with a relationship 

between a first user workspace and at least one other user workspace. Instead, the concept of a 

user workspace is completely absent from the '306 Patent, as the '306 Patent only concerns a 

. document's history. Thus the relationship between the user and user environmental information 

is never captured. As discussed above, Dr. Greenberg's use of "source/environments" is 

inapposite to this claim. Furthermore, Dr. Greenberg's use of a "document cycle process" is 

inapposite to this claim as each usage of a document is not a user workspace. For at least these 

reasons, the '306 Patent does not invalidate the '761 Patent. 

Claim 31 

242. As discussed above, Claim 31 of the '761 Patent is valid in light of the '306 

Patent. Because Claim 31 is dependent on Claim 23, Claim 23 is also valid in light ofthe '306 

Patent. For at least these reasons, the'306 Patent does not invalidate the '761 Patent. 

Furthermore, Dr. Greenberg'S citations ofXML and RDF in the '306 Patent do not demonstrate 

that the storage component stores the data and the metadata according to at least one of a 

relational and an object storage methodology. For at least these reasons, the '306 Patent does not 

invalidate the '761 Patent. 
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Claim 32 

243. As discussed above, Claim 32 of the '761 Patent is valid in light of the '306 

Patent. Because Claim 32 is dependent on Claim 23, Claim 23 is also valid in light of the '306 

Patent. For at least these reasons, the '306 Patent does not invalidate the '761 Patent. 

244. Furthermore, I disagree with Dr. Greenberg's opinion that the '306 Patent 

discloses storing the metadata in the storage component in association with data facilitates many

to-many functionality of the data via metadata. As discussed above, metadata representing the 

context is not dynamically stored on a storage component. Instead, all of the processing 

information associated with a document is stored as a document history. Thus the '306 Patent 

does not disclose storing the metadata in the storage component in association with data 

facilitates many-to-many functionality of the data via metadata. For at least these reasons, the 

'306 Patent does not invalidate the '761 Patent. 

The '994 Patent 

245. I disagree that the '994 Patent anticipates the '761 Patent. First, it is my opinion 

that the '761 Patent is valid in light of the '994 Patent because Dr. Greenberg fails to provide 

sufficient proof required to invalidate a patent. Specifically, Dr. Greenberg's descriptions are 

extremely general, do not address all of the elements, and are often inaccurate as to the actual 

disclosure. Moreover, his citations do not support his conclusions. As a consequence, Dr. 

Greenberg's disclosure has not provided sufficient evidence. Therefore, it is my opinion that Dr. 

Greenberg has failed to provide sufficient evidence to render the '761 invalid. 

246. Moreover, I disagree that the '994 Patent invalidates the '761 Patent because the 

'994 Patent does not disclose each and every element of the asserted claims. With regard to 
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Claim 1, the '994 Patent does not disclose a context component nor a tracking component as 

provided in the '761 Patent. 

247. Dr. Greenberg's opinion that the '994 Patent discloses all of the elements of the 

asserted claims of the '761 Patent is wrong for several reasons. Generally, the '994 Patent 

discloses a middleware system. '994 Patent, Col. I,ll. 9-15; Col. 4, 11.12-18. Middleware is 

generally known as software that connects other software together. It commonly provides 

functionality which allows completely different software system to operate together. The '761 

Patent on the other hand is a system which captures environmental and tracking information and 

stores the information on a storage component so that data can be shared among users in multiple 

contexts. '761 Patent, Col. 2, 11. 50-59; Col. 13,11. 47-54. Therefore, it is my opinion that the 

premise of the '994 Patent is significantly different than, and thus does not invalidate, the '761 

Patent. 

248. Specifically, the '994 Patent does not disclose a context component as recited in 

Claim 1. None of the citations provided by Dr. Greenberg describe a context component that 

captures context information associated with user-defined data. This is because the '994 Patent 

teaches middleware, and the middleware merely gathers the information that is already provided 

by other systems in order to create an audit trail. '994 Patent, Col. 1, n. 9-15; Col. 4,11. 12-18 

As such, there is no disclosure of a system which contains a context component as recited in 

Claim 1. In fact, the concept of a context (as environment) is completely absent. Moreover, the 

system does not keep track of contexts, or users moving among contexts. For at least these 

reasons, the '994 Patent does not invalidate the '761 Patent. 

249. In addition, the '994 Patent does not teach a tracking component as recited in 

Claim 1. It appears that Dr. Greenberg also believes that a tracking component is not explicitly 
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disclosed as he states that the '994 Patent "necessarily involves tracking a change from one 

context to another." I disagree with Dr. Greenberg's statement as tracking a change from one 

context to another is not implicitly taught. In addition, it is irrelevant because the claim requires 

tracking a user from one context to another. There is nothing is the '994 Patent which teaches 

the tracking of a user from one context to another. In fact, tracking a user from one context to 

another has no utility for the system disclosed in the '994 Patent because it is middleware which 

keeps track of the information associated with documents, not users. Furthermore, there is also 

nothing which teaches updating the metadata based on the change when a user access data from a 

second context. Dr. Greenberg's citations do not provide any support, and actually teach away 

from this limitation because the situations involve sending a document from one system to 

another, and not where a user accesses data from a second context. '994 Patent, Col. 19,11. 38-

63; Col. 20, 11. 14-28. For at least these reasons, the '994 Patent does not invalidate the '761 

Patent. 

Claim 4 

250. As discussed above, Claim 1 of the '761 Patent is valid in light of the '994 Patent. 

Because Claim 4 is dependent on Claim 1, Claim 4 is also valid in light of the '994 Patent. For 

at least this reason, the '994 Patent does not invalidate the '761 Patent. 

251. Furthermore, I disagree with Dr. Greenberg's opinion that the '994 Patent 

discloses the capturing of context information which includes a relationship between the user and 

at least one of an application, application data, and user environment. As discussed above, the 

'994 Patent teaches a middleware system which imports data from other systems, and does not 

disclose capturing context information. For at least these reasons, the '994 Patent does not 

invalidate the '761 Patent. 
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Claim 7 

252. As discussed above, Claim 1 of the '761 Patent is valid in light of the '994 Patent. 

Because Claim 7 is dependent on Claim 1, Claim 7 is also valid in light ofthe '994 Patent. For 

at least this reason, the '994 Patent does not invalidate the '761 Patent. 

253. Furthermore, I disagree with Dr. Greenberg's opinion that the '994 Patent 

discloses that data created in the first context is associated with data created in the second 

context as the concept of contexts in completely absent for the' 994 Patent. For at least these 

reasons, the '994 Patent does not invalidate the '761 Patent. 

254. For Claim 7, Dr. Greenberg again attempts to include by reference the analysis he 

provided for Claim 1. I do not believe such incorporation by reference fully addresses all of the 

limitations of Claim 7 because Claim 1 and Claim 7 are directed to different systems and contain 

different limitations. To the extent Dr. Greenberg has failed to address all of the additional 

limitations of Claim 7, it is my opinion that he has not provided sufficient evidence to prove the 

'761 Patent is invalid. Otherwise, I have addressed Dr. Greenberg's opinion in my analysis 

above. 

Claim 9 

255. I disagree with Dr. Greenberg's opinion that the '994 Patent invalidates Claim 9 

of the '761 Patent. Specifically, I disagree that the '994 Patent discloses the computer

executable act of creating data within a user environment of a web-based computet: platform via 

user interaction with the user environment by a user using an application, the data in the form of 

at least files and documents. The' 994 Patent teaches a middleware system that combines data 

from different sources for review, and the middleware system merely gathers the information 

that is already provided by other systems (e.g., Documentum EDMS and SASIPH-Clinical 
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Software). '994 Patent, Col. 1,11.9-15; Col. 4, 11.12-18. Other applications may feed 

documents into the system, but the midd1eware system is not disclosed to be used to create 

documents. As such, there is no disclosure of a system which contains a context component as 

recited in Claim 1. For at least these reasons, the '994 Patent does not invalidate the '761 Patent. 

256. I disagree that the '994 Patent discloses the computer-executable act of 

dynamically associating metadata with the data, the data and metadata stored on a storage 

component of the web-based computing platform, the metadata includes information related to 

the user, the data, the application, and the user environment. The '994 Patent does not disclose 

dynamically associating metadata with the data. The '994 Patent teaches a middleware system 

that combines data from different sources for review, and the middleware merely gathers the 

information that is already provided by other systems (e.g., Documentum EDMS and SASIPH

Clinical Software). '994 Patent, Col. 1,11.9-15; Col. 4, 11. 12-18. The '994 Patent does not teach 

dynamically associating metadata with this data as it is created. Rather, the '994 Patent teaches a 

system where any metadata is already included with the documents. For at least these reasons, 

the '994 Patent does not invalidate the '761 Patent. 

257. Again, Dr. Greenberg attempts to include by reference the analysis he provided 

from Claims I and 4 into his analysis ofthe various elements of Claim 9. I do not believe such 

incorporation by reference fully addresses all of the limitations of Claim 9 because Claim 1 and 4 

are directed to different systems and contain different limitations the Claim 9. To the extent Dr. 

Greenberg has failed to address all of the additional limitations of Claim 9, it is my opinion that 

he has not provided sufficient evidence to prove the '761 Patent is invalid. Otherwise, I have 

addressed Dr. Greenberg's opinion in my analysis above. 

96 
ATL_IMANAGE-69!0427.! 



Case 1:08-cv-00862-LPS   Document 667-7    Filed 09/30/10   Page 28 of 80

Claim 11 

258. As discussed above, Claim 9 of the '761 Patent is valid in light of the '994 Patent. 

Because Claim 11 is dependent on Claim 9, Claim 11 is also valid in light of the '994 Patent. 

For at least this reason, the ' 994 Patent does not invalidate the '761 Patent. 

259. Furthermore, I disagree with Dr. Greenberg'S opinion that the '994 Patent 

discloses indexing content of the user environment such that a plurality of users can access the 

content from an associated plurality of user environments. For this claim, Dr. Greenberg has 

only cited to sections of the '994 Patent which disclose links from a document viewed in the 

Documentum EDMS document to a data in the SAS/PH-Clinical Software application. Simply 

creating a linle to outside data is not equivalent to indexing data. Furthermore, the '994 Patent 

does not disclose indexing data so a plurality of user can access the data from a plurality of 

workspaces. Rather, the '994 Patent teaches that links to the data can only be accessed from one 

purported workspace, the Documentum EDMS interface. For at least these reasons, the '994 

Patent does not invalidate the '761 Patent. 

Claim 16 

260. Dr. Greenberg has failed to provide any citations indicating how the limitation of 

Claim 16 is met by the' 994 Patent. However, in his analysis he indicates that accessing the user 

environment via a portable wireless device is obvious. As such, I refer below to my discussion 

refuting the obviousness of Claim 16. 

Claim 21 

261. I disagree with the claim chart that the '994 Patent invalidates Claim 21 ofthe 

' 761 Patent. First, the claim chart continues to use an incomplete analysis to support his 

assertions. For example, he fails to provide citations to the ' 994 Patent that disclose all elements 
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of Claim 21. Furthermore, I disagree that the '994 Patent discloses the computer-readable 

medium for creating data related to user interaction of a user within a user workspace of a web

based computing platform using an application. First, as citations to the '994 Patent is not 

provided for all elements of Claim 21, it is improper to assert that the '994 Patent discloses this 

claim. 

262. In addition, the claim chart attempts to include by reference the analysis he 

provided from Claim 9a into his analysis of Claim 21. I do not believe such incorporation by 

reference fully addresses all ofthe limitations of Claim 21 because Claim 9 is directed to a 

different system and contain different limitations. For example, the claim chart fails to define 

what he asserts to be a "user workspace." The term "user workspace" is not used in Claim 9. As 

a result, the claim chart's method of merely incorporating by reference results in inconsistencies 

as he seems to define "application" and "user workspace" as the same thing. To the extent the 

claim chart has failed to address all of the additional limitations of Claim 21, it is my opinion 

that he has not provided sufficient evidence to prove the '761 Patent is invalid. Otherwise, I 

have addressed this aspect of the claim chart in my analysis above. 

263. With regard to the second element of Claim 21, the claim chart simply attempts to 

include by reference the analysis he provided from Claim 9b or duplicates the same analysis and 

citations from Claim 9. I do not believe such incorporation by reference or duplication of 

analysis fully addresses all of the limitations of Claim 21 because Claim 9 is directed to a 

different system and contains different limitations. For example, the claim chart fails to define 

what he asserts to be a "user workspace." The term "user workspace" is not used in Claim 9. As 

a result, the claim chart's method of merely incorporating by reference results in inconsistencies 

as he seems to define "application" and "user workspace" as the same thing. To the extent the 
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claim chart has failed to address all of the additional limitations of Claim 21, it is my opinion 

that he has not provided sufficient evidence to prove the '761 Patent is invalid. Otherwise, I 

have addressed this aspect of the claim chart in my analysis above. 

264. Again, with regard to the third element of Claim 21, the claim chart simply 

attempts to include by reference the analysis he provided from Claim 9c or duplicates the same 

analysis and citations from Claim 9. I do not believe such incorporation by reference or 

duplication of analysis fully addresses all of the limitations of Claim 21 because Claim 9 is 

directed to a different system and contains different limitations. For example, the claim chart 

fails to define what he asserts to be a "user workspace." The term "user workspace" is not used 

in Claim 9. As a result, the claim chati's method of merely incorporating by reference results in 

inconsistencies as he seems to define "application" and "user workspace" as the same thing. To 

the extent the claim chart has failed to address all of the additional limitations of Claim 21, it is 

my opinion that he has not provided sufficient evidence to prove the '761 Patent is invalid. 

Otherwise, I have addressed this aspect of the claim chart in my analysis above. 

265. Again, with regard to the fourth element of Claim 21, the claim chart simply 

attempts to include by reference the analysis he provided from Claim 9d or duplicates the same 

analysis and citations from Claim 9. I do not believe such incorporation by reference or 

duplication of analysis fully addresses all of the limitations of Claim 21 because Claim 9 is 

directed to a different system and contains different limitations. For example, the claim chart 

fails to define what he asserts to be a "user workspace." The term "user workspace" is not used 

in Claim 9. As a result, the claim chart's method of merely incorporating by reference results in 

inconsistencies as he seems to define "application" and "user workspace" as the same thing. To 

the extent the claim chart has failed to address all of the additional limitations of Claim 21, it is 
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my opinion that he has not provided sufficient evidence to prove the '761 Patent is invalid. 

Otherwise, I have addressed this aspect of the claim chart in my analysis above. 

266. Again, with regard to the fifth element of Claim 21, the claim chart simply 

attempts to include by reference the analysis he provided from Claim 11 or duplicates the same 

analysis and citations from Claim 11. I do not believe such incorporation by reference or 

duplication of analysis fully addresses all of the limitations of Claim 21 because Claim 11 is 

directed to a different system and contains different limitations. For example, the claim chart 

fails to define what he asserts to be "user workspace," which is a term not used in Claim 11. To 

the extent the claim chart has failed to address all of the additional limitations of Claim 21, it is 

my opinion that he has not provided sufficient evidence to prove the '761 Patent is invalid. 

Otherwise, T have addressed this aspect of the claim chart in my analysis above. 

Claim 23 

267. I disagree with Dr. Greenberg's opinion that the '994 Patent invalidates Claim 23 

of the '761 Patent. Specifically, I disagree that the '994 Patent discloses a computer 

implemented context component of a web-based server for defining a first user workspace of the 

web-based server. Dr. Greenberg relies on applications (e.g., Documentum EDMS and SASIPH

Clinical Software) which feed information into the middleware system in his analysis. These are 

not workspace as recited in Claim 23 of the '761 Patent and are not web-based systems. For at 

least these reasons, the '994 Patent does not invalidate the '761 Patent. 

268. I disagree with Dr. Greenberg'S opinion that the '994 Patent invalidates Claim 23 

of the '761 Patent. Specifically, I disagree that the '994 Patent discloses a computer 

implemented context component which assigns one or more applications to the first user 

workspace as described in Claim 23. Dr. Greenberg relies on the separate applications (e.g., 
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Documentum EDMS and SAS/PH-Clinical Software) feeding information into the middleware 

system ofthe '994 Patent as the user workspace. These programs are separate and independent 

programs which cannot be assigned to each other and do not form a workspace. For at least 

these reasons, the '994 Patent does not invalidate the '761 Patent. 

269. For most of the elements of Claim 23, Dr. Greenberg attempts to include by 

reference the analysis he provided for Claims 1 and 9. I do not believe such incorporation by 

reference fully addresses all of the limitations of Claim 23 because Claims 1 and 9 are directed to 

different systems and contain different limitations then Claim 23. To the extent Dr. Greenberg 

has failed to address all of the additional limitations of Claim 23, it is my opinion that he has not 

provided sufficient evidence to prove the '761 Patent is invalid. Otherwise, I have addressed Dr. 

Greenberg's opinion in my analysis above. 

Claim 25 

270. As discussed above, Claim 23 of the '761 Patent is valid in light of the '994 

Patent. Because Claim 25 is dependent on Claim 23, Claim 25 is also valid in light of the '994 

Patent. For at least this reason, the '994 Patent does not invalidate the '761 Patent. 

271. Furthermore, I disagree with Dr. Greenberg's opinion that the '994 Patent 

discloses that the context component captures relationship data associated with a relationship 

between the first user workspace and at least one other user workspace. Dr. Greenberg has 

identified workspaces as individual and separate software applications which feed documents 

into the middleware system (e.g., Documentum EDMS and SAS/PH-Clinical Software). 

However, Dr. Greenberg cites no support for his assertion that relationship data is captured 

which is associated with the relationship between these separate software applications. For at 

least these reasons, the '994 Patent does not invalidate the '761 Patent. 
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272. For Claim 25, Dr. Greenberg again attempts to include by reference the analysis 

he provided for Claim 1. I do not believe such incorporation by reference fully addresses all of 

the limitations of Claim 25 because Claim 1 is directed to different systems and contain different 

limitations. To the extent Dr. Greenberg has failed to address all of the additional limitations of 

Claim 25, it is my opinion that he has not provided sufficient evidence to prove the '761 Patent is 

invalid. Otherwise, I have addressed Dr. Greenberg's opinion in my analysis above. 

Claim 31 

273. As discussed above, Claim 23 ofthe '761 Patent is valid in light of the '994 

Patent. Because Claim 31 is dependent on Claim 23, Claim 31 is also valid in light of the '994 

Patent. For at least this reason, the '994 Patent does not invalidate the '761 Patent. Moreover, 

Dr. Greenberg has failed to provide sufficient evidence to prove that the '761 Patent is invalid. 

For at least these reasons, the '994 Patent does not invalidate the '761 Patent. 

Claim 32 

274. As discussed above, Claim 23 of the '761 Patent is valid in light of the '994 

Patent. Because Claim 32 is dependent on Claim 23, Claim 32 is also valid in light of the '994 

Patent. Moreover, Dr. Greenberg has failed to provide sufficient evidence to prove that the '761 

Patent is invalid. For at least this reason, the '994 Patent does not invalidate the '761 Patent. 

275. Furthermore, I disagree with Dr. Greenberg's opinion that the '994 Patent 

discloses storing of the metadata in the storage component in association with data facilitates 

many-to-many functionality of the data via the metadata. The '575 Patent does not disclose that 

metadata is used to facilitate the functionality of two or more users using two or more data files. 

For at least these reasons, the '575 Patent does not invalidate the '761 Patent. 
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The '313 and '648 Patents 

276. 1 disagree with the section of Dr. Greenberg's report that discusses that the '313 

Patent and the '648 Patent anticipate the '761 Patent. First, this opinion is based on a faulty 

premise. As discussed above, I understand that the ' 313 Patent and the '648 Patent cannot be 

considered a single reference because a mere incorporation by reference, without more, is not 

sufficient to treat the two references as one. Thus, this opinion that the' 313 Patent and the' 648 

Patent anticipate the '761 Patent is wrong because this person has failed to identify where each 

and every element of the asserted claims is found in a single reference. Moreover, Dr. 

Greenberg's reliance on two references is an implicit admission that neither the' 313 Patent nor 

the '648 Patent by themselves discloses each element of the claims. Furthermore, Dr. Greenberg 

does not provide a proper obviousness analysis (which is discussed in more detail below). For 

example, Dr. Greenberg does not specifically identify what should be combined or the reasons 

for doing so. For at least these reasons, the '313 Patent and the '648 Patent do not invalidate the 

'761 Patent. 

277. Moreover, I disagree with this opinion that the '313 Patent invalidate the '761 

Patent because the '313 Patent is not prior art to the '761 Patent. Specifically, the '313 Patent 

was filed on December 11,2000 and did not publish until August 8, 2002. As discussed above, 

the inventors of the '761 Patent conceived of the invention which resulted in the issuance of the 

'761 Patent no later than August 19, 1999. Furthermore, as discussed above, the earliest 

effective filing date of the '761 Patent is December 11,2002. Because the '313 Patent was not 

filed before August 19, 1999 and did not publish before December 11,2001, the '313 Patent is 

not prior art to the '761 Patent. For at least these reasons, the '313 Patent does not invalidate the 

'761 Patent. 
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278. In addition, it is my opinion that the '761 Patent is valid in light of the '313 and 

'648 Patents because this analysis fails to provide sufficient proof required to invalidate a patent. 

Specifically, the descriptions are extremely general, do not address all of the elements, and are 

often inaccurate as to the actual disclosure. Moreover, the citations do not support the 

conclusions. Therefore, it is my opinion that this person has failed to provide sufficient evidence 

to render the '761 invalid. 

279. The opinion provided that the '313 and '648 Patents disclose all ofthe elements 

ofthe asserted claims of the '761 Patent is wrong for several reasons. Generally, the '313 Patent 

discloses a system which allows a user to avoid having to log-in to multiple applications. '313 

Patent, Col. 1, II. 20-29. Moreover, the data among these applications cannot be shared. '313 

Patent, Col. 1, II. 57-66. The '648 Patent discloses a rule-based system that controls access to 

facilitate HIPAA compliance. Moreover, alerts can be sent from the system if rules are broken. 

The '761 Patent on the other hand is a system which captures environmental and tracking 

information and stores the information on a storage component so that data can be shared among 

users in multiple contexts. '761 Patent, Col. 2,11.50-59; Col. 13, II. 47-54. Therefore, it is my 

opinion that the premise of the' 313 and '648 Patents are significantly different than, and thus do 

not invalidate, the '761 Patent. 

280. In addition, I disagree with the opinion that the '313 and '648 Patents invalidate 

the '761 Patent because the '313 and '648 Patents do not disclose each and every eiement of the 

asserted claims. With regard to Claim 1, the '313 and '648 Patents do not disclose a content 

component nor a tracking component as provided in the '761 Patent. 

281. Specifically, the '313 and '648 Patents do not disclose a context component as 

recited in Claim 1. Each of the citations provided in the appended chart do not teach the 
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capturing of context information associated with user-defined data. This is because the system in 

the' 313 Patent is used to allow a user, such as a doctor, to access multiple applications without 

having to reenter log-in credentials. '313 Patent, Col. 1, 1. 57 to Col. 2, 1. 2. The '313 Patent 

does not disclose a context component that captures any information associated with user

defined data. In fact, the "context data" that the chart refers to is actually the log-in credentials 

which are provided by the user. '313 Patent, Col. 2,11.10-16. This "context data" is shared 

among applications so that a user does not have to keep providing the information while 

accessing multiple applications. The "context gestures" that the chart refers to is actually an 

attempt by a user to use another application. For example, the '313 Patent provides "context 

gestures may take any of numerous forms, but generally are responsive to a need by the user to 

move between application .. ,," '313 Patent, Col. 2, 11.20-23. With regard to the '648 Patent, Dr 

Greenberg does not opine the '648 Patent discloses a context component. This is because the 

'648 Patent does not teach a context component as recited in Claim 1 of the '761 Patent. 

Moreover, the' 313 and' 648 Patents do not teach storing metadata and user-defined data on a 

storage component as the '313 and '648 Patent are silent as to where any user-defined data 

would be stored (notably, meta data is not found anywhere in the '313 and '648 Patents). For at 

least these reasons, the '313 and 648 Patents do not invalidate the '761 Patent. 

282. In addition, the '313 and '648 Patents do not disclose a tracking component as 

recited in Claim 1 of the '761 Patent. Again, the provided chart refers to "context gestures" in 

both the context component and the tracking component analysis which renders the analysis 

nonsensical. Furthermore, the chart provides no citations 01' analysis for the limitation "wherein 

the user accesses the data from the second context." In fact, the '313 Patent teaches away from 

the tracking component recited in Claim 1 of the '761 Patent because the references simply 
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disclose a system where a user moves from one application to another without having to reenter 

log-in information. Each application, as disclosed in the '313 Patent, has its own distinct set of 

data which cannot be accessed from any other application. For example, the' 313 Patent 

provides that "a patient's primary caregiver, may wish to first view medical record data or 

medical images for a particular patent, and in the same session view that patient's billing account 

or insurance information. Without context management, the primary caregiver would be 

required to enter data to identify him or herself in order to log in to the various databases 

containing the desired information ... " '313 Patent, Col. I,ll. 57-61. Moreover, the '313 Patent 

teaches "a physician handling one aspect of a patient's health care, e.g., respiratory conditions, 

may be barred from modifying or accessing patent medical records having to do with the 

patient's other medical conditions, e.g., mental health." Moreover, the '648 Patent does not 

teach a tracking component as recited in Claim 1 as the disclosure lacks any reference to a 

context as provided in the '761 Patent, much less the tracking ofa user between multiple 

contexts. Thus, the ' 313 and '648 Patents do not disclose a system which facilitates the sharing 

of information among users which contains a context component and tracking component as 

recited in Claim 1 of the '761 Patent. For at least these reasons, the '313 and 648 Patents do not 

invalidate the '761 Patent. 

Claim 4 

283. As discussed above, Claim 1 of the '761 Patent is valid in light ofthe '313 and 

'648 Patent. Because Claim 4 is dependent on Claim 1, Claim 4 is also valid in light of the '313 

and '648 Patent. Notably, the claim chart provides no citations to the '648 Patent that disclose 

the context component of Claim 1 or the any feature of Claim 4. For at least these reasons, the 

'313 and '648 Patent do not invalidate the '761 Patent. 
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284. Furthermore, I disagree with the claim chart that the '313 and '648 Patents 

disclose the capturing of context information which includes a relationship between the user and 

at least one of an application, application data, and user environment. First, as no citations to or 

analysis of the '648 Patent are provided in this section of the claim chart, it is improper to assert 

that the '648 Patent discloses this claim. The '313 Patent also does not this claim. Notably, the 

claim chart's analysis reveals that his assertion is limited to only the relationship between the 

user (employee) and the user environment (machine) as he is unable to define the "application." 

Furthermore, the claim chart's definition of user environment is inconsistent as he defines it as a 

machine for Claim 4 but as the "context manager" for Claim 9. Moreover, the claim chart's use 

of the "auditor" is inconsistent as he previously asserted it as the tracking component. Here 

"context information" is in reference to the context component. As such, the claim chart's use of 

terms and functionalities are nonsensical. For at least these reasons, the '313 and '648 Patents do 

not invalidate the '761 Patent. 

Claim 7 

285. As discussed above, Claim 1 of the '761 Patent is valid in light of the '313 and 

'648 Patents. Because Claim 7 is dependent on Claim 1, Claim 7 is also valid in light ofthe '313 

and '648 Patents. For at least these reasons, the'313 and '648 Patents do not invalidate the '761 

Patent. 

286. Furthermore, I disagree with the claim chart that the'313 and '648 Patents 

disclose wherein the data created in the first context is associated with data created in the second 

context. First, as no citations to or analysis of the '648 Patent are provided in this section of the 

claim chart, it is improper to assert that the' 648 Patent discloses this claim. The' 313 Patent also 

does not this claim. The claim chart's analysis is faulty as it fails define what he asserts to be the 
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"data" as used in the claim. Furthermore, the citation that the claim chart has utilized does not 

disclose the association of "context gestures" created in one application with "context gestures" 

created in a second context. See Greenberg Expert Report, Ex. C-7 at 56. For at least these 

reasons, the '313 and '648 Patents do not invalidate the '761 Patent. 

Claim 9 

287. I disagree with the claim chart that the'313 and '648 Patents invalidate Claim 9 of 

the' 761 Patent. Specifically, I disagree that the' 313 and '648 Patents disclose the computer

executable act of creating data within a user environment of a web-based computer platform via 

user interaction with the user environment by a user using an application, the data in the form of 

at least files and documents. First, as citations to the '648 Patent are not provided for all 

elements of Claim 9, it is improper to assert that the' 648 Patent discloses this claim. The' 313 

Patent also does not disclose the elements of this claim. The claim chart's analysis relies on an 

inconsistent assertion of what the "context manager" of the' 313 Patent is. As a reminder, the 

claim chart previously asserted that the context manager is the context component of Claim 1. 

Now the claim chart declares that the context manager is the "user environment" of Claim 9. 

Greenberg Expert Report, Ex. C-7 at 57. The "context manager" of the '313 Patent is not a "user 

environment," as the "context manager" is neither an environment nor a "user environment" 

specific to any particular user. Similarly the "context manager" is not a "web-based computing 

platform" as the claim chart previously asserted that it is merely a piece of the context 

management system. Greenberg Expert Report, Ex. C-7 at 49-50. 

288. In addition, the claim chart attempts to include by reference the analysis he 

provided from Claim 1 and 8 into his analysis of Claim 9. I do not believe such incorporation by 

reference fully addresses all of the lim itations of Claim 9 because Claim 1 and Claim 8 are 
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directed to different systems and contain different limitations. Furthermore no analysis is 

provided of Claim 8. To the extent the claim chart has failed to address all of the additional 

limitations of Claim 9, it is my opinion that he has not provided sufficient evidence to prove the 

'761 Patent is invalid. Otherwise, I have addressed this aspect of the claim chart in my analysis 

above. 

289. With regard to the second element of Claim 9, the claim chart simply attempts to 

include by reference the analysis he provided from Claim 1 or duplicates the same analysis and 

citations from Claim 1. I do not believe such incorporation by reference or duplication of 

analysis fully addresses all of the limitations of Claim 9 because Claim 1 and Claim 9 are 

directed to different systems and contain different limitations. For example, the claim chart fails 

to define what he asserts to be a "user environment." The term "user environment" is not used in 

Claim 1. As a result, the claim chart's method of merely incorporating by reference results in 

inconsistencies as he seems to define the "context component" and "user environment" as the 

same thing. To the extent the claim chart has failed to address all of the additional limitations of 

Claim 9, it is my opinion that he has not provided sufficient evidence to prove the '761 Patent is 

invalid. Otherwise, I have addressed this aspect of the claim chart in my analysis above. 

290. Again, with regard to the third element of Claim 9, the claim chart simply 

attempts to include by reference the analysis he provided from Claim 1 or duplicates the same 

analysis and citations from Claim 1. I do not believe such incorporation by reference or 

duplication of analysis fully addresses all ofthe limitations of Claim 9 because Claim 1 and 

Claim 9 are directed to different systems and contain different limitations. For example, the 

claim chart fails to define what he asserts to be the first and second "user environments," 

"application," and "employs." All of which are terms not used in Claim 1. The claim chart's use 
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of first and second "locations" is nonsensical as it requires a different definition of the same 

term, "user environment," within the same claim (from "context manager" to "a particular 

computer"). Greenberg Expert Report, Ex. C-7 at 59. Furthermore, the chart provides no 

citations or analysis for the limitation "wherein the user employs at least one of the application 

and the data from the second environment." To the extent the claim chati has failed to address 

all of the additional limitations of Claim 9, it is my opinion that he has not provided sufficient 

evidence to prove the '761 Patent is invalid. Otherwise, I have addressed this aspect ofthe claim 

chart in my analysis above. 

Claim 11 

291. As discussed above, Claim 9 of the '761 Patent is valid in light of the '313 and 

'648 Patents. Because Claim 11 is dependent on Claim 9, Claim 11 is also valid in light of the 

'3l3 and '648 Patents. For at least these reasons, the'3l3 and '648 Patents do not invalidate the 

'761 Patent. 

292. FUlihermore, I disagree with the claim chart's opinion that the '3l3 and '648 

Patents disclose indexing context of the user environment such that a plurality of users can 

access the content from an associated plurality of user environments. First neither patent 

discusses indexing content of the user environment. Furthermore, the '313 Patent is directed 

towards a way of auditing such that an auditor can extract information from the centralized 

storage location to generate an audit report. Thus indexing of any content within that storage 

location is merely for creating an audit report not "such that a plurality of users can access the 

content from an associated plurality of user environments." Furthermore, the claim chart's 

analysis, again, requires that the term "user environment" to be inconsistently defined for the 

same claim. This time defining "user environment" as "doctor's offices" and "accounting 
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departments" as well as "a particular computer." See Greenberg Expert Report, Ex. C-7 at 60-

61. For at least these reasons, the '313 and '648 Patents do not invalidate the '761 Patent. 

Claim 16 

293. The '313 and '648 Patents do not disclose Claim 16. While Dr. Greenberg's 

Expert Report asserts that the' 313 and' 648 Patents disclose Claim 16, the corresponding claim 

chart specifically omits Claim 16. Compare Greenberg Expert Report, ~63, with id., Ex. C-7. 

Thus despite Dr. Greenberg's assertion otherwise, absolutely no analysis of the '313 and '648 

Patents disclosing Claim 16 is provided. For at least these reasons, the' 313 and '648 Patents do 

not invalidate the '761 Patent. 

Claim 21 

294. I disagree with the claim chart that the'313 and '648 Patents invalidate Claim 21 

of the '761 Patent. First, the claim chart continues to use an incomplete analysis to support his 

assertions. For example, he fails to provide citations to the '648 Patent that disclose all elements 

of Claim 21. FUlthermore, I disagree that the' 313 and' 648 Patents disclose the computer

readable medium for creating data related to user interaction of a user within a user workspace of 

a web-based computing platform using an application. First, as citations to the '648 Patent are 

not provided for all elements of Claim 21, it is improper to assert that the' 648 Patent discloses 

this claim. The '313 Patent also does not disclose the elements of this claim. 

295. In addition, the claim chart attempts to include by reference the anaiysis he 

provided from Claim 9 into his analysis of Claim 21. I do not believe such incorporation by 

reference fully addresses all of the limitations of Claim 21 because Claim 9 is directed to a 

different system and contain different limitations. For example, the claim chart fails to define 

what he asselts to be a "user workspace." The term "user workspace" is not used in Claim 9. As 
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a result, the claim chart's method of merely incorporating by reference results in inconsistencies 

as he seems to define "application" and "user workspace" as the same thing. To the extent the 

claim chart has failed to address all of the additional limitations of Claim 21, it is my opinion 

that he has not provided sufficient evidence to prove the '761 Patent is invalid. Otherwise, I 

have addressed this aspect of the claim chart in my analysis above. 

296. With regard to the second element of Claim 21, the claim chart simply attempts to 

include by reference the analysis he provided from Claim 9 or duplicates the same analysis and 

citations from Claim 9. I do not believe such incorporation by reference or duplication of 

analysis fully addresses all of the limitations of Claim 21 because Claim 9 is directed to a 

different system and contain different limitations. For example, the claim chart fails to define 

what he asserts to be a "user workspace." The term "user workspace" is not used in Claim 9. As 

a result, the claim chart's method of merely incorporating by reference results in inconsistencies 

as he seems to define "application" and "user workspace" as the same thing. To the extent the 

claim chart has failed to address all of the additional limitations of Claim 21, it is my opinion 

that he has not provided sufficient evidence to prove the '761 Patent is invalid. Otherwise, I 

have addressed this aspect of the claim chart in my analysis above. 

297. Again, with regard to the third element of Claim 21, the claim chart simply 

attempts to include by reference the analysis he provided from Claim 9 or duplicates the same 

analysis and citations from Claim 9. I do not believe such incorporation by reference or 

duplication of analysis fully addresses all of the limitations of Claim 21 because Claim 9 is 

directed to a different system and contain different limitations. For example, the claim chart fails 

to define what he asserts to be a "user workspace." The term "user workspace" is not used in 

Claim 9. As a result, the claim chart's method of merely incorporating by reference results in 
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inconsistencies as he seems to define "application" and "user workspace" as the same thing. To 

the extent the claim chart has failed to address all of the additional limitations of Claim 21, it is 

my opinion that he has not provided sufficient evidence to prove the '761 Patent is invalid. 

Otherwise, I have addressed this aspect of the claim chart in my analysis above. 

298. Again, with regard to the fifth element of Claim 21, the claim chart simply 

attempts to include by reference the analysis he provided from Claim 11 or duplicates the same 

analysis and citations from Claim 11. I do not believe such incorporation by reference or 

duplication of analysis fully addresses all of the limitations of Claim 21 because Claim 11 is 

directed to a different system and contain different limitations. For example, the claim chart fails 

to define what he asserts to be "user workspace," which is a term not used in Claim 11. To the 

extent the claim chart has failed to address all of the additional limitations of Claim 21, it is my 

opinion that hc has not providcd sufficient evidence to prove the '761 Patent is invalid. 

Otherwise, I have addressed this aspect of the claim chart in my analysis above. 

Claim 23 

299. I disagree with the claim chart's opinion that the'313 and '648 Patents invalidate 

Claim 23 of the '761 Patent. First, as citations to the '648 Patent are not provided for all 

elements of Claim 9, it is improper to assert that the' 648 Patent discloses this claim. The' 313 

Patent also does not disclose the elements ofthis claim. Second, the claim chart continues to use 

an incomplete analysis to support his assertions. For example, he fails to provide citations to the 

'648 Patent that disclose all elements of Claim 23. Furthermore, I disagree that the' 313 and '648 

Patents disclose the computer-readable medium for creating data related to user interaction of a 

user within a user workspace of a web-based computing platform using an application. To begin, 

the analysis of Claim 23 employs inconsistent definitions within the same claim, as "user 
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workspace" is first defined as a "point of use device" in Claim 23a1 then as software application 

in Claim23b. Greenberg Expert Report, Ex. C-7 at 66-68. Furthermore, the "context manager" 

does not "define" the point of use machine as asserted by the claim chart. Greenberg Expert 

Report, Ex. C-7 at 66 Moreover, none of the claim chart's citations teach that the "context 

manager," asserted as the context component, assigns one or more applications to a "point of use 

device," asserted as the first user workspace. Instead the "context manager" is generally used to 

pass information. To the extent the claim chart has failed to address all of the additional 

limitations of Claim 23, it is my opinion that he has not provided sufficient evidence to prove the 

'761 Patent is invalid. Otherwise, I have addressed this aspect of the claim chart in my analysis 

above. 

300. Again, with regard to the second element of Claim 23, the claim chart simply 

attempts to include by reference the analysis he provided from Claim 1 and Claim 9 or duplicates 

the same analysis and citations from Claim 1 and Claim 9. I do not believe such incorporation 

by reference or duplication of analysis fully addresses all ofthe limitations of Claim 23 because 

Claim 1 and Claim 9 are directed to a different system and contains different limitations. For 

example, Claim 9 is in regards to a "context," which the claim chart previously defined as an 

application. Claim 23, however, requires a "user workspace," which the claim chart 

inconsistently defined as "point of use device." As such, the claim chart's reference to the 

analysis of Claim 9 for Claim 23 is nonsensical. To the extent the claim chart has failed to 

address all of the additional limitations of Claim 23, it is my opinion that he has not provided 

sufficient evidence to prove the '761 Patent is invalid. Otherwise, I have addressed this aspect of 

the claim chart in my analysis above. 
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Claim 25 

301. As discussed above, Claim 25 of the '761 Patent is valid in light of the '3l3 and 

'648 Patents. Because Claim 25 is dependent on Claim 23, Claim 23 is also valid in light of the 

313 and '648 Patents. For at least these reasons, the '313 and '648 Patents do not invalidate the 

'761 Patent. 

302. Furthermore, I disagree with the claim chart that the '313 and '648 Patents 

disclose that the context component captures relationship data associated with a relationship 

between a first user workspace and at least one other user workspace. First, as no citations to or 

analysis of the '648 Patent are provided in this section of the claim chart, it is improper to assert 

that the' 648 Patent discloses this claim. The' 313 Patent also does not this claim. As discussed 

above, the claim chati is premised on unreasonably defining the context component and tracking 

component as the same thing. Such a reading is against the plain language of the claim. 

Furthermore the claim chart's definition of "user workspace" for Claim 23 was a "point of use 

device." As analysis for Claim 25 now defines "user workspace" as an application it is 

nonsensical. Moreover, the claim chart's analysis of Claim 25 with reference to the analysis of 

Claim 5 is improper as it was redacted. For at least these reasons, the '3l3 and '648 Patents do 

not invalidate the '761 Patent. 

Claim 31 

303. As discussed above, Claim 31 of the '761 Patent is valid in light of the '313 and 

'648 Patents. Because Claim 31 is dependent on Claim 23, Claim 23 is also valid in light of the 

'313 and '648 Patents. As no citations to 01' analysis of the '648 Patent are provided in this 

section of the claim chart, it is improper to asseli that the '648 Patent discloses this claim. The 

'313 Patent also does not this claim. Moreover, Dr. Greenberg has failed to provide sufficient 
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evidence to prove that the '761 Patent is invalid. For at least these reasons, the '313 and '648 

Patents do not invalidate the '761 Patent. 

Claim 32 

304. As discussed above, Claim 32 of the '761 Patent is valid in light of the '313 and 

'648 Patents. Because Claim 32 is dependent on Claim 23, Claim 23 is also valid in light of the 

'313 and '648 Patents. For at least these reasons, the '313 and '648 Patents do not invalidate the 

'761 Patent. 

305. Furthermore, I disagree with the claim chart that the '313 and '648 Patents 

disclose storing the metadata in the storage component in association with data facilitates many

to-many functionality of the data via metadata. First, as no citations to or analysis of the '648 

Patent are provided in this section of the claim chart, it is improper to assert that the '648 Patent 

discloses this claim. The' 313 Patent also does not disclose the element of this claim because the 

"centralized storage location" stores information so that it can be extracted by an "auditor" for an 

audit repOli in compliance with HIPAA standards, not to facilitate many-to-many functionality. 

Moreover, Dr. Greenberg has failed to provide sufficient evidence to prove that the '761 Patent 

is invalid. For at least these reasons, the '313 and '648 Patents do not inyalidate the '761 Patent. 

THE '761 PATENT IS NOT OBVIOUS 

306. I disagree with Dr. Greenberg's general conclusion that the '761 Patent is 

obvious. First, Dr. Greenberg does not provide an element by element analysis regarding any of 

the prior art and why those references render the '761 Patent obvious. Moreover, Dr. Greenberg 

fails to provide patiicular reasons about which references should be combined and why. 

Furthermore, Dr. Greenberg fails to identify any motivation or suggestion to combine particular 

references. Accordingly, Dr. Greenberg has not provided sufficient evidence necessary to prove 
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that the '761 Patent is obvious. For at least these reasons, the '761 Patent is not obvious over the 

prior art. To the extent Dr. Greenberg is permitted to testify regarding obviousness, or provides 

a specific analysis regarding obviousness, I reserve the right to respond to Dr. Greenberg's newly 

formed opinions. 

307. Moreover, Dr. Greenberg's general opinion that Claims 9,11,21,23,25,31 and 

32 are obvious is wrong because it is based on a faulty premise. First, it is impossible to 

determine which aspects that Dr. Greenberg believes are obvious because he does not provide an 

element by element analysis. Moreover, his general opinion that anything and everything can 

easily be implemented on the Internet is false. A product which is available on the Internet is not 

the same as a product which is installed on a single computer or even a local network or intranet. 

There are many different protocols and even programming languages that are used in creating a 

web-based product. There are also many different conditions, such as intermittent availability of 

the network, latency, throughput, and security threats that someone has to take into account in 

creating a web-based product that are not considered when making a non-web-based product. 

For Dr. Greenberg to simply assume that one of skill in the art would be able to take any product 

and convert it to a web-based product is unreasonable. Notably, Dr. Greenberg does not address 

which prior art could be converted into a web-based product nor how one of skill in the art would 

be able to do so. All he states is that "it would have entailed a simple substitution of a World 

Wide Web-based environment in place of a non-Internet or non-web-based system'to produce 

the systems and methods in claims 9, 11,21,25,31 and 32 of the '761 patent." Dr, Greenberg 

does not identify what the simple substitution would be, or for which prior art. In any case, I 

disagree that the substitution would be simple and straight forward. Instead, it would require that 
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an entirely new product be created. For at least these reasons, the '761 Patent is not obvious 

over the prior art. 

308. Dr. Greenberg's opinion with regard to Claim 16 also fails for many of the same 

reasons. First, Dr. Greenberg does not provide an element by element analysis, nor identify how 

or why certain references should be combined with each other. For example, Dr. Greenberg 

mentions the '403 Patent, but does not provide an element by element analysis of how the 

reference may be combined with other references, nor an analysis of the suggestion or 

motivation for combining specific references with the '403 Patent. Instead he makes the general 

conclusion that anything and everything can be made available on a portable wireless device. 

Aside from failing to provide sufficient proof to prove that the '761 Patent is invalid, Dr. 

Greenberg's opinion is unreasonable. It is not trivial for a program to be accessible on a portable 

wireless device. Like a program created for the Internet, a mobile application uses different 

protocols, programming languages, and must function in a wide variety of conditions that do not 

have to be considered when writing a software program which is installed on a desktop. For at 

least these reasons, the '761 Patent is not obvious over the prior art. 

309. Dr. Greenberg's opinion with regard to Claim 31 also fails for many ofthe same 

reasons. First, Dr. Greenberg does not provide an element by element analysis, nor identify how 

or why certain references should be combined with each other. Thus, it is my opinion that Dr. 

Greenberg has failed to provide sufficient evidence to prove the '761 Patent is inva'lid. For at 

least these reasons, the '761 Patent is not obvious over the prior art. 

310. Dr. Greenberg's opinion with regard to Claim 32 also fails for many ofthe same 

reasons. First, Dr. Greenberg does not provide an element by element analysis, nor identify how 

or why certain references should be combined with each other. Thus, it is my opinion that Dr. 
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Greenberg has failed to provide sufficient evidence to prove the '761 Patent is invalid. For at 

least these reasons, the '761 Patent is not obvious over the prior art. 

311. Dr. Greenberg's opinion with regard to "other combinations" is vague and does 

not meet the requisite standard to prove that the '761 Patent is invalid. As noted above, Dr. 

Greenberg does not provide an element by element analysis regarding any of the prior art and 

why those references render the '761 Patent obvious. Moreover, Dr. Greenberg fails to provide 

particular reasons about which references should be combined and why. Furthermore, Dr. 

Greenberg fails to identify any motivation or suggestion to combine particular references. 

Accordingly, Dr. Greenberg has not provided sufficient evidence necessary to prove that the 

'761 Patent is obvious. 

312. In addition, I disagree with the characterizations provided by Dr. Greenberg. I do 

not believe that the '575, '306, '538 and '994 Patents are readily combinable. Each of these 

patents teaches completely different systems as noted above. The fact that they are all assigned 

to Xerox is of no significance because the technologies are not similar. Dr. Greenberg provides 

no reasons why 01' how the references can be combined, likely because they cannot be combined 

since they involve different technology. Therefore, it is my opinion that one of ordinary skill 

would not have treated the Xerox references together as Dr. Greenberg has generally alleged. 

313. Moreover, the Hess paper cannot be combined. Notably, Dr. Greenberg does not 

identify what the Hess reference can be combined with. In any case, I do not believe that the 

Hess paper can be combined with any of the other references because the technology is 

completely different than the other references, and the '761 Patent as noted above. 

314. Similarly, the iManage manual cannot be combined. Notably, Dr. Greenberg 

does not identify what the iManage manual can be combined with. In any case, I do not believe 
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that the iManage can be combined with any of the other references because the technology is 

completely different than the other references, and the '761 Patent as noted above. Moreover, I 

disagree with Dr. Greenberg's general assertion that one of skill the art would have easily 

substituted details of another reference to produce the system claimed in the '761 Patent. First, it 

is unclear what those details are because Dr. Greenberg does not identify them. Furthermore, 

each ofthe references teach systems which are different from each other and the '761 Patent as 

noted above. Moreover, one of skill in the ali would not be motivated to combine any of there 

references because they are technically distinct. For at least these reasons, the '761 Patent is not 

obvious over the prior art. 

SECONDARY CONSIDERATIONS FOR NON-OBVIOUSNESS OF THE '761 PATENT 

315. In addition the reasons provide above, it is my opinion that the' 761 Patent is not 

obvious based on the secondary consideration for non-obviousness. Notably, Dr. Greenberg did 

not discuss the secondary considerations for non-obviousness in his report. 

316. I understand that certain secondary factors can be taken into consideration when 

determining whether a patent claim is non-obvious. These secondary considerations include the 

invention addressing a long-felt but unresolved need, and the teaching away by others from the 

invention. If these secondary considerations are demonstrated then they indicate that a patent 

claim is non-obvious. From my knowledge of the industry, it is my opinion that the '761 Patent 

exhibits the secondary considerations of non-obviousness I discussed above. 

317. There was long-felt unresolved need in the industry for the invention of the '761 

Patent because previously available collaboration tools were insufficient for productive online 

collaboration. Past methods of data management demonstrate others failed in creating a tool that 

could effectively manage an ever-increasing amount of data used in an ever-increasing variety of 
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ways by an ever-increasing number of users. For example, most collaboration tools in the 

industry at the time was based on a folder structure where users manually name the folders and 

categorize files by subjectively deciding which folders to store the file in. As a result, if another 

user wanted to collaborate on a document, this user would be required to guess which folders the 

file is potentially located in, then look through each of the files of those folders. The invention in 

the '761 Patent breaks from this failure by creating a system which leverages user environments, 

context information, and metadata to provide an efficient online collaboration experience. As the 

collaboration of multiple users using multiple user environments can be complex, the invention 

in the '761 Patent also provides a tracking component for tracking of user movement from one 

user environment to another. Thus in my opinion, prior to the invention claimed in the '761 

Patent, there was a long-felt but unresolved need for an online collaboration tool with all of the 

desired features described above. 

318. Previous tools for collaboration taught away from the invention claimed in the 

'761 Patent as these tools focused its functionality to center around particular documents. As a 

result, these document centric tools taught away from several fundamental elements of the '761 

Patent, such as tracking the movement of users moving from one "user environment" to another 

"user environment." Furthermore, previous tools relied on the subjective decisions of each 

individual user in specifying information about a document. Arguably, this was to give each 

individual user subjective control of where each of the documents were stored and what 

information is to be associated with which document. As such, this taught away from the '761 

Patent's utilization ofthe uniform decisions made by the system. In my opinion, this indicates 

that the '761 Patent is not obviousness because others in the art taught away from the invention 

of the '761 Patent. 
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319. Furthermore, previous tools for sharing documents taught away from the 

invention claimed in the '761 Patent. This is because these tools did not leverage context 

metadata to provide online collaboration effectively for an ever-increasing number of users and 

amount of data. In my opinion, this indicates that the '761 Patent is not obviousness because 

others in the art taught away from the invention of the '761 Patent. 

MATERIALITY 

320. I have also read the expert report of Mr. Hughes. I understand that Mr. Hughes 

has submitted an opinion regarding an issue which is not in the case. Therefore, I specifically 

reserve the right to supplement my report regarding Mr. Hughes opinion if the issue is permitted 

in the case. In any case, I have briefly addressed Mr. Hughes' opinions below. 

321. In my opinion, each of the facts and references cited by Mr. Hughes are not 

material to the patentability of the '761 Patent. In particular, these references are not material 

because each fails to show relevant claim limitations that were disclosed in the art already before 

the USPTO. For this reason, the '761 Patent is valid in light of these facts and references. 

Notably, Mr. Hughes' analysis is flawed from the outset as his opinion does not consider each 

limitation of any individual claim of the '761 Patent. Namely, Mr. Hughes states, "In my 

opinion, any reference that discloses capturing and storing context information about a) data and 

b) user interaction with the data, would have material to the patentability of claim 1 of the US 

Patent No. 7,139,761." As such, Mr. Hughes' test for materiality seems to ignore the tracking 

component found in the asserted claims. The following is an analysis of the facts and references 

cited by Mr. Hughes' Expert Report. 
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Bianco Thesis 

322. The Bianco thesis is not material to the patentability of the '761 Patent. The 

Bianco thesis discloses a basic groupware system (which is discussed above) called DISCIPLE 

used for project management. See Bianco at 5. Groupware such as DISCIPLE were disclosed in 

art already before the examiner ofthe '761 Patent. In particular, U.S. Patent 6,622,147 ("the 

'147 Patent") entitled "Method and Apparatus for Group Action Processing Between Users of a 

Collaboration System" was considered by the examiner of the '761 Patent. The' 147 Patent 

states, "The present invention also relates to time and action/project manage using a computer 

system. More specifically, the present invention relates to a method for collaboration between 

two or more persons for time and project management." '147 Patent, Col. 1,11. 18-23. 

323. Furthermore, similar to' 147 Patent, the Bianco thesis does not teach the claims of 

the '761 Patent. For example, EventStream, which Mr. Hughes declares is the "key to 

collaboration in the DISCIPLE system," is a "read-only environment" where the "concept of the 

document is meaningless." See Bianco at16-17. In particular, EventStream is simply a history 

system that records all events generated by users, ordered by the time when the occurred. Such a 

system merely serves to "provide graphical views of the collaborative process." See Bianco at 

56. As such, the Bianco thesis is not material to the patentability of the '761 Patent. Notably, 

Dr. Greenberg did not consider this as a prior art reference in his analysis. 

LifeStreams Project and LifeStreams Office. 

324. The LifeStreams Project, which is discussed above, is not material to the 

patentability of the '761 Patent. The LifeStreams Project is similar to the EventStream in that it 

merely provides a graphical view. The only difference that it is a graphical view of documents. 
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As such, it does not teach the claims of the '761 Patent. Accordingly, it is also not material to the 

patentability of the '761 Patent. 

325. The description of LifeStream Office is less than a page and made up mostly of 

bullet points. Nevertheless, it is clear that the LifeStream Office does not disclose any claim of 

the '761 Patent. As Mr. Hughes aclmowledges that it is merely a DMS system, the LifeStreams 

Project is not material to the patentability of the '761 Patent. Document management systems 

were already considered by the Patent Examiner of the '761 Patent. For example, the examiner 

cited the McKelvie reference during the prosecution of the '761 Patent. McKelvie discloses a 

system that "can represent the state ofa collaborative document such as ... document 

revision ... etc." This system also provides the "application logic that controls editorship and 

revision mechanisms for the document..." See McKelvie at 46, ~0411. As such, this kind of 

system is cumulative of what was already before the USPTO, thus the LifeStream Office is not 

material to the patentability of the '761 Patent. Notably, Dr. Greenberg did not consider this as a 

prior art reference in his analysis. 

CVW System 

326. The CVW reference is not material to the patentability of the '761 Patent. The 

CVW reference is an "Overview" of the CVW system, a collaboration system is based on vhiual 

rooms (also discussed above). See CVW Overview at 1. "CVW allows people to gather in 

rooms to talk through chat or audio/video conferencing and share text and URLs with one 

another with their chat." Id. Such a system had already been disclosed before the Examiner of 

the '761 Patent in the form of Patent Application No. 2002/0143877. Specifically the 

"Background of the Invention" of Patent Application No. 2002/0143877 discloses, "Instant 

messaging systems allow participants in a group to see whether members of the group are logged 
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on to the messaging system, and allow users, i.e., participants, to chat with each other using a 

text-based system. Collaborative tools such as NetMeeting, similarly, allow participants to see 

who is currently active in the system and allow the participants to join a conference and share 

documents." Furthermore, the "document" related features ofthe CVW system are cumulative 

of the DMS references previously disclosed the USPTO. 

327. Mr. Hughes' analysis of the CVW system is demonstrative of the flawed premise 

each of his analyses are based on. In particular, Mr. Hughes does not even claim this there is a 

tracking component to track user activity. Instead, he vaguely declares that "information is 

collected about each document ... " See Hughes Expert Report at 13. Furthermore, citations to 

support for his assertions are largely absent. In fact the only citation Hughes provides for the 

CVW system is to the document sharing feature which is typical ofDMS systems. As this 

approach was already prcsented before and considered by the USPTO, the CVW reference is not 

material to the patentability of the '761 Patent. Notably, Dr. Greenberg did not consider this as a 

prior art reference in his analysis. 

iManageDMS 

328. As described previously, the iManage DMS should be considered cumulative and 

thus not material because it merely embodies art that was already before the USPTO. Mr. 

Hughes acknowledges that iManage is merely a DMS system as he, himself refers to iManage as 

"iManage DMS." See Hughes Expert Report at 13. As document management systems were 

already presented and considered by the USPTO, the iManage DMS system is also not material 

to the patentability of the '761 Patent. 

329. Furthermore, the iManage DMS merely uses the same tagging approach discussed 

in the "Background of the Invention" of the '761 Patent. '761 Patent, Col. 2, 11. 55-59. 
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Moreover, trle iManage DMS is dependent on the same folder stlUcture previously discussed in 

the "Background of the Invention" of the '761 Patent. The iManage manual explains that it is 

the users who create these folders, "which are static groups of documents you can create or share 

with other users. Folders provide a method for organizing and sharing documents easily," See 

"Folders and Sub-folders" iManage manual at 25. Furthermore it is the user who decides how to 

categorize the documents by adding them into these folders. See "Adding Documents to a 

Folder" iManage manual at 29. This method of categorization is merely cumulative of the 

system cited by the examiner disclosed in Patent No, 6,622,147 which states, "[i]n many prior art 

systems, the user is required to spend time navigating around a user interface to link infonnation 

to tbe desired lists or categories to which it pertains." See '147 Patent, Col. 1, n. 47-50. 

330. The iManage DMS is dependent on conventional methods that werc previously 

disclosed to the PTO, thus the iManage OMS is not material to the patentability of the '761 

Patent. 

I declare under penalty ofperjmy under the laws of the State of Pennsylvania and the 

United States that each of the above statements is tlUe and correct. Executed on April 22, 2010 

in Pittsburg, Pennsylvania. 
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Coordinates 

5321 Wean Hall 
Pittsburgh, PA 15213 
Phone: (412) 268-8933 

Education 

James D. Herbsleb 
Professor of Computer Science 

Director, Software Industry Center 
Institute for Software Research 

Carnegie Mellon University 
February, 2008 

E-mail: jdh@cs.cmu.edu 
Web page: http://conway.isri.cmu.edu/~jdh/ 
Pax: (412) 268-7287 

1991-93 Postdoctoral Research Fellow, University of Michigan 
Collaborative Software Engineering 

1991 M.S. University of Michigan 
Computer Science 

1984 Ph.D. University of Nebraska 
Cognitive Social Psychology 

1980 J.D. University ofNebraslca 
Joint Program in Law and Psychology 

1976 B.A. Monmouth College, Monmouth, Illinois 
Psychology and Economics 

Employment Experience 

2002-present Professor of Computer Science, Institute for Software Research, School of 
Computer Science, Carnegie Mellon University 

1996-2002 Member of Technical Staff, Software Production Research Departm.ent, Lucent 
TecJmologies 

1994-96 Member of Technical Staff, Software Engineering Institute, Carnegie Mellon 
University 

1991-93 Postdoctoral Research Fellow, University of Michigan 

1992 Lecturer, Department of Psychology, University of Michigan 

1988-91 Rcsearch and Teaching Assistantships, Department of Electrical Engineering and 
Computer Science, University of Michigan 

1982-89 Associate Professor, Depattment of Psychology, Hillsdale College, Hillsdale, 
Michigan 
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Publications 

Peer-Reviewed Journals 
1. Gurbani, V.K., Gm'vert, A., & Herbsleb, J.D. (in press). Managing a Corporate Open Source 

Software Asset. To appear, Communications of the ACM. 

2. Espinosa, A., Slaughter, S., Kraut, R., & Herbsleb, J. (2007). Familiarity, Complexity and 
Team Performance in Geographically Distributed Software Development. Organization 
Science, July-August,18, pp. 613 - 630. 

3. Espinosa, J. A., Slaughter, S. A., Kraut, R. E., & Herbsleb, J. D. (2007). Team Knowledge 
and Coordination in Geographically Distributed Software Development. Journal of 
Management Information Systems, 24, 1, pp. 5 - 12. 

4. Herbsleb, J.D. & Mockus, A. (2003). An Empirical Study of Speed and Communication in 
Globally-Distributed Software Development. IEEE Transactions on Software 
Engineering, 29, 3, pp. 1-14. 

5. Mockus, A., Fielding, R., & Herbsleb, J.D. (2002). Two Case Studies of Open Source 
Software Development: Apache and Mozilla. ACM Transactions on Software 
Engineering and Methodology, II, 3, pp. 309-346. 

6. Colbert, R. 0., Compton, D. S., Hackbarth, R. L., Herbsleb, J. D., Hoadley, L. A., & Wills, 
G. J. (2001). Advanced Services: Changing How We Communicate. Bell Labs Technical 
Journal, 6(1), Jan.-Jun. 2001, pp. 211-228. 

7. Herbsleb, J.D. & Moitra, D. Global Software Development. IEEE SofMare, March/April 
2001, pp. 16-20. 

8. EI Emam, K., Goldenson, D., McCurley, J., Herbsleb, J. D. (2001), Modeling the Likelihood 
of Software Process Improvement: An Exploratory Study. Empirical Software Engineering, 
6, 3, pp. 207-229. 

9, Herbsleb, J. D. & Grinter, R. E. (1999). Architectures, Coordination, and Distance: Conway's 
Law and Beyond. IEEE SofMare, Sept/Oct 1999, pp. 63-70. 

10. Herbsleb, J. D., & Kuwana, E, (1998). An Empirical Study ofInformation Needs in 
Collaborative Software Design. Journal of the Information Processing Society of Japan, 39, 
3, 1998. 

11. Herbsleb, J. D., Zubrow, D., Goldenson, D., Hayes, W., & Paulk, M. (1997). Software 
Quality and the Capability Maturity Model. Communications of the ACM, 40, 30-40. 

12, Herbsleb, J. D., Klein, H., Olson, G. M., Brunner, H., Olson, J. S., and Harding, J. (1995). 
Object-oriented analysis and design in software project teams. Human Computer Interaction, 
10,249-292. 

13. Olson, G. M., Herbsleb, J. D., and Rueter, H. H. (1994). Characterizing the sequential 
structure of interactive behaviors through statistical and grammatical techniques. Human 
Computer Interaction, 9,427-472. 

14, Herbsleb, J.D., Sales, B.D., Overcast, T.D. (1985). Challenging Licensure and Certification, 
American Psychologist, Vol. 40, pp. 1165-1178. 
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Peer-Reviewed Conferences 
15. Cataldo, M., Bass, M., Herbsleb, J.D., Bass, 1. (2007). On Coordination Mechanisms in 

Global Software Development. International Conference on Global Software Engineering, 
Munich, Germany, August 27-30, pp. 71-80. 

16. Lescher, C., Bass, M., Herbsleb J.D. (2007). Collaboration in Global Software Projects at 
Siemens: An Experience Report. International Conference on Global Software Engineering, 
Munich, Germany, August 27-30, pp. 33-39. 

17. LaToza, T.D., Garlan D., Herbsleb J.D., & Myers, B.A. (2007). Program Comprehension as 
Fact-Finding, in proceedings ofthe European Software Engineering Conference and the 
ACM SIGSOFT Symposium on the Foundations of Software Engineering, Dubrovnik, 
Croatia, September 3-7, pp. 361-370. 

18. Dekel, U. & Herbsleb, J.D. (2007). Notation and Representation in Collaborative Object
Oriented Design, in Proceedings, OOPSLA 2007, pp. 261-280. 

19. Bass, M., Herbsleb, J., Cataldo, M., Bass, L. Architectural Misalignment: An Experience 
Report. In Proceedings, Sixth Working IEEE/IFIP Conference on Software Architecture. 
Mumbai, India, January 6-9, 2007. 

20. Balan, R.K., Gergle, D., Satyanarayanan, M., & Herbsleb, J. Simplifying Cyber Foraging for 
Mobile Devices. In Proceedings, ACM International Conference on Mobile Systems, 
Applications, and Services. San Juan, Puerto Rico, June 11-14. pp. 272-285. 

21. Cataldo, M., Wagstrom, P., Herbsleb, J.D., Carley, K. (2006). Identification of coordination 
requirements: Implications for the design of collaboration and awareness tools. In 
Proceedings, ACM Conference on Computer-Supported Cooperative Work, Banff Canada, 
pp. 353-362. Received Best Paper Award. 

22. Herbsleb, J.D., Mockus, A., Roberts, lA (2006). Collaboration in Software Engineering 
Projects: A Theory of Coordination. International Conference on Information Systems, 
Milwaukee, WI. Received Best in Track Award. 

23. Mullick, N., Bass, M., Houda, Z., Sangwan, R, Paulish, D., Cataldo, M., Herbsleb, J., Bass, 
L. (2006). Siemens Global Studio Project: Experiences adopting an integrated GSD 
infrastructure. IEEE International Conference on Global Software Engineering. 

24. Gurbani, V.K., Garvert, A, Herbsleb J.D. A Case Study of a Corporate Open Source 
Development Model. (2006). In Proceedings, International Conference on Software 
Engineering, Shanghai, China, May 20-25,2006, pp. 472-481. 

25. Li, P.L., Herbsleb, J., Shaw, M., Robinson, B. Experiences and Results from Initiating Field 
Defect Prediction and Product Test Prioritization Efforts at ABB Inc. In Proceedings of the 
International Conference on Software Engineering, Shanghai, China, May 20-25, 2006, pp. 
413-423. 

26. Espinosa, A., Slaughter, S. A, Herbsleb, J. D. and Kraut, R. E. (2005). Coordination 
Mechanisms in Globally Distributed Software Development. In Proceedings of the First 
International Conference on Management of Globally Distributed Work, Bangalore, India. 
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27. Li, P.L, Herbsleb, J., Shaw, M. "Forecasting Field Defect Rates Using a Combined Time

based and Metrics-based Approach: a Case Study ofOpenBSD". In Proceedings of the 16th 

IEEE International Symposium on Software Reliability Engineering, Nov 2005. 

28. Herbsleb, J., Paulish, DJ., Bass, M. (2005). Global Software Development at Siemens: 
Experience from Nine Projects. International Conference on Software Engineering (ICSE), 
pp. 524 - 533, St. Louis, MO, May 15-21, 2005. 

29. Wag strom, P., Herbsleb, J., Carley, K. A Social Network Approach to Free/Open Source 
Software Simulation. To appear, the First International Conference on Open Source 
Systems, Genoa, Italy, July 11 - 15,2005. 

30. Li, P. L., Herbsleb, J., Shaw, M. Finding Predictors ofField Defects for Open Source 
Software Systems in Commonly Available Data Sources: a Case Study ofOpenBSD (2005). 
To appear, IEEE International Software Metrics Symposium, 19-22 September, 
Como, Italy. 

31. Li, P., Shaw, M., Herbsleb J., Ray, B., & Santhanam, P. (2004). Empirical Evaluation of 
Defect Projection Models for Widely-deployed Production Software Systems. To appear, 
ACM Symposium on the Foundations of Software Engineering (FSE). 

32. Herbsleb, J.D. & Mocleus, A. (2003). Formulation and Preliminary Test of an Empirical 
Theory of Coordination in Software Engineering. In proceedings, ACM Symposium on the 
Foundations ofSoftware Engineering (FSE), Helsinki, Finland, pp. 112-121. 

33. Espinosa, J. A, Kraut, R.E., Slaughter, S. A., Lerch, J. F., Herbsleb, J. D., Mockus, A. 
Shared mental models, familiarity, and coordination: A multi-method study of distributed 
software teams (2002). International Conference on Information Systems (lCIS), Barcelona, 
Spain, December 15th - 18th, pp. 425-433. 

34. Handel, M. & Herbsleb, J.D. (2002). What is Chat Doing in the Workplace? Proceedings of 
ACM Conference on Computer-Supported Cooperative Work (CSCW), New Orleans, LA, 
pp. 1-10. 

35. Herbsleb, J.D., Atkins, D.L., Boyer, D.G., Handel, M., & Finholt, T.A (2002). Introducing 
Instant Messaging and Chat into the Workplace. In proceedings of A CM Conference on 
Computer-Human Interaction (CHI), pages 171-178, Minneapolis, MN, April 20-25. 

36. Mockus, A & Herbsleb, J.D. Expertise Browser: A Quantitative Approach to Identifying 
Expertise (2002). In proceedings of International Conference on Software Engineering 
(ICSE), pp. 503-512, Orlando, FL, May 19-25. 

37. Herbsleb, J.D., Mockus, A., FinhoIt, T.A, & Grinter, R.E. (2001). An Empirical Study of 
Global Software Development: Distance and Speed. In proceedings, International 
Conference on Software Engineering (ICSE), pages 81-90, Toronto, Canada, May 15-18. 

38. Siy, H.P., Mockus, A, Herbsleb, J.D., Krishnan, M., and Tucker, G. T. (2001). Making the 
software factory work: Lessons from a decade of experience. In proceedings, Metrics 2001,' 
Seventh International Symposium on Software Metrics, pages 317-327, London, England, 
April 4-6. 
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39. Mockus, A. & Herbsleb, J.D. Challenges of global software development. (2001). In 

proceedings, Metrics 2001: Seventh International Symposium on Software Metrics, pages 
182-184, London, England, April 4-6. 

40. Espinosa, J. A., Kraut, R.E., Slaughter, S. A., Lerch, J. F., Herbsleb, J. D., Mockus, A. 
(2001). Shared Mental Models and Coordination in Large-Scale, Distributed Software 
Development. To appear in proceedings, International Conference on Information Systems 
(lCIS), New Orleans, LA, December 16- 19. 

41. Godefroid, P., Herbsleb, J.D., Jagadeesan, LJ., Li, D. (2000). Ensuring Privacy in Presence 
Awareness Systems: An Automated Verification Approach. In proceedings, ACM 
Conference on Computer-Supported Cooperative Work (CSCW), pages 59-68, Philadelphia, 
PA, Dec. 2-7. 

42. Herbsleb, J.D., Mockus, A., Finholt, T.A., & Grinter, R.E. (2000). Distance, Dependencies, 
and Delay in a Global Collaboration. In Proceedings, ACM Conference on Computer
Supported Cooperative Work (CSCW), pages 319-328, Philadelphia, PA, Dec. 2-7. 

43. Mockus, A., Fielding, RT., & Herbsleb, J. (2000). A Case Study of Open Source Software 
Development: The Apache Server. In proceedings, International Conference on Software 
Engineering (lCSE), pages 263-272, Limerick Ireland, June 5-7. 

44. Herbsleb, J. D. & Grinter, R. E. (1999). Splitting the Organization and Integrating the Code: 
Conway's Law Revisited. In proceedings, International Conference on Software Engineering 
(lCSE), pages 85-95, Los Angeles, CA, May 16-22. 

45. Herbsleb, J. D. Metaphorical Representation in Collaborative Software Engineering. (1999). 
In proceedings, International Joint Conference on Work Activities, Coordination, and 
Collaboration, pages 117-125, San Francisco, CA, February 22-25. 

46. Grinter, R. E., Herbsleb, J. D., & Perry, D. E. (1999). The Geography of Coordination: 
Dealing with Distance in R&D Wark. In proceedings, International Conference on 
Supporting Group Work, Phoenix, AZ, November 14-17. 

47. Herbsleb, J. D. & Grinter, R E. (1998). Conceptual Simplicity Meets Organizational 
Complexity: Case Study of a Corporate Metrics Program. In proceedings, International 
Conference on Software Engineering (lCSE), pages 271-280, Kyoto, Japan, April 19-25. 

48. Herbsleb, J. D. & Goldenson, D. (1996). A systematic survey ofCMM experience and 
results. In proceedings, International Conference on Software Engineering (lCSE), pages 
323-330, Berlin, Germany, March 25-30. 

49. Herbsleb, J. D., and Kuwana, E. (1993). Preserving knowledge in design projects: What 
designers need to know. In proceedings, Human Factors in Computing Systems (CHI), pages 
7-14, Amsterdam, The Netherlands, April 24-29. 

50. Kuwana, E. and Herbsleb, J.D. (1993). Representing knowledge in requirements engineering: 
An empirical study of what software engineers need to know. In proceedings, IEEE 
International Symposium on Requirements Engineering, p. 273-276, San Diego, CA, January 
4-6. 
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Book Chapters 
51. Olson, G. M., Olson, J. S., Storf0sten, M., Carter, M., Herbsleb, J., and Rueter, H. (1996). 

The structure of activity during design meetings. In T. Moran & J. Carroll (Eds.) Design 
Rationale: Concepts, Techniques, and Use. Lawrence Erlbaum: Mahwah, NJ. pp. 217-239. 

52. Goldenson, D.R., El Emam, K., Herbsleb, J., and Deephouse, C. (1998) Empirical studies of 
software process assessment methods, in T. P. Rout (ed.) Software Process Assessment and 
Improvement, Southampton, UK: Wit Press, 1998. 

Keynote addresses, Invited Talks 
53. Herbsleb, J. (2007). Global Software Engineering: The Future ofSocio-technical 

Coordination, in Future afSoftware Engineering 2007, L. Briand and A. Wolf, Editors. 2007, 
IEEE-CS Press. (Invited presentation, ICSE 2007.) 

54. Herbsleb, J. (2007). Open Source Ecologies. IBM Toronto, Academy of Technology Open 
Source Conference, February 27,2007. (Keynote address). 

55. Herbsleb, J. (2007). Aligning Coordination Behavior with Coordination Needs: Congruence 
in Software Development. IBM TJ Watson Research, February 13, 2007. (Invited 
presentation). 

56. Herbsleb, J. (2007). Coordination in Engineering: Computing Task Dependencies from 
Work Artifacts. Boeing Phantom Works, January 9, 2007. (Invited presentation.) 

57. Herbsleb, J. (2006). Coordination in GSD: Making the Invisible Visible. International 
Conference on Global Software Engineering, Florianopolis, Brazil, Oct. 16. (Keynote 
address) 

58. Herbsleb, J. (2006). From Software Engineering to Software as Service: Computing Task 
Dependencies from Work Altifacts. Microsoft Research Laboratory, August 11,2006. 
(Invited presentation.) 

59. Herbsleb, J. (2006). Dependencies and awareness in unstable environments. Stanford 
University, March 22, 2006. (Invited presentation.) 

60. Herbsleb, J. (2006). Overcoming the Challenges of Global Development. OOP 2006, 
Munich, Germany, January 18, 2006. (Invited presentation). 

61. Herbsleb, J. (2006). What Every Commercial Developer Should Know about How Open 
Source Works. OOP 2006, Munich, Germany, January 19, 2006. (Invited presentation). 

62. Herbsleb, J. (2005) . Integrating organizational systems. Keynote, Siemens Technology Day 
2005, Salzburg, Austria, 1117/2005. 

63. Herbsleb, J. (2005). Beyond computer science. International Conference on Software 
Engineering (lCSE), pp. 23-27, st. Louis, MO, May 15-21,2005 (invited presentation). 

64. Herbsleb, J. (2004). Why open source works. Open Source and Free Software: Concepts, 
Controversies, and Solutions, May 9-11, University of Toronto, Toronto, Canada. 
http://osconf.kmdi.utoronto.ca/default.htm (invited presentation.) 

65 . Herbsleb, J. (2003). Two Cases of Open Source Software Development: Apache and 
Mozilla. HBS - MIT Sloan Free/Open Source Software Conference: New Models of Software 
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Development, June 19-20, Harvard Business School and MIT Sloan School of Business, 
http://opensource.mit.edu/conference.html (invited presentation.) 

66. Herbsleb, J. (2002). Research Priorities in Open Source Software Development. Advancing 
the Research Agenda on Free/Open Source Software, Oct. 14, Brussels, Belgium. Institute 
of Infonomics, University of Maastricht and Center for Information Policy, University of 
Maryland. http://www.infonomics.nIIFLOSS/workshop/ (invited presentation.) 

67. Herbsleb, J., (with Atkins, D., Handel, M., Mockus, A., Perry, D., Wills, G). Global 
Software Development: The Bell Labs Collaboratory. In proceedings, International 
Conference on Software Engineering (ICSE 2001) Toronto, Canada, May 15-18, p. 681. 
(Invited presentation.) 

Selected Other Papers 
68. Wag strom, P. & Herbsleb, J.D. (2006). Dependency forecasting in the distributed agile 

organization. Communications of the ACM, 49 (10), pp. 55-56. 

69. Shaw, M., Herbsleb, J.D., Ozkaya, 1., & Root, D. (2005). Deciding What to Design: Closing 
a Gap in Software Engineering Education Invited paper for Education and Training Track of 
27th International Conference on Software Engineering (ICSE 2005), May 2005, book 
chpater to appear. 

70. Herbsleb, J.D. & Moitra, D. Global Software Development. IEEE Software, March/April 
2001. (Special issue, Herbsleb, J.D. & Moitra, D., Eds.) 

71. Rocco, E" Finholt, T.A., Hofer, E.C., & Herbsleb, J.D. (2001, April). Out of sight, short of 
trust Presentation at the Founding Conference of the European Academy of Management. 
Barcelona, Spain. 

72. Finholt, T. A., Rocco, E., Bree, D., Jain, N., & Herbsleb, J. D. NotMeeting: A Field Trial of 
NetMeeting in a Geographically Distributed Organization. SIGCHI Bulletin, April 1999. 

73. Boyer, D, G., Cortes, M., Herbsleb, J. D., & Handel, Mark J. Virtual Community Presence 
Awareness. In Proceedings, CSCW '98 Workshop on Designing Virtual Communities for 
Work, Seattle, WA, November 14-18, 1998. 

74, Herbsleb, J.D. Hard problems and hard science: On the practical limits of experimentation. 
(1998). IEEE TCSE Sofnvare Process Newsletter, No. 11, Winter 1998, 18-21. 

75, Herbsleb, J. D. Supporting the emergence of abstractions in software design. (1997). CHI 
97 Workshop on Interactive Systems for Supporting the Emergence of Concepts and Ideas. 

76. Goldenson, D. & Herbsleb, J. (1995). After the appraisal: A systematic survey of process 
improvement, its benefits, and factors that influence success. Technical Report CMU/SEI-95-
TR-009, Carnegie Mellon University. 

77. Herbsleb, J., Carleton, A, Rozum, J., Siegel, J., Zubrow, D. (1994). Benefits ofCMM-based 
software process improvement: Initial results. Technical Report CMU/SEI-94-TR-13, 
Carnegie Mellon University. 

78. Herbsleb, J., Zubrow, D., Siegel, J., Rozum, J., Carleton, A. (1994). Software process 
improvement: State of the Payoff. American Programmer, 7, 2-12. 
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Funding 

1. National Science Foundation, IIS-0414698. Coordination, communication, and collaboration 
in open source software development. $400,000. PI: Herbsleb. Co-PIs: Carley, Kraut, 
Mockus. 

2. National Science Foundation, IIS-0534656. The role of architecture in facilitating design 
collaboration. $500,000. PI: Herbsleb. Co-PIs: Garlan, Paulish. 

3. Corporate funding: Siemens Corporate Research, IBM Faculty Award. 

4. SEIIR&D. Understanding organizational risk in architectural design. $246,000. With Bass 
& Klein. 

5. Sloan Foundation. Software Industry Center. 

Selected Press Coverage 

Open Source Development Models Fall Flat, Computerworld, May 12,2004. 
http://www.computerworld.com/printthisI2004/0.4814.931 09,00.html 

You Can Surf but You Can't Hide, New York Times, February 7, 2002. 
http://www.nytimes.com/2002/02/07/technology/circuits/07HERE.html?ex=1025680685&ei=1& 
en=fDe9040e3b056fec 

Software Development Goes Global. Computenvorld, June 26, 2000. 
http://www.computerworld.com/cwi/story/0.1199.NAV 47 _ST046187,00.html 

Unit of One: The Road not Taken. Fast Company, June 2000. 
http://www.fastcompany.com/online/35/one.html 

Dissertation Supervision 
Committee Chair or Co-chair 
Matthew Bass, Institute for Software Research, CMU 
Marcelo Cataldo (with Kathleen Carley), Institute for Software Research, SCS, CMU. 
Uri Dekel, Institute for Software Research, SCS, CMU, 
Peter Landwehr (with Kathleen Carley), Institute for Software Research, SCS, CMU. 
Patrick Wagstrom (with Kathleen Carley), Engineering and Public Policy, CMU .. 
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Professional Activities 

Associate Editor, ACM Transactions on Software Engineering and Methodology, 2008-present 
Editorial Board, Empirical Software Engineering, 2006-present 
Conference Co-Chair, Computer-Supported Cooperative Work (CSCW) 2004 
Program Committee, International Conference on Software Engineering, 2008 
Program Committee, Foundations of Software Engineering (FSE) 2008 
Program Committee, Foundations of Software Engineering (FSE) 2006 
Program Committee, Foundations of Software Engineering (FSE) 2004 
Program Committee, International Conference on Software Engineering (ICSE) 2003 
Program Co-Chair, Human-Computer Interaction Consortium (HClq 2002, 
Guest editor, Special issue of IEEE Software on Global Software Development (Mm'.IApr, 2001) 
Reviewer, ACM Conference on Computer-Human Interaction (CHI) 
Reviewer, ACM Conference on Computer-Supported Cooperative Work (CSCW) 
Reviewer, ACM Transactions on Information Systems (TOrS) 
Reviewer, IEEE Transactions on Software Engineering 
Reviewer, Empirical Software Engineering 
Reviewer, Empirical Studies of Programmers 
Reviewer, Human-Computer Interaction 
Reviewer, IBM Systems Journal 
Member, Association for Computing Machinery 
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EXHIBIT B - LIST OF MATERIALS REVIEWED 

TitlelDescription of Document Bates No. 

U.S. Patent No. 7,139,761 LTI 000001 - 31 

File History of U.S. Patent No.7, 139,761 (including cited prior art 
references) 

Provisional Application No. 60-432255 L TI 000742 - 60 

Leader Project Functional Specification and corresponding e-mail from LTI 012960 - 88 
Michael McKibben to Brad Whiteman dated August 19, 1999 

Claim Construction Order dated March 9,2010 

Leader Technologies, Inc.' s Third Supplemental Response to 
Facebook, lnc.'s Interrogatory No.1, First Supplemental Response to 
Facebook, Inc. 's Interrogatory No.8, and Second Supplemental 
Responses to Facebook, Inc.' s Interrogatories Nos. 10 and 12-17, 
served on November 20, 2009 

Plaintiff Leader Technologies, Inc.'s Supplemental Responses to 
Defendant Facebook, Inc.'s Interrogatory Nos. 1,4,5, 7, 10, 12-18, 
served on April 1, 2010 

Pseudo Code Implementation of Context and Tracking Components 

Excerpts from the deposition transcript of Jeffrey R. Lamb, dated 
February 19,2010 (Exhibit B-17 to Greenberg Expert Report) 

Expert Report of Saul Greenberg, Ph.D., and all exhibits attached 
thereto, dated April 8, 2010 

Expert Report of James Patrick Hughes, and all exhibits attached 
thereto, dated April 8, 2010 

U.S. Patent No. 6,418,461 

U.S. Patent No. 6,539,371 

U.S. Patent Application Pub. No. 2002/0143877 

U.S. Patent Application Pub. No. 2003/0217096 

U.S. Patent No. 6,154,465 

1 



Case 1:08-cv-00862-LPS   Document 667-7    Filed 09/30/10   Page 70 of 80

Title/Description of Document Bates No. 

U.S. Patent No. 6,311,228 

U.S. Patent Application Pub. No. 2002/001301 

U.S. Patent No. 6,622,147 

U.S. Patent Application Pub. No. 2003/0069849 

U.S. Patent No. 6,714,921 

U.S. Patent Application Pub. no. 2002/0078150 

U.S. Patent No. 6,370,538 

U.S. Patent No. 6,308,179 

iManage DeskSite 6.0 - User Reference Manual 

Hess, Christopher K, A Context File System for Ubiquitous Computing 
Environments (July 2002) 

U.S. Patent No. 6,430,575 

European Patent App. No. EP 1087306 

U.S. Patent No. 7,590,934 

U.S. Patent No. 6,236,994 

U.S. Patent No. 6,941,313 

U.S. Patent No. 6,434,403 

Excerpts from Microsoft Computer Dictionary (Exhibit B-12 to 
Greenberg Expert Report) 

U.S. 7,346,648 

Bianco, An Interface for the Visualization and Manipulation of L TI 134982 - 5046 
Asynchronous Collaborative Work within the DISCIPLE system 
(January 2000) 

Greenberg, Saul, et al., Personalizable Directories: A Case Study in 
Automatic User Modeling 
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TitlelDescription of Document Bates No. 

Greenberg, Saul, User Modeling in Interactive Computer Systems 
(February 1984) 

Greenberg, Saul, The Computer User as Toolsmith - The Use, Reuse, 
and Organization of Computer-based Tools (Cambridge Univ. Press 
1993). 

Witten, Ian H., Liveware: a new approach to sharing data in social 
networks (Int. J. Man-Machine Studies 1991). 

Witten, Ian H., and Greenberg, Saul, Supporting command reuse: 
mechanisms for reuse (lnt. J. Man-Machine Studies 1993). 

Witten, Ian H., Darragh, John J., and Greenberg, Saul, Predictive 
intelfaces: what will they think of next? (Cambridge Univ. Press 1995). 

Roseman, Mark, and Greenberg, Saul, TeamRooms: Network Places 
for Collaboration (ACM Press 1996). 

Greenberg, Saul, and Tauscher, Linda, How people revisit web pages: 
empirical findings and implications for the design of history systems 
(lnt. J. Human-Computer Studies 1997). 

Greenberg, Saul, and Mark Roseman, A Tour of Team Rooms (ACM 
Press 1997) 

Cockburn, A, Greeberg, Saul, McKenzie, B., et aI., Web View: A 
Graphical Aidfor Revisiting Web Pages (Proceedings of the OZCH'99 
Australian Conference on Human Computer Interaction 1999). 

Kaasten, S., Integrating Back, History, and Bookmarks in Web 
Browsers (Dept. of Computer Science, Univ. of Calgary 2001). 

Greenberg, Saul, Context as a Dynamic Construct (Human-Computer 
Interaction, Vol. 16, pp. 257-268, 2001). 

Tam, J., Supporting Change Awareness in Visual Works paces (Dept of 
Computer Science, Univ. of Calgary 2002). 

Greenberg, Saul, and Roseman, M., Using a Room Metaphor to Ease 
Transitions in Groupware (MITPress 2003). 
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Pseudo code implementation of Context and Tracking Components 

This repOli describes the implementation in pseudo code of a context and a context tracking 
functionality based on the descriptions provided in the provisional patent application. The design 
approach was to articulate into pseudo code a generalization of the workflow example provided 
in ATTACHMENT 2 of the provisional patent application. In that regards, the pseudo code 
contains two basic elements: 

(a) a generic application skeleton that allows the user to navigate through contexts as defined 
in a particular workflow (referred to as Webslice in ATTACHMENT 2) and where the 
change of context is identified automatically 

(b) an implementation ofa context (referred to as Boards in ATTACHMENT 2) 

Those two elements also utilize the source code described in the Web and WebSlice classes as 
described in ATTACHMENT 2 ofthe provisional patent application. 

2 
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Class: WebApp 

import java.awt.AWTEvent; 
import java.awt.Menu; 
import java.awt.MenuItem; 
import java.awt.event.ActionListener; 
import java.util.Collection; 
import java.util.Iterator; 
import java.util.List; 

1** 
* This class represents the general skeleton of an application 
* (e.g. web based application) that would provide an end-user 
* with the basic interface to create contexts, navigate across 
* them based on the workflows relevant to the user and track 
* changes to contexts. 
*1 
public class WebApp ( 

1* the basic elements to keep track of *1 
private Collection<Web> webs; 
private Web currentUserWeb; II the specific web. It is possible to have mUltiple webs 

II and the user selects one at any particular time 
private Board currentUserCtx; II the specific context within a particular web 
private WebSlice currentUserWorkFlow; 
private String userID; 

1* 
* UI elements 
*1 

private Menu menuWebs; 
private Menu menuWebSlices; 
private Menu menuBoards; 

1** 
* Constructor 
* @param the User that is using the particular instance of the application 
*1 
public WebApp(String userName) 

this.userID ~ userName; 
this.currentUserWeb ~ null; 
this.currentUserCtx ~ null; 
this.currentUserWorkFlow ~ null; 
setupWebApp() ; 

1* 
* We assume that there is some persistent repository where the definitions of Webs 
* Webslices and Boards are stored. This method would access such data and present it 
* to the user. Upon selection of the relevant UI elements on the part of the user, 
* the basic elements (e.g. currentUserWeb, currentUserCtx, currentUserWorkflow) would 
* be defined 
*1 

public void setupWebApp() 
1* 
* For simplicity sake, we assume that the persistent storage interface 
* in page 11 of the provisional patent application (CollectionFactory) 
*1 

this.webs ~ CollectionFactory.getPersistentCapableCollectionOfWebs(); 
1* 

objects. 

referred to 

* At this point we would have a collection of instantiated Web 
* The next step would be to present the list of available Webs 
* through some UI element (e.g. a menu) so the user select the 
*1 

to the user 

menuWebs ~ new Menu ( "Webs") ; 
menuWebSlices ~ new Menu ("Workflows") ; 
menuBoards ~ new Menu ("Contexts") ; 
for(Iterator iter ~ webs.iterator(); iter.hasNext(); ) ( 

Web w ~ (Web) iter.next(); 
menuWebs.add(new MenuItem(w.getName())); 

} 
II getName method is defined in ATTACHMENT 2, page 12 

1* 

web of interest. 

* The UI element would have event-based mechanism such as a listener that 
* automatically detect the users' selection. Upon reception of the event, 
* the application can automatically update its internal state. Specifically, 
* once a use selects a particular Web, the variable currentUserWeb can be 
* updated and the list of available Contexts (or Boards) in the Web can be 
* retrieved and displayed. 
*1 

3 
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menuWebs,addActionListener(new ActionListener() ( 
public void actionPerformed(AWTEvent e) ( 

Menultem m = (Menultem) e,getSource () ; 
String webName = m,getLabel(); 
II the getWebByName method would iterate over the webs collection 
II and return the right object 
currentUserWeb = this,getWebByName(webName); 
currentUserCtx = null; 
currentUserWorkFlow = null; 
1* 
* We now have the a Web object, The first step is to update the 
* menus with the webslices 
*1 

menuWebSlices,removeAII() ; 
menuBoards,removeAII() ; 
Collection<WebSlice> slices 

CollectionFactory , getPersistentCapableCollectionOf Web Slices(); 

}) ; 

1* 

for(Iterator iter = slices,iterator(); iter,hasNext(); ) ( 
WebSlice ws = (WebSlice) iter,next(); 
menuBoards,add(new Menultem(ws,getName())); 

* The next step is to add a listener to the menu of Workflows (webslices) 
*1 

menuWebSlices,addActionListener(new ActionListener() 
public void actionPerformed(AWTEvent e) ( 

Menultem m = (MenuItem)e,getSource(); 
String webSliceName = m,getLabel(); 
Collection<WebSlice> slices = 

CollectionFactory,getPersistentCapableCollectionOfWebSlices(); 

}) ; 

1* 

for(Iterator iter = slices,iterator(); iter,hasNext(); ) ( 
WebSlice ws = (WebSlice) iter,next(); 

} 

if (webSliceName,equals(ws,getName())) 
currentUserWorkFlow = wS; 

currentUserCtx = null; 
menuBoards,removeAII() ; 
1* 
* We now update the menu with the appropriate list of contexts (boards) 
*1 

List boards = currentUserWeb,getBoardsList(); 
II getBoardsList method is defined in ATTACHMENT 2, page 14 

for(Iterator iter = boards,iterator(); iter,hasNext(); ) ( 
Board b = (Board) iter,next(); 
menuBoards,add(new MenuItem(b,getName())); 

* Finally, we add a listener to the menu of Contexts (Boards) 
*1 

menuBoards,addActionListener(new ActionListener 
public void actionPerformed(AWTEvent e) 

Menultem m = (Menultem) e,getSource () ; 
String boardName = m,getLabel(); 
1* 
* the getBoardByName method would iterate over the 
* currentUserWeb's list of boards and return the right 
* Board object corresponding to the boardName string 
*1 

Board oldCtx = currentUserCtx; 
currentUserCtx = getBoardByName(boardName); 
if (oldCtx 1= null && oldCtx,getName() 1= currentUserCtx,getName()) 

liThe user changed contexts 

} 

currentUserCtx ' importDataFromParent (currentUserWeb, 
currentUserWorkFlow) ; 

1* 
* At this point a particular UI element that articulates the context 
* should be updated, For instance, a list of applications as well as 
* the list of data elements that are available could be displayed 
* using the data provided by the accessor methods from the Board Class 
* such getAllDataltems(),getAllUpstreamDataltems() and getAllAppItems() 
*1 

4 
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}) ; 

/* 
* 
*/ 

public Web getWebByName(String name) { 

/* 
* 
*1 

for (Iterator iter = webs.iterator(); iter.hasNext(); ) { 
Web w = (Web)iter.next(); 

} 

if (name.equals(w.geName())) 
return \'Ii 

return null; 

public Board getBoardByName(String name) ( 
List boards = currentUserWeb.getBoardsList(); 

II getBoardsList method is defined in ATTACHMENT 2, page 14 
for(Iterator iter = boards.iterator(); iter.hasNext(); ) ( 

Board b = (Board) iter.next (); 
if (name.equals(b.geName())) { 

return b; 

} 
return null; 

} IIEND-oF-CLASS 

5 
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Class: Board 

import java.util.Collection; 
import java.util.HashMap; 
import java.util.HashSet; 
import java.util.Iterator; 

1** 
* A Board represents a particular context that consists of a collection of data 
* and applications. Building the example of workflow in ATTACHMENT 2, we also 
* assume that a Board contains a collection of individuals associated with the context 
*1 
public class Board { 

1* the basic constituent 
HashMap<string,DataItem> 
HashMap<String,AppItem> 
HashSet<String> users; 

elements of a Board *1 
data; II a hash table of data objects (e.g. files, emails, etc) 
apps; II a hash table of applications 

II a hash table of users associated with the context 
II (following the workflow example) 

String name; 

1* another set of elements that might be useful are those data items from upstream 
* contexts in the workflow that that might be relevant to the current context 
*1 

HashMap<String,DataItem> upstreamData; 

1** 
* Constructor 
* @param the name of the Board 
*1 
public Board(String name) { 

this.name = name; 

1* 

data = new HashMap<String,Dataltem>(); 
apps = new HashMap<String,AppItem>(); 
users = new HashSet<String>(); 

upstreamData = new HashMap<String,Dataltem>(); 

* As users move across contexts, they might find the need to access data items from 
* upstream context in the workflow. This method imports the data items from the 
* Board's parent nodes 
* ASSUMPTION: error would generate some appropriate exception 
*1 

public void importDataFromParent(Web w, WebSlice we) { 
if (w.contains(this)) { II we only do work if this Board belongs to the Web 

II method defined in ATTACHMENT 2, Web class, page 13 

1* 

1* 
* get the set of boards that are part of the workflow of interest as 
* represented by the webslice 
*1 

Board[] boardsInWS = ws.getBoards(); 
II method defined in ATTACHMENT 2, WebSlice class, page 18 
1* 
* get the list of the parents of the current board. 
*1 

Set<Boards> parents = w.getParents(this); 
1/ method defined in ATTACHMENT 2, Web class, page 14 
1* 
* we import data from the parents that are in the webslice 
*1 

for(int i=O; i < boardsInWS.lentgh()) { 
if (parents.contains(boardsInWS[i])) { 

Collection dataToImport = boardsInWS[ij .getAllDataIteme(); 
for(Iterator iter = dataToImport.iterator(); iter.haeNext();) 

DataItem ditem = (DataItem)iter.next(); 

} } 

if (lupstreamData.containsKey(ditem.id)) 
upstreamData.put(ditem.id,ditem) ; 

* A particular data item might move from context to context as the workflow 
* progresses. This method transfer an imported data item into the permanent set of 
* data items of the board. 
* ASSUMPTION: error would generate some appropriate exception 

6 
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*/ 
public void transferDataItem(DataItem d) { 

if (ldata,containsKey(d,id)) ( data,put(d,id,d)} } 

/* 
* As described in ATTACHMENT 2, a particular workflow could be modified such that 
* two interrelated Boards (e,g, A->B->C->D) are merged into a combined context 
* (e,g, A->B/C->D), This method accomplishes such operation, 
* ASSUMPTION: error would generate some appropriate exception 
*/ 

public void merge (Board src) ( 
/* 
* we start by merging the data items 
*/ 

Collection dataToMerge = src,getAIIDataItems() I 
for(Iterator iter = dataToMerge,iterator() I iter,hasNext()}) 

DataItem ditem = (DataItem)iter,next()} . 
if (ldata,containsKey(ditem,id)) ( data,put(ditem,id,ditem)} 

} 
/* 
* 2nd, we merge the list of applications available in this context 
*/ 

dataToMerge = src,getAllAppItems() I 
for(Iterator iter = dataToMerge,iterator() I iter,hasNext() I) { 

AppItern ditem = (AppItem)iter,next() I 
if (lapps,containsKey(ditem,id)) ( apps,put(ditem,id,ditem)} 

} 
/* 
* Finally, we merge the set of users associated with the context 
*/ 

for(Iterator iter = src,getAlIUsers() I iter,hasNext()}) 
String user = (String)iter,next()} 
users,add(user) } 

/* 
* accessor methods 
*/ 

public String getName() { 
return this,name} 

} 
public void addDataItem(DataItem d) ( 

} 
data,put(d,id,d) } 

public void removeDataItem(String did) 
data, remove (did) } 

} 
public void removeDataltem(DataItem d) 

data, remove (d,id) } 
} 
public Collection<DataItem> getAllDataItems() 

return data,values() I 
} 
public DataItem getDataItem(String did) ( 

} 
return data,get(did) I 

public boolean hasDataItem(String did) 

} 
return data, contains Key (did) I 

public boolean hasDataltem(Dataltem d) 

} 
return data,containsKey(d,id) I 

public Collection<Dataltem> getAIIUpstreamDataltems() 
return upstrearnData,values() I 

} 
public void addAppltern(Appltern d) ( 

} 
apps,put(d,id,d) I 

public void rernoveAppltem(String did) 
apps,remove(did) I 

} 
public void removeAppltem(AppItem d) ( 

} 
apps,remove(d,id) I 

public Collection<Appltem> getAlIAppltems() 
return apps,values() I 

} 
public Appltern getAppltem(String did) { 

7 
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return apps. get (did) ; 
} 
public boolean hasAppltem(string did) { 

return apps.containsKey(did); 
} 
public boolean hasAppltem(Appltem d) { 

return apps.containsKey(d.id); 
} 
public void addUser(String uid) { 

users. add (uid) ; 
} 
public void removeUser(string uid) 

users.remove(uid) ; 
} 
public Iterator<String> getAllUsers() 

return users. iterator () ; 
} 
public boolean hasUser(String uid) 

return users.contains(uid) ; 

!!END-OF-CLASS 

8 
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in Claim 9. As a result, the claim chart's method of merely incorporating by reference results in 

inconsistencies as he seems to define "application" and "user workspace" as the same thing. To 

the extent the claim chart has failed to address all of the additional limitations of Claim 21, it is 

my opinion that he has not provided sufficient evidence to prove the '761 Patent is invalid. 

Otherwise, I have addressed this aspect of the claim chart in my analysis above. 

176. Again, with regard to the fifth element of Claim 21, the claim chart simply 

attempts to include by reference the analysis he provided from Claim 11 or duplicates the same 

analysis and citations from Claim 11. I do not believe such incorporation by reference or 

duplication of analysis fully addresses all of the limitations of Claim 21 because Claim 11 is 

directed to a different system and contains different limitations. For example, the claim chart 

fails to define what he asserts to be "user workspace," which is a term not used in Claim 11. To 

the extent the claim chart has failed to address all of the additional limitations of Claim 21, it is 

my opinion that he has not provided sufficient evidence to prove the '761 Patent is invalid. 

Otherwise, I have addressed lhis aspect of the claim chart in my analysis above. 

Claim 23 

177. I disagree with Dr. Greenberg's opinion that the' 575 Patent invalidates Claim 23 

of the '761 Patent. Specifically, I disagree that the '575 Patent discloses a computer 

implemented context component as disclose in Claim 23. First, Dr. Greenberg is incorrect in his 

assertion that a view of a customized file structure is a user workspace. As discussed above, this 

simply a customized view of documents in a file structure (a typical hierarchical folder 

arrangement). In addition, none of the citations provided by Dr. Greenberg illustrate a context 

component assigning applications to a user workspace. The' 575 Patent simply does not disclose 

assigning applications to these structures. Furthermore, the only application discussed is the 

68 
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actual program uscd to create and view the customized filing structure. The argument that this 

application is assigned to a filing structure is nonsensical as that application is what was used to 

create and view the filing structure, therefore requiring that it assign itself to the filing structure. 

For at least these reasons, the' 575 Patent does not invalidate the '761 Patent. 

178. Dr. Greenberg also attempts to include by reference the analysis he provided from 

Claims 1, 2, and 9 into his analysis of the first and second elements of Claim 23. I do not bel ieve 

such incorporation by reference fully addresses all of the limitations of Claim 23 because Claims 

1, 2, and 9 are directed to different systems then Claim 23 and contain different limitations. To 

the extent Dr. Greenberg has failed to address all of the additional limitations of Claim 23, it is 

my opinion that he has not provided sufficient evidence to prove the' 761 Patent is invalid. 

Otherwise, I have addressed Dr. Greenberg'S opinion in my analysis above. 

Claim 25 

179. As discussed above, Claim 23 of the '761 'Patent is valid in light of the '575 

Patent. Because Claim 25 is dependent on Claim 23, Claim 25 is also valid in light of the '575 

Patent. For at least this reason, the '575 Patent does not invalidate the '761 Patent. 

180. Furthermore, I disagree with Dr. Greenberg's opinion that the '575 Patent 

discloses that the context component captures relationship data associated with a relationship 

between the first user workspace and at least one other user workspace. Dr. Greenberg relies on 

a faulty premise for this claim because the core and customized file structures taught in the' 575 

Patent (which is nothing more then a customized view ofa hierarchical folder structure) are not 

user workspaces as relied upon by Dr. Greenberg. For at least these reasons, the' 575 Patent 

does not invalidate the '761 Patent. 

69 
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